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DECISIONS 

OF THE 

COMMISSIONER OF PATENTS 

FOR 

THE YEAR 1870. 



B. F* WooDSiDE. J^x parte, 

Al*rKAL FROM EXAMINERS-IX-CIIIKF. 

January 65 1870, 

In tlio matter of tbp application of 13. F, Wootlislflo fur letters- pa tun I for iMritov-EMBNT 
IN CoMroaiTioN for Peucus^^ion Cai-s, 

FiSHEE, Commiasiooer: 

Applkaut daicaa *' aa a new article of maDufactum/^ a riercussioQ cap composed of 
paper pulp as a basia, uiixed into which is a aniall qnantiiy of hair— -the exterior sur- 
face being coated with collodion or ahellac ; all coDstructcd as upeciti^. 

It IH claimed that capa made of this material will not^ when exploded^ become mii- 
iiles to cnt the bands and face or injure the eyes of Ibe giiuner ; it is also said that it 
13 ebeap, and that it will not corrode when exposed to damp. 

The reference is loan English patent, wherein is deacctbed an insitle cap of gntta 
perciia, having an outside covering; of metal, tbonfrh the inventor &ays that " io place 
of metal, calico, or other wo^en fabric^ ' or other material/ may be used for the outside 
covering of caps." The puf poso of this English invention is to give elasticity to the 
inner surface of the ijap so thiit it will more ilrndy gru^p the nipple. 

It is obvious that the English inventor did not contemplate the accompUabtneut of 
the name purpose as the applicant. His extt^rior cap of metal would Ay in pieces^ and 
would corrode. An to the mode of composition in any of the forms which ha dcBcribea, 
it is evident that he contemplated a double cap, formed of an inner shell of gutta percba 
and an outer one of metal or woven fabric. This cannot fairly be said to be an antici- 
patlon of a cap composed of a single shelly the material being paper pulp mixed with 
bair or other tiber. 

The soggeetioDs of the board of exaiuiuf^rs-in-cbief that the composition of applicant 
was included in the term ** other materiaL '^ used in the English patent, cannot be enter- 
tained for a moment. No man has a right to claim in advance all other rnodeB or mate- 
rials known and unknown. If it were so, then by the insertion of like phrases in every 
patent, all aubsequGiit j lu prove mo nt would be suppressed. Each inventor is entitled to 
that which he invents aud describes, and to fair eqnivalents of it. Any one else is free 
to adopt, or to patent, a mode of opt^ration or a material that is substantially different. 

llie decmion of the board of e^aniiuers-iu-cbief le reversed. 



Benjamin F. Aveey. 

Mxtension. 

January 7. 

In the matter of the application ol ISonjaToio F, Avery for the exteu^io/wjf letters-patent 
for I-MPHOVKMICNT IS I'lJOVii^, grant«?d JanusipiJjjilBfc&OOQlC 

FliSiiBR^ Commissioner : 
The applicant presenta a fair case for an extension, as bis Erst claim ia unobjcction- 
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described in the specification, and the claim is so broad and vague as to inclade within 
it the reference given by the examiner. 

The extension will be granted npon the filing by applicant of a disclaimer of every- 
thing included in the second claim, except the specific lugs d d, when both are con- 
structed and used as described. 

This disclaimer must be signed by the inventor. It cannot be made by attorney. 



Mary G. Pratt, administratrix of R. Pratt. 
Extension. 
Janaary 7. 

In the matter of the application of Mary G. Pratt, administratrix of R. Pratt, deceased, 
for the extension of letters-patent for Improvement in Horse Hay Rakr, granted 
January 8, 1856. 

Fisher, Commissioner: 

Applicant's intestate obtained letters-patent for an improvement in horse hay rakes, 
January 8, ]8r)6. This patent was subsequently surrendered, and on February 28, 1865, 
three reissued letters-patent were granted to him for parts of his invention, which re- 
issues were numbered, respectively, 1893, 1894, and 1895. At this time an application 
for the issue of a fourth division was pending. This was subsequently granted, and 
letters-patent, entitled ** Reissue 2156,^' were issued to him January 23, 1866. 

It sufficiently appears from the evidence that the patentee was diligent ; that the 
inventions were useful, and that the remuneration was inadequate. 

The seventh claim of reissue No. 1893 is, in my judgment, anticipated by the English 
patent granted to one Smith Jnly 3, 1644, and before this patent can be extended a dis- 
claimer must be entered to this claim. 

Reissues 1894 and 1895 may be extended. As to reissue 2156, the examiner reports, 
<' That the features covered by this division are not represented in the original draw- 
ing or claimed in the specification, but that the fact of their invention, as of the date 
of the original patent, was established pending the application by affidavit, and proof 
offered to show that they were omitted by inadvertence, accident, or mistake.'' 

The truth of this statement is admitted by applicant, who relies upon the case of Dy- 
8(m vs. Gamhrillf Mss. Appeal Cases, to sustain the validity of a reissue granted under 
these circumstances. 

Since the cases of Carhart vs. Austin, 2 Fisher, 543 : Goodyear vs. Providenoe Rubber 
Company, 2 Fisher, 499, and Sickles vs. Falls Co., 2 Fisher, 202, this point may be con- 
sidered settled adversely to the claim of the applicant. Interpolation of new matter is 
illegal ; and a reissue, which, like the present, is wholly made up of such interpola- 
tions, is void. The extension of this division is, therefore, refused. 



Thomas Bond. Ux parte. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

January 8. 

In the matter of the application of Thomas Bond for letters-patent for Impiiovkment 

IN Trunks. 

Fisher, Commissioner : 

Applicant describes a trunk, the body of which is formed of a single piece of stout 
wood, bent so as to form round comers without joints. He says : '^ While disclaiming 
novelty in the general principle of making boxes of bent wood, I claim, as my inven- 
tion, and desire to secure by letters-patent, the combination and arrangement of the 
rebated bottom B b, rebated top C c, bent body pieces A A, and bent rims A' A' ; the 
whole constructed and secured as herein specified, and constituting an improved man- 
ufacture of traveling trunks." 

The applicant is referred to German toy-boxes, made of a thin strip of bent wood, as 
he might also have been referred with equal propriety to salt or cheese boxes, con- 
structed by bending a single piece of wood. In efiect he concedes the existence of these 
boxes, and limits his claim to the bent-wood body and rim when combined with the 
mode of attaching the top and bottom pieces. 

It is true that this method of attachment, separately considered, is old, but not in com- 
qination with bent- wood boxes of any kind, still less of trunks, which, so far as appears, 
have never been constructed of bent wood before the invention of applicant. 

Applicant has availed himself of the modern inventions in wood-bending to do what 
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^was impossible in the days when the toy and cheese boxes were first contrived. He 
has formed the body of a tmnk of a single strip of wood, of sufficient size and strength 
to resist the usage to which baggage is ordinarily subjected. This is a new, and would 
appear to be a useful application. Doubts as to patentability in such cases, when a 
really new thing is produced, ought to be resolved in favor of the inventor, and where 
he presents a new combination^ as in the present instance, he is entitled to a liberal 
consideration of it ; for it must not be forgotten that, while the applicant applies the 
rebates for the first time to the bent wood, the wood itself is used lor the first time for 
t is purpose. 
The decision of the board of examiners-in-chief is reversed. 



Thomas M. Taylor. Ex parte. 

APPEAL FROM EXAMINERS- IN-CHIEF. 

Janaary 8. 

In the matter of the application of Thomas M. Taylor for letters-patent for Improve- 
ment IN Coffins. 

Fisher, Commissioner : 

One Bulkley filed an application in 1857 for the " construction of wooden coffins or 
burial cases, with solid sides, or sides composed of boards bent solid by steaming or 
otherwise, thereby forming the bend or bulge at the shoulders A without sawing or 
catting slits, notches, or creases crosswise, thereby rendering the bend or bulge at the 
shoulder A as strong and as substantial as any other portion of the wood.'' 

Applicant now disclaims everything claimed by Bulkley, but claims '' a coffin whose 
sides, formed of solid wood, having no kerf or cross-cuts therein to give curvature, are, 
by steaming or otherwise, so bent that when their ends are secured to the bottom 
piece and to the edges of the head and foot pieces, their curvature or swell shall be 
greater at the top than at the bottom line, substantially as shown and described.'' 

The mode of bending is not claimed in this application. It is referred to in the claim 
only by the words *^ so bent," which embrace the result however produced. 

The application of bent wood as a material for coffins is not claimed but disclaimed. 
The flaring of the sides is also old. 

The claim seems then to resolve itself into a claim for an old material, made in any 
way, applied to an old purpose, in a form old in itself, but new in its application to 
that material. In other words, granting that wooden coffins with flaring sides are old, 
and that coffins made of bent wood are old, applicant seeks for a patent for making 
coffins of bent wood and flaring sides, or for imparting an old form to an old material. 

This is clearly not patentable. 

The decision of the board of examiners-in-chief is affirmed. 



J. P. TuTTLB. Ex parte. 

appeal from examiners-in-chief. 

January 29, 

In the matter of the application of Joseph P. Tuttle for letters-patent for Improve- 
ment IN Heat-Retaining Valve. 

Fisher, Commissioner : 

Applicant shows a damper consisting of two plates in the same plane, having between 
them an opening, in shape like the section of a double convex lens. Above this is 
another plate, of the same shape as the opening, but a little larger in size. These 
three plates are connected by suitable straps, and a spindle, upon which the damper 
revolves, passes through the whole. 

Reference was made to Sweeney's damper, which consists of two plates. The lower 
one has a circular orifice at the center. The upper one is a circular cap a little larger 
than the orifice. The two plates are connected by straps, and are also provided with 
a spindle. 

The points of resemblance between these two dampers seem to be manifest and ma- 
terial, and the points of diflerence. while noticeable, seem to the eye to relate only to 
matters of form and construction, involving no change in the mode of operation. 

This was the opinion of the examiner and examiners-ln-chief, and was my own opinion 
at the first hearing of the case. 

It is, however, true, as the applicant asserts, that in Sweeney's valve the orifice is in 
the center, to which all the products of combustion must be brought in order to pass 
un the pipe, while, in applicant's, the two openings being triangular in form, with the 
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apex near the center and the base at the circumference, the smoke and gases are de- 
flected outward in their upward passage. This difference in operation, he strenuously 
asserts, is material and inYoiyes a change in the operating principle. He produces 
many certificates and some affidavits, not exhibited to the examiner and board but based 
upon experiment and observation, which do assert a decided superiority of operation 
over the Sweeney valve. These certainly make a prima facie case of superior utility for 
applicant's device, and a decided difference in utility may well import a difference in 
principle. Many vs. Sizer, 1 Fisher, 17; Joktuon vs. Hoot, lb., 351 ; Judion vs. Cope, ib., 
615; Singer \B, H^a/nwtey, ib., 558. 

At all eventp, the applicant has prcf?entcd a case in which he is fairly entitled to the 
benefit of the uonbt. 

The decision of the board of exaniioors-in-chief is reversed. 



Cole vs. Loud. 
Interference. 

APPEAL FROM EXAMINERS-IX-CIIIKF. 

February 8. 

In the matter of the interference between the applications of Cornelius Cole and Alfred 
C. Loud for letters-patent for Improvement in Propelling Wheels. 

Fisher, Commissioner: 

In this case, a quarrel between the applicants has borne the usual frnit of much irrel- 
evant testimony. The material facts, however, are few, simple, and undisputed. 

Although the parties were connected in business matters closely allied to the inven- 
tion in controversy, it is not denied by either that the other is an independent inventor. 
The controversy is, therefore, narrowed down to a mere question of dates of invention, 
and even as to these there is a substantial agreement. 

It is conceded by Loud that Cole made the invention, without assistance from him, 
abont the middle of December, 186^. The only remaining question is, therefore. Did 
Loud make it at an earlier period f 

The history of Loud's invention is briefly as follows : In August, 1368, having been 
interested in the subject of propelling-wheels for steamers, he produced two small 
disks of pasteboard about the size of a half dollar, through the centers of which he 
thrust a match as a shaft. This he exhibited to his wife, her sister, and a male friend. 
In conversing about his plan he put the disks on the shaft and brought them together 
at one point in the circumference of each so as to form a V-shaped wlieel, and he also, 
by means of slits, crossed them so as to form an X-shaped wheel. He was experiment- 
ing, or rather theorizing, about his plan, and used these disks by way of illustration. 
He finally settled upon the Y-shaped wheel and came to the Atlantic States to patent 
and introduce it. He filed a caveat, and finally obtained a patent for the V-sbaped 
wheel, but neither in his caveat nor in his patent did he so much as mention the 
X-shaped modification. While in Washington he met Cole, who agreed to furnish cap- 
ital for actual experiments. A small steam yacht called the Julia was purchased, 
which was furnished with the V-sliaped wheels. When put in motion, however, the 
disks wore found to be placed at too acute an angle and the slip in the water was too 
great. A greater angle was needed, and the problem was to obtain this angle without 
unduly increasing the width of the wheels and paddle-boxes. This question was con- 
sidered by Loud and Cole and their assistants for an entire month without result ; at 
the end of which time Loud returned by sea to California. On the day that he sailed 
Cole made the invention of the X-shaped wheels, which ^ave him double the angle in 
the same width of wheel. Loud's story can best be told in his own words : 

''After leaving New York, while on the steamer, I made many experiments with this 
wheel for thepurpose of overcoming the difficulties we had encountered while in New 
York ; and, reflecting back, I recollected that I had the old pasteboards put away with 
which I first made the invention, and which are the same ones heretofore exhibited. 
In makinc this discovery, in August, 1868, 1 put the slits in the pasteboard into each 
other, and put the axle through, as described in my specification or oath of invention, 
January 2, 1869. 

** The recollection of the crossing of the pasteboard disks induced me to cut out the 
two rims and cross them in the same manner, and this occurred on the 24th of Decem- 
ber, 1868, on board the steamer Montana, on this side, while on my way to San Fran- 
cisco. Upon arrival I made further experiments and concluded that this application 
of the principle overcame many of the objections which had qccurred^whilo inakiug 
the experiment* before leaving New York." ^'9'^'^^^ by^^i^/t^tglV 

He is subsequently asked : *' In all the time that you were experimenting with your 
vheels on the yacht Julia, did you ever suggest to any one the i>lau of improving said 
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wheels by crossing the disks or rims, or by beuding them so as to give them the form 
of disks or rims crossing 6ach other f" And answers : " I have before testified that my 
first bending the rims was done on the steamer on my way to San Francisco, in Decem- 
ber, 1868, and that this bending of rims called to mind the application I had made 
months before in my original pasteboard model by means of the slits cut therein at 
that time. Of course I could not have suggested it at the time of the experiments 
on the Julia/' 

He is then asked : " Then during the time you were experimenting with the Julia, 
you had no recollection of ever having crossed the pasteboard disks, had you T" and 
replies : '* My first intersecting application was not iu my mind at that time." 

Now, when did Loud make this invention of the X-shaped wheel ; in California in 
August, 1868, or on the Montana, in December, 1868? If at the former time, then pri- 
ority is with him ; if at the latter, it is with Cole. 

Invention, within the meaning of the patent law, is the conception of some new and 
useful thing and the embodiment of that conception in a practicable form. I think it 
cannot be doubted that this definition must include an intelligent conception. It must 
require that the inventor shall know that he has found something, and be aware, at 
least, that it is capable of use. If he thoughtlessly puts two bits of wood together 
and then throws them away, without having obvServed that their union was new and 
useful, he cannot be x>ermitted afterward, when another has done the same thing, with 
a purpose, to recur to that which he did without purpose, and dignify it by the name 
of invention. 

I am clearly of opinion that Loud made no invention of the X-shaped wheel in Au- 
gust, 1868. it is true that he crossed two disks, of pasteboard, but he had no idea of 
the mechanical truth which that act involved. On the contrary, when it became de- 
sirable to make use of that truth it was not iu his mind. The necessity of finding it 
compelled him to make search, and to arrive at a solution of his problem in the ordinary 
way in which inventions are made. When he had made the invention and had per- 
ceived that it supplied his want, it recalled the purposeless experiment of a few months 
before. Except for the invention on the Montana that experiment had been as thor- 
oughly lost as if it had never had an existence. 

That it has been recalled cannot avail Mr. Loud, in view of the unsatisfactory char- 
acter of the exfieriment itself, his utter forgetfulness of it when it was needed to solve 
the problem with which he grappled for a month in Nev^ York, and the fact that the 
invention on the Montana was not the effect but the cause of its resurrection. 

The decipion of the board of examiners-iu-chief is reversed. 

Priority is awarded to Cole. 



Shaw & Leavitt vs. Sedgebeer. 
Interference, 

APPKAL FROM EXAMINERS-IN-CHIEF. 

February 8. 

In the matter of the interference between the patent of Henry Shaw and W. D. Leav- 
itt, and the application of Joseph Sedgebeer, for Improvement in Grinding Plates 
FOR Grist Mills. 

FisiiER, Commissioner : 

Having been of counsel in this case for appellants, I make no examination into the 
merits, but affirm the decision of the examiners-in-chief, pro format in order that ap- 
pelants may, if they desire it, appeal to a justice of the supreme court of the District 
of Columbia. 



IlAVEMEYER, ELDER & LOOSEY, ASSIGNEES OF KrONIG. 

Reissue. 

motion. 

February 10. 

In the matter of the reissue of letters-patent originally granted to Carl Kronig, June 
28, 1864, and reissued to Havemeyer, Elder & Loosey, April 14, 1868, for Improvement 
IN the Manufacture of Sugar Molds. , 

Fisher, Commissioner : ''^^^^ '^' ^ 

This is a motion on the part of the Papier Mach<S Company for the correction of an 
alleged clerical error in the issue of letters-patent. 
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The facts are briefly as follows: Letters-patent for an improvement in the manufac- 
ture of sugar molds, and other articles, wore granted to Carl-Kronig in 1864. In 1868 
this patent was returned with the following petition : " The petition of Theodore A. 
Havemeyer, J. Lawrence Elder, and Charles F. Loosey, of New York City, respectfully 
represents : That your petitioners are the sole owners, by assignment, entered of rec- 
ord, of letters-patent of the United States, granted to Carl Kronig, of Vienna, in the 
Empire of Austria. They therefore pray tnat they may be permitted to surrender the 
said letters-patent, and that the same may be canceled and new letters-patent issued 
to your peiitionera on an amended specification,'' &o. 

In the letter transmitting this application, mention was made of an inclosed assign- 
ment from Havemeyer, Elder & Loosey to the American Papier Mach€ Company for 
record, but no request was made for the issue of letters-patent to the last assignees. 

The patent was issued April 14, 1868, in accordance with the request of the petition 
of Havemeyer, Elder &. Loosey. The American Papier Mach^ Company now comes in, 
after a lapse of nearly two years, and asserts that the patent should have issued to it, 
and that the failure bo to issue it was a clerical error on the part of the Commissioner, 
which ought to be corrected without further reissue or expense to the applicant. 

The act of March 3, 1837, section 6, provides : " That any patent hereafter to be issued 
may be made and issued to the assignee or assignees of the inventor or discoverer, the 
assignment thereof being first entered of record and the application therefor being 
duly made, and the specification being duly sworn to by the inventor.'' 

The language is, " may be made and issued," not *' shall be," and it has been the con- 
stant practice of the office to issue patents to the inventor unless otherwise speciidly 
requested by him. The mere facts of assignment and record do not impose upon the 
Commissioner the duty of issuing the letters-patent to the assignee without further 
request, and the omission to do so is not therefore a mistake on bis part. The rights 
of the assignee in the patent are precisely the same, whether the patent be issued to 
him or to the inventor, and whether it issue to the one or the other is a matter of form 
rather than of substance. 

Befercnce is made to the decision in the case of Dental Vulcanite Company vs. Wether- 
hee, 3 Fisher, 87, where a similar correction is called the correction of a clerical error, 
but the decision states that the error was corrected by reissue. The office recordsshow 
that the patent was reissued to Cummings January 10, 1865, after his sale to the Den- 
tal Vulcanite Company. On January 19, 1865, he addressed the office, statiog the fact 
that all his rights were assigned to the Dental Vulcanite Company, and that the 
assignment was on record, and asking that the reissued patent *' be so amended as to 
recite the fact that the said reissue is granted to the said Dental Vulcanite Company." 
This was refused, and, on February 27, 1865, the reissue was surrendered, a fee of 
thirty dollars paid, and a new patent was reissued to the assignees, dated March 21, 
1865. 

It is true that the learned judge speaks of this as the correction uf a clerical error, 
but he adds, in efi:ect, that it was an irregularity arising from an imperfection in the 
application. If the Commissioner was bound to issue to the assignee in all cases with- 
out request, upon the faith of the notice furnished by the record, the character of the 
application would have been immaterial. 

It must not be forgotten that applicants may make mistakes of a purely clerical 
character as well as the Office. When the mistakes are those of the Office, they will bo 
corrected without expense to the applicant; but when he makes them, they can be 
cured only by a surrender of his old patent for correction, payment of the fee, aod the 
issue of an amended patent. 

The error in the present case is one of the latter class, and can ouly be corrected by 
surrender and reissue. 



Spofford & Montague vs. Moore & Wyman. 
Interference. 

APPKAL FROM EXAMINEnS-IX-CIIIKr. 

February 10, 

In tbc matter of the iutcifcrence between the patent of Charles Spofford and Charles 
H. Montague, and the application of Charles E. Moore aiul M. L. Wyinao. for Im- 
pnovEMENT IN Papeh Collar Maciiini:. 

Fisher, Commissioner : 

This is not a controversy between independent inventors, but a contest between two 
parties, each of whom claims to have been the inventor of the same machine. As the 
examiner puts it, it is a question of orijjiuation rather than of priority. 

SpoflFord was employed by the Star Paper Collar Company, in the early part of 1867, 
to build a collar machine for them. In their agreement with him, express provision 
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was made for the patents which were to be obtained npon his expected inventions. 
He had spoken to others about an improyed machine, and as early as 1864 liad described 
such a machine to one Bidwell, who testides that it was similar to the one in con- 
troversy. 

When the company were ready to work, Spofford called on Moore & Wyman, who 
were machinists, and proposed that they shonld do the work. Moore was a draughts- 
man, and, in order to prepare his drawinjss, he went to the rooms of the Star Collar 
Company, and there worked under the eye of Spofford and with the assistance of his 
suggestions. The drawings being made, the machine was constructed. Moore was paid 
for his labor, the drawings, patterns, and machine were delivered to the Star Collar 
Company, and neither Moore uor Wyman saw them af tor ward or took any steps to 
indicate their supposed rights with reference to them, until Pebruary, 1869, after Spof< 
ford had received his patent, when they filed their present application. 

Against this, they claim to have made the invention before they met Spofford ; but, 
Moore being asked^ ** Were the drawings yon made for the Star Collar Company the 
same as your first invention V* he replies, ** Well, I don't know ; it's difficult to know 
what a man is going to make in such a thing as that till he begins. I had the idea all 
the time what I should make. Take the principle of the whole machine, it was probably 
theWime, but the details might have been changed and altered as I went along.'' As 
to the part taken by Spofford, Moore is asked, '' Did Mr. Charles Spofford have anything 
whatever to do with the change from a cuff machine to a collar machine P he answers, 
" Well, he was the superintendent then, and probably if he hadn't wanted it made for 
collars it wouldn't have been made so. I think that I proposed, myself, to make it wide 
enough so that it could be used for collars." Ag^ain he asked, " Did Spofford suggest 
any change in the arrangement of the parts while vou were making tne drawings f " 
and replies, " Well, he might have suggested some changes, he being there all the time 
I was drawing. We were talking about it idl the time. I suppose he might have 
suggested changes and alterations; and I would suggest changes and alterations, 
myself." 

From the foregoing history and from these admissions, which, coming from an adverse 
claimant, have almost the force of conclusive proof, it appears that Moore, a mere 
draughteman, was employed to draught a machine in tiie shop, at the request, under 
the eye, and at the suggestion of Spofford. Doubtless, in the course of this work 
Moore may have made useful suggestions, and may now choose to consider the machine 
his invention, but public policy will not permit a man employed and working under 
ciroumstonces like these to claim an invention as against his employer. Afawam Woolen 
Company vs. Jordan^ 7 Wall., 5:^ ; Foiler 4* Townsend vs. FowU, Commissioner's Decis., 
1869, p. 35. If it were otherwise, no inventor could safely employ a mechanic or 
draughtsman to assit him in any detail of his invention. I cannot look with favor 
npon the claims of model-makers, draughtsmen, and workers in wood, iron, or brass, 
-who have been called in to assist in the embodiment of a new idea, and having 
been paid for their materials, time, and skill, turn upon their employers and claim to 
be independent inventors. This case is one of that class, and I decide it in favor of 
the employer. 

The decision of the board of ezaminers-in-chief is reversed. 



Boon vs. Hinman. 
Interference. 

APPEAL FROM EXAMINEBS-IN-CIIIEF. 

February 11. 

In the matter of interference between the application of A. T. Boon and the letters- 
patent of C. F. Hinman for Improvement in Roofing Composition. 

Fisher, Commissioner : 

Hinman has already obtained a patent, with the following claim : *' A roofing com- 
position composed of coal-tar, clay, (or other similar suitable substance,) glycerine, 
and dissolved India-rubber, either with or without oil, substantially as described," &,o» 

Boon is an applicant for letters-patent for an invention which he claims to be "the 
employment or glycerine in composition rooting, for imparting an elastic property to 
the same, substantially as described," &c. 

The claim of Hinman is limited to a specific copfibination of elements, of which glyce> 
rine is one, and does not interfere with that of Boon ; but Boon, although the junior 
applicant, claims broadly the employment of. glycerine in composition roofing ; and, as 
Hinman employs glycerine in such roofing, it is evident that no patent can issue to 
Boon, unless he be the prior inventor. 
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Boon is not the discoverer of glycerine nor of that non-evaporating qnality in it which 
makes the roofing soft or elastic. It has been nsed in the arts for this purposes in 
various combinations and compounds ; among others, with mortar, cement, and mastic^ 
the latter being a term applied to combinations of bituminous and resinous substances 
with other ingredients, used as cements and coatings impervious to water. In au 
English patent of 1856, a claim is made for ** the application of glycerine as described 
for the purpose of keeping cement, mastic, mortar, paste, and other matters in a damp 
condition.'^ 

It is obvious, therefore, that Boon can make no broad claim for the '' employment ^ of 
glycerine in composition roofing, or in auythtiig else, *^ for imparting an elastic property 
to the same." At most be could claim only the combination of glycerine, as an element, 
with other elements with which it had never been previously united. 

When, however, we examine bis alleged invention in the li^ht of this more limited 
claim, it will be perceived that it had no existence prior to Hinman's application. It 
never went beyond a mere verbal snggestion that glycerine might be used, which sug- 
gestion was deemed of so little importance that, although after it was made Boon ob- 
tained two patents for composition roofing, he did not so much as name glycerine in 
either of them ; on the contrary, in one of them he says : ** It is believed in the selection 
of molasses or sorghum that it is the only substance that will absorb moisture from the 
atmosphere, and. hence, prevent the composition from drying up, and thus getting 
hard and brittle." 

There is, also, testimony tending to show that Boon regarded all that he had done as 
an unsuccessful and abandoned experiment. 

At all events, it does not appear that it can now rise to greater dignity than a vague 
suggestion, not put in practice, but thrown aside as undeveloped and useless until 
after the invention of Hinraan. 

The decision of the board of exaniiners-in-chief is affirmed. 



William Gee. 
Extension. 

February 11. 

In the matter of the application of William Gee for the extension of letters-patent for 
Improvement in Lubricators, granted Febniary 12, 1856. 

Fisher, Commissioner : 

The invention of applicant consisted in a glass cylinder, protected by a metal case, 
with openings through which the oil was visible, having a central steam tube, by which 
steam was admitted to the top of the oil, a discharge opening below for the escape of 
the oil, a double cock to be used for steam or oil, and India-rubber diaphragms. 

When applicant commenced to manufacture lubricators, he found that the India- 
rubber diaphragms were worthless, and he also discovered that the glass would break, 
and, in the hands of unskilled attendants, was of no value. He therefore made his 
lubricators with brass cylinders, rejecting the glass and the rubber diaphragms. In 
this form his lubricator was not substantially different from that described in the re- 
jected application of Benjamin Pike, filed in 1852. Of two thousand eight hundred 
and eighty which he made, over two thousand eight hundred were made in accord- 
ance with Pike's invention, rather than bis own. 

For this use of another man's invention he has received a profit of $8,640, which, 
under the circumstances, must be considered a reasonable remuneration, and the ex- 
tension is therefore refused. 



K. W. Lewis. 
Uxtension. 

February 11. 

In the matter of the application of R. W. Lewis for the extension of letters-patent 
granted to him February 12, 1856, for Improvement in Sealing Preserve Cans. 

Fisher, Commissioner : 

About a year after applicant obtained his patent he sold it for $250. I do not think 
that an inventor who puts bis invention into market for a single year and then sells it 
for a song, has used due diligence in introducing it to the public. 
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No '^ ascertaiDed yalue'^ of the inventiou is set forth in the statement of applicant as 
required by law, and this strengthens the presumption that the invention, as described^ 
was never put into use. The opinions of the witnesses are based upon theory rather 
than practice. Where they speak of the use of the applicant's improvements they 
speak of them as embodtedin other forms of jars, but no mention is made of jars con- 
strncted in accordance with the plan of the patentee. 

No case is made for the extension prayed for, and it is accordingly refused. 



Henry Bessemer. 

Uxtension. 

February 12. 

In the matter of Henry Bessemer's application for the extension of the patent for Man- 
UFACTUKiNG luox AND Steel, grautcd to him nth of November, 1S5H, and expiring 
12th February, 1B70. 

IIOBGES, Acting Commissioner: 

The evidence filed by the petitioner discloses a case of extraordinary merit. It may 
be questioned, perhaps, whether he was the iirst to discover the principle upon which 
his process is founded. But we owe its reduction to practice entirely to his untiring 
industry and perseverance, his superior skill and science, and his great outlay. With- 
out these the discovery would, in all probability, have been given up as impracticable 
for any useful purpose, and have come to be regarded only as a curious but unprofita- 
ble phenomenon. Now, it must be reckoned high in the list of the most beneficial im- 
provements bestowed upon the world in the age of inventions. Were it not for one 
consideration, the petitioner would be justly entitled to what he asks on this occasion. 
On every other point his application must be pronounced free from objection. 

It appears that his process has gone extensively into use, both in this country and 
in England. Large quantities of the products have already been fabricated and sold in 
market, and there can be no doubt but that the manufacture will inevitably be prose- 
cuted upon an immense scale. The applicant's English patent expires simultaneously 
with the one before me, and his countrymen will carry on the busiuess without any 
restraint from it. If his Americiin patent is extended, the iron-masters of this country 
will enjoy no such immunity. They will be under subjection to his exclusive privilege, 
and must make the best terms they can with him before they can engage in the busi- 
ness. No rhetoric can remove the conviction that they must labor under a serious dis- 
advantage, and can never compete with their transatlantic rivals. They must inevita- 
bly succumb at last to those who have so long been their competitors to the whole 
range of iron manufactures, and before w^hose superior facilities they have so often been 
compelled to withdraw from the field. I cannot take a step x>regnant with such disas- 
trous consequences without a thorough consideration. 

The applicant's counsel insists that the extension is a matter of right, since he has 
Tuetthe usual requirements, and that it should be accorded to him without regard to the 
consequences. That this is erroneous is manifest for two reasons. In the first place 
our Government have never entered into any stipulation to that effect. They have 
a^eed to give the applicant the exclusive use of his invention for lourteen years, as 
his compensation for disclosing it to the public. That agreement they have fulfilled, 
and the applicant has had his reward. He took it with the chance of making more or 
less profit out of it ; and whether it proved large or small, it was his own, and he is 
legally entitled to that and no more. In some cases, where highly meritorious inventors 
have failed to obtain an adequate remuneration, without fault on their part, the Gov- 
ernment have made provision for supplying the deficiency, if, under all the circum- 
stances, it is deemed advisable by the proper tribunal. But it is no matter of obliga- 
tion, as the grant of the original patent may, perhaps, be deemed but a mere favor. 

It is expressly provided, moreover, that, in determining whether " it is just and proper 
that the term of the patent should be extended," the Commissioner must have ** due 
regard to the public interest therein ;" so that the favor to be shown to the applicant 
is made subordinate to the welfare of the community. Its prosperity must not be sacri- 
ficed for the benefit of the individual, however deserving. He certainly is not entitled 
to demand that as a right, which is to be accorded to him only as a boon, and only 
when it will not operate to the detriment of the country. 

Bessemer has several other patents in England, it is said, by which he will continue 
to control the manufacturers there. No means have been furnished me for determining 
how essential the improvements thus monopolized are to the successful prosecution of 
the business. For this and other reasons, this consideration does not seem to impair 
the force of the objection which lies against the desired extension. 

The annlicant embraces no part of what he has received abroad on account of hia 
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invention ; and it has been nrged against him that what he has received in this country 
is an ample remnneration for all the time and expense ho has bestowed upon it here. 
But this doos not include the ingenuity exercised upon it, for which he ought also to 
be rewarded. It may be said that the i mportance of it should also be esti mated. That 
is not so clear. In determining whether the pateut shall be extended, the law pro- 
vides that the importance of the invention should be taken into the account. But, in 
estimating the remnneration to which the patentee is entitled, its importance is not 
mentioned as one of the elements to bo weighed; but only the time, ingenuity, and 
expense bestowed upon it. Upon this point the patentee alleges, with apparent truth, 
that the uniform practice of the office has been not to require any account of the profits 
derived from the invention abroad in these cases. I am nnable to perceive any good 
reason upon which this practice can be sustained, and cannot refrain from expressing 
my dissent from it The statute gives no ground for making any distinction between 
the profits obtained at home and those obtained abroad. Had any such distinction 
been contemplated, the legislature would at le&st have designated the profits to be 
accounted for as those which were derived from the patent. But, instead of this, they 
are careful, in every instance, to speak of such as are derived from the invention ; and 
those obtained abroad are derived from the invention Just as much as those obtained 
at home. The latter might just as well be excluded as the former. 

Again, in considering whether we will go beyond the contract and give a bonus to 
the patentee, because he has been unfortunate and failed to obtain a fair reward, it 
would clearly seem essential that we should inquire whether he has not been sufficiently 
rewarded from some other source. We are not now paying the price for our purchase ; 
we are deliberating whether we will not do something more for the inventor, because 
the contingent privilege which wo gave him had not made him good. The question, 
then, must be whether he has not t^en made good. It makes no difference how. As 
for his time and labor, no one would have the effirontery to ask that he should be paid 
for that twice over. Why should his ingenuity be looked upon in a different light? 
Indeed, these several elements of his claim cannot be distinguished in most cases. It 
would be still more difficult to make such a distinction between the two classes of 
profits where the patented articles are manufactured in one of the two countries and 
sold in the other. In short, there are so many objections to the practice which has 
prevailed that it is a just occasion of surprise that it has ever been adopted, as it seems 
to have been, with little or no discussion. 

There is force, nevertheless, in the suggestion that the applicant has omitted to file 
an account of what he has received abroad, because he relied upon the practice of the 
Office. If there were no other objection to his claim, this would be a sound reason for 
dispensing with such an account. If I were even satisfied that in point of fact he had 
never been adequately remunerated, I might hesitate in coming to the conclusion that 
his petition should be denied ; and if constrained to deny it, it would be with deep 
regret. But it is not pretended that he has not reaped an ample harvest. There is 
abundant reason, all that the circumstances can furnish, to believe that he has derived 
from his invention a pecuniary reward, such as should satisfy any reasonable ambition. 
Although this is not a matter of record, it is one of those things which cannot be kept 
out of si^ht, and it would be mere affectation to profess ignorance respecting it. There 
is, therefore, no well-founded cause for doubt as to the determination of this question. 

The prayer of the applicant's petition is denied, and the patent 'is not extended. 



Christian Shunk. 

Extension, 

February 12. 

In the matter of the application of Christian Shunk for the extension of the patent for 
Refintng Iron, granted to him 12th February, 1856, and reissued the last time 14th 
July, 1868. 
Hodges, Acting Commissioner: 

No trace of the most important inveutlon embraced in the reissued patent under con- 
sideration is to be found in any part of the application upon which the original patent 
was obtained. This at first sight seems to be fatal to the application. It was held at 
one time, it is true, in accordance with the ruling of Judge Dunlop upon the appeal of 
Jeptha Dyson in 1860, that evidence outside of the application might be received to 
show that the devices sought to be interpolated in an amended grant constituted a 
part of the original invention. On this ground it is presumed that the reissued patent 
was allowed to issue. But it has now become as well settled as it can be, without an 
explicit adjudication of the Supreme Court of the United States to that effect, that such 
a patent is void, if it monopolizes anything not shown in the original sposification, 
drawings, or model. 
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It appears, however, that the patentee had filed another application before the one 
on which he obtained his patent, and that in it the new devices now claimed were de- 
scribed and shown. It was withdrawn for the purpose of filing the second applica- 
tion on the same day. In Oodfirey vs. Eame$f 1 Wall., 317, it was held that, under saeh 
circnmstances, the two applications might be taken as connected, for the purpose of re- 
butting the presumption of abandonment arising from sales made more than two 
years before the second was filed, but less than that period before the first. The effect 
was to materially modify a statutory enactment. There seems to be no good reason 
why the same thing should not be allowed to qualify the application of the rule of law 
which has been mentioned above, while the object and spirit of the rule are still ad- 
hered to. The earlier application is as surely within the custody of the Ofilce, and 
furnishes a safeguard as certain against the fraudulent introduction of new devices 
into reissues, as the application on which the patent issues. After giving this question 
full consideration, I have come to the conclusion that the objection is not in this in- 
stance a bar to the petition. 

The evidence as to the value and importance of the invention is very meager. There 
is nothing answering to what is required by law, ''A statement in writing, under oath, 
of the ascertained value of the invention." Something is shown of the ^reat decline 
in the price of steel, such as the patentee undertakes to produce. But it is not shown 
that Euch steel can be made by his process. Neither can this be presumed. In order 
to learn how valuable the principle may become which underlies the process, we must 
go outside of the record in this case. When that is done, there is no difficulty in con- 
cluding that it is of immense consequence. But we learn also that to render the prin- 
ciple available cost years of all but unexampled labor and enerf^y, the most indomi- 
taule perseverance, the employment of the highest attainments m science, and enor- 
mous expenditures. Without all this it is manifest from the evidence, beyond contra- 
diction, that the principle could never have been made practically useful. And to 
these means alone we are indebted for one of the greatest improvements which has 
been made in the arts of life. But these means were furnished entirely by others, not 
by the petitioner. He had no part in the labors which led to such a beneficial result. 
He was not even employed by himself in any similar efforts to perfect his invention. 
He was active enongu in obtaining reissues of his patent, emboaying what had been 
discovered by others. And he is said, in a general way, to have been laboring upon 
his invention. But he does not show a single modification to which he was led oy his 
experiments. 

It is proper to inquire, moreover, what the effect will be of extending his patent. It 
will undeniably give him power over every man who employs the processes which 
have been brought into successful operation at so much labor and expense by others. 
Even were the petitioner's merits more undeniable and striking than they are, I should 
hesitate long before accordiog to him such a control over some of the most important 
industrial interests of the country. It would deserve serious consideration whether 
he ought not to be left to that comj^ensation for what he has done which his country 
has stipulated to give him, and which he has already enjoyed in the exclusive privi- 
lege secured by his patent. It may not have resulted in auy great gains. His country 
never stipulated that it should. It gave him all it ever promised — the opportunity to 
reap his reward through his patent. He has no right to anything more. It is true it 
has also promised a further remuneration to those who show especial merits, and who 
have failed to reap a suitable benefit from their patents without fault. But this re- 
ward is of i^ace, not of debt. It is reserved for those, and those only, who are unusu- 
ally deserving. The petitioner shows no claim to be reckoned among that clats. He 
has done nothing which really served to benefit the public. And when we find that 
the applicant can only have his petition allowed at the expense of so heavily burden- 
ing some of the most important manufactures of the country, manufactures which 
have been built up througn the labors of others, that have already been paid for by the 
public, it is clear that it should not be granted. His petition must, therefore, be denied, 
and the patent will not be extended. 



Wright vs. Clay & Ely. 
Interference. 

APPEAL FROM EXAMINEKS-IN-CIUKF. 

February 15. 

In the matter of the interference between the letters-patent of E. S. Wright, und the 
application of E. C. Clay and A. B. Ely, for letters-patent for Impkovkmknt in 
Brskch-u>ading Firb-Arms. ,, , ^, . ^. .. ..;.. 

iJigitized by VJiv_/v./v IV 

FiSHBR, Commissioner : ^ 

Letters-patent were granted to Edward S. Wright, March 24, 1864, which exhibit; 
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Application was made March 5, 1869, by Clay and Ely for the inyention, but as it 
was shown in a prior application, whether claimed there or not, they could obtain uo 

Satent except upon proof of priority. The interfetence was, therefore, properly 
eclared. 

It now appears, if we accept the statements of Clay and Ely, that they made the in- 
vention in 1661, and embodied it in a brass model, but took no steps to patent it, nor, 
indeed, to do anything with it until March, 1869. 

Two excuses are given for this delay. First. It is said that one Preston had made 
the controlling invention, and had applied for a patent; but, on the other hand, the 
Preston patent was not issued for several years afterward, and if this ground of delay 
be tenable, every inventor of an improvement would be at liberty to Withhold his in- 
vention until the prior patent was about to expire, and then to patent it, and thus 
prolong the monopoly. Second. It is said that Ely went into the Army ; but the war 
was finished in 18o5, and yet no application was filed for four years Later, or eight 
years after the alleged invention. 

I cannot distinguish this case from that of Bmvley vs. Manon^ May 1, 1869 ; CarUton 
<J' Merrill vs. Attpoodf May 19, 1869; Erhe vs. Hill, July 21, 1869; Murnll vs. Chenofveth 
4' Wheeler J September 6, 1869; and Momii vs. Houghton 4" Doellbor, September 10, lbC9. 

The decision of the board of examiners-in-chief is reversed. 



J. C. GASTON. Ex parte. 

AP1»KAL FROM KXAMI^'EK8-IN-CHIK^^ 

February 16. 

In the matter of the application of J. C. Gaston for letters patent for Improvemknt in 

Post Office Stamis. 
Fisher, Commissioner : 

There seems to be no novelty in this device, in view of the references, unless it be in 
adjusting the canceling teeth by the use of various layers or thicknesses of paper. 
This is so obvious and crude an expedient that it can hardly be called inventiou. Even 
if it were patentable, it is not new, as it is the every-day custom of printei*s to use 
such layers to adjust the height of type, or of eugravings. 

The decision of the board of exarniners-in-chief is affirmed. 



Bale vs. Field. 
Interference. 

APPEAL FROM EXAMIXERS-IX CHIEF. 

February IG. 

In the matter of the interference between the patent of W. E. Hale and the application 
of B. F. Field for letters-patent for an Improvement in Lining Straw Board. 

Fisher, Commissioner : 

As the question in this case is purely one of fact, I should have been content to have 
followed the decision of the two tribunals who have already passed upon it, if they had 
agreed in their opinions. They have, however, arrived at opposite conclusions, and it 
becomes necessary to examine the case more closely. 

As a rule, inventors who employ model-makers, draughtsmen, or machinists, to assist 
in the embodiment of their ideas, are not to lose their invention because the person 
so employed makes suggestions or alterations, in the course of his work, which are 
merely modifications of, or ancillary to, the main idea. 

Unless, however, this special purpose is in view in the employment of the artisan, no 
presumption arises in favor of an employer as against a workman employed in the 
ordinary course of business. 

The difficulty in the present case seems to have been to determine the precise relation 
in which the parties stood to each other, since the presumptions arising out of that 
relation must exercise an important influence in determining a case in which the testi- 
mony is so nicely balanced. 

The parties were residents of the same town, and were engaged in substantially the 
same busioess. Hale was secretarv of the Rock River Paner Comnanv. and Field* held 
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the same office in the Beloit Straw Board Company, until March, 1868, when the Kock 
River Paper Company took possession of the Beloit Straw Board Company, when he 
was employed by the former at a regular salary. 

Both parties had moreover paid some attention, during the year 1867, to the subject 
of lining straw boards, and had made some sketches and conversed with others on the 
subject. 

In April, 1868, Field commenced to work upon a machine, and after some nnsuccess- 
fnl attempts succeeded in producing one that was practicable. He was not employed 
for the specific purpose of building it. He was not employed by Hale at all ; and, so 
far as appears from the proof, never received a suggestion of any kind from Hale in 
person. The only testimony npon this point comes from the brothers Merrill, and it 
is of the most unsatisfactory character. Merrill, who assumes to have given the 
directions, admits that he talked with both Field and Hale, separately, about the 
machine, that both made suggestions as to its proper constrnction, and he cannot now 
peparato these various suggestions. In fact, the only thing that he appears to remem- 
bar as of his own or Hale^ suggestion is the location of the apparatus npon the dryers. 
It also appears that a mere suggestion was insufficient for the construction of the 
machine, for it was not at the first or second trial that Field succeeded in producing a 
good working machine. 

The substance of the testimony is, therefore, that Field was the only one to make a 
machine at all, and consequently the first to reduce the invention to practice ; that he 
n^ver had direct communication with Hale upon the subject, but had discussed it with 
others before he ever saw Hale. That no sufficient communication of the invention to 
him is proven, and, if anything further be needed to make his claim more complete, 
that an agreement was drawn up by Hale himself for the transfer of Field's patent to 
the Kock River Paper Compauy, which recited that Field was the first inventor. 

It is true that Hale has a patent, but Field filed a caveat before Hale's application, 
which was overlooked, as is not unfrequently the case, in view of the immense number 
of caveats, and the lack of room or means for their convenient display and inspection. 

The decision of the board of examiners-in-chief is affirmed. 



J. J. Urmston. Ex parte. 

APPEAL FKOM EXAM INBR8- IN-CHIEF. 

February 10. 

In the matter of the application of J. J. Urmston for letters-patent for Impkovkmbxi' 
IN Wood Turning Lathes. 

Fisher, Commissioner: 
Applicant presents two claims, which read as follows : 

1. " The combination of a series of knives arranged on a slowly rotating tool stock, as 
set forth, and the centers rotating tbe block against each knife, successively, with great 
velocity, each revolution of the tool stock serving to finish a hub in the manner 
described." 

2. ''The combination of the slotted lever F, sliding stocks D, and tools E, to form a 
device for cutting ofl;' and squaring the ends of the blocks, as set forth." 

The second claim is clearly anticipated by the references. The machine of A. Good- 
year shows sliding stocks and tools to form a device for cutting off and squaring the 
ends of the blocks. These stocks are operated by levers substantially in the same way 
as those of applicant. It is tnie that the levers are not slotted, but they are connected 
with the stocks by links hinged at each end, which are obvious and common equiva- 
lents for the slots.' This claim was therefore properly rejected. 

The machine of applicant is distinguishable from the references given, in the fact 
that whereas, in botn of the latter, knives are made to revolve rapidly against the hub 
so that each tool is frequently brought in contact in the wood ; in the former, tbe tool 
stock revolves so slowly and the wood so rapidly, that each tool, as it comes to the 
wood, completes its work before it passes on to be followed by another. In this way 
tools may be employed, located in the same vertical plane, to make snccedsive incisions 
in the wood of varying depth and configuration. No such mode of operation is possi- 
ble in the prior machines referred to. 

The first claim embodies this constrnction and mode of operation, and although tho 
phraseology is capable of improvement, it may properly be allowed as it stands. 

The decision of the board of ezaminers-in-chief is reversed as to tbe first claim and 
affirmed as to the second. 
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B. E. Hale. Ex parte. 

APPEAL FROM EXAM IN EAS-IN- CHIEF. 

February 18. 

Ill the matter of the application of B. E. Hale for letters-patent for an Improvembnt 

IN Advbrtisixo Wrapper. 
FisiiEH, Commissioner : 

The claim of invention is for " the within-described method or mode of so arranging 
and constructinff different and separate advertisements upon one. large sheet of wrap- 
ping paper, so that when each separate advertisement is cat apart, and from the origi- 
nal sheet, it is adapted to nse as an advertising wrapper." 

To this claim the examiner answers, '' The practice of making up a large ' form ' com- 
posed of separate small ones, either in daplicate or consisting of different matter, such 
as labels, small advertisements, (hat- makers', watch-makers', &.o.,) tickets, ^railroad, 
election, &c.,) bank notes, (the different denominations all printed upon a single sheet,) 
checks, conpons, and namerous other familiar articles, all printed upon lar^ single 
sheets, to be subsequently cut apart and assorted, is so universally practiced m all job 
printing offices that more special reference is deemed unnecessary. All these instances 
involve the very essence of applicant's *claim. The subsequent use of such advertise- 
ments does not affect the method of their production." 

This is a clear and correct statement of the law and the facts applicable to this case. 
I am very clear that no monopoly ought to be granted of the right to print several ad- 
vertisements on the same sheet of paper, or of the right to cut them apart after they 
are so printed. 

The decision of the board of examiners-in-chief is affirmed. 



L. B. Hamilton. Ex parte. 

appeal from EXAMIXERS-IN-CItlEF. 

February 21. 

In the matter of the application of L. B. Hamilton for letters-patent for Improvement 

IN Ornamental Wood Work. 
Fisher, Commissioner : 

The examiners-in-chief are willing to allow the second claim. The controversy is, 
therefore, confined to the first, which is in these words : '* For covering floors and other 
surfaces, assemblages of blocks of various kinds or colors of wood, with the grain or 
fiber thereof disposed substantially as described, when such blocks are united to a 
backing common to all the blocks of each assemblage or group, for the purpose 
specified." 

The examiners-in-cbief say, '^ To construct a floor of blocks with the end of the grain 
up has been so folly anticipated in pavements and the like, that it cannot possibly be 
regarded as novel. Nor does it require any invention to use blocks of different colors 
and materials for the sake of ornamentation." 

This is a correct statement of the principles applicable to this case, and it is not 
affected by the fact that the blocks are attached in groups or sections to a common 
backing. The blocks for street pavements are attached to a common backing. To 
attach them in the same way in small groups before they are laid does not involve 
invention. 

The decision of the board of examiners- in-chief is affirmed. 



ISEAEL C. Mayo. Ex parte. 

MOTIOX. 

February 23. 

In the matter of the application of Israel C. Mayo for letters-patent for a design for a 

Transparent Shield. 
Fisher, Commissioner : 

The applicant makes application for a patent for a design. He pays ten dollars into 
the Treasury, and adds to his petition the following proviso : ** Should the Commis- 
sioner be willing to allow a patent on this application, the undersigned wishes to pay 
into the Treasury the further sum of twenty dollars, and have such patent granted for 
fourteen years, instead of three and a half years." 
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Section 11 of the act of March 2, 1861, provides that apoQ application for a patent 
for a design, ** the Commissioner, on due proceedings had, may grant a patent therefor, 
as in the case now of application for a patent, for the term of three and one-half years, 
or for the term of seven years, or for the term of fourteen years, as the said applicant 
maif elect in hi9 application; provided, that the fee to be paid in such application shall be 
for the term of three years and six months, ten dollars ; for seven years, fifteen dollars ; 
and for fourteen years, thirty dollars.'^ 

This language contemplates an election to be made by the applicant, at the time 
of his application, of the term for which he desires his patent to issue, and the pay- 
ment of a fee corresponding to that election. It does not contemplate the contingency 
of an application for one term and the payment of one fee, and a sabsequent election, 
at the time of issue, of another term and the payment of another fee. The words are 
" elect in his application." The choice is to be made there, and not elsewhere or other- 
wise, and being made, must be final. 

I can see that the practice proposed might be desirable, and might result in the 
granting of design patents for a longer period, and the receipt of a larger revenue ; 
but I have no power to alter the plain language of the statute, or to extend the time of 
election beyond the time of making the application, for any purpose. 

In the present case the applicant has paid a fee of ten dollars. His patent, If granted , 
can issue only for three and a half years. 



Stuart & Bridge. Ex parte, 

MOTION. 

February 23. 

In the matter of the application of David Stuart and Lewis Bridge for letters-patent 
for a design for a Cooking Stovb. 

Fisher, Commissioner : 

The applicants, on November 3, 1868, patented the arrangement of ovens and floe in 
a cook stove having a peculiar external conformation. On February 5, 1870, they filed 
an application for a design substantiaUy identical with that shown in their patent 
of 1868. 

Upon this state of facts the examiner asks : 1. Should the application be rejected on 
the patent T 2. If so. can the patentees reissue in two divisions, one of which shall be 
for tne design T 3. Ir so, what fees are required T 

Section 11 of the act of March 2, 1861, provides that the new design, &c., shall not 
be ** known or used by others before his, her, or their invention or production thereof, 
and prior to the time of his, her, or their application for a patent therefor,'' &o» 

It will be observed that no provision is made for use or sale of the invention prior 
to the application, as in the case of other inventions ; and the reason of the distinction 
is foand in the tact that as designs relate to form and shape only, no time is required 
for experiment before the application. At all events, the language of the statute is 
plain. The design must not have been known or used by others prior to the appli- 
cation of the inventor. It is obvious that if the design be described in a prior patent, 
granted either to himself or others, it is known to others within the meaning of the 
&w. The present application must therefore be rejected upon the former patent. 

The second question is, whether the original patent can be surrendered and reissued 
in two divisions, one of which shall be for the design. 

Patents for designs may be granted for three and one-half, seven, and fourteen years, 
at the election of the applicant, made at the time of application. Patents for other 
inventions are granted for seventeen years. 

llie patent granted tio applicants in November, 1868, was of the latter kind, and was 
granted for seventeen years. 

It is provided by section 13 of the act of 1836 that upon applications for reissue " it 
shall be lawful for the Commissioner, &c., to cause a new patent to be issued to the 
said inventor for the same invention, for the residue of the period, then unexpired, for 
which the original patent was granted.'' 

This language is explicit, and it is obvious that under this section any reissue of this 
patent, or any division of such reissue, mnst be gran tad ** for the residue of the period 
then unexpired for which the original patent was granted ; " that is, for the residue 
of seventeen years. But no patent for a design can be granted for seventeen years, or 
for the residue of an unexpired period of seventeen years; and this fact seems decisive 
of the question. 

The result is that an invention of a design, if shown in a patent for a mechanical 
invention, is lost, and cannot be included in a subsequent application and patent for a 
design. 
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I^ATHAN Mabtz. Ux parte. 

Extension. 

February 25. 

lu the matter of the application of Nathan Martz for the extension of letters-patent 
for Improvement in Hokse-Rakes, jipranted February 26, 1856. 

Fisher, Commissioner: 

Applicant, in 1856, obtained a modest patent with the following claim : ** The com- 
bination of the coiled spring S, axle B, rock-shaft £, and rake-teeth T, when arranged 
in the manner and for the purpose herein described/' 

The device thus claimed was of no special value, but the patent seemed to possess 
clastic properties, which led to its purcuase and reissue by an assignee. The reissue 
contained seven claims, the original claim bein^ substantially reproduced as the fifth. 
Except this claim, which the witnesses for the applicant now declare to be '' unim- 
portant,'' the remaining claims seem to refer to new '' arrangements" of the parts of a 
horse-rake, the parts themselves being old. 

Thus, the first claim is for ** the combination in a two-wheeled wire-tooth horse-rake 
for a rock-shaft to support the rake-teeth located between the wheels and within their 
periphery, with a foot-lever and a hand-lever to raise and lower the teeth, and a seat 
to support the driver while operating the levers." 

Now, " two-wheeled wire-tooth horse-rakes " were old ; ** rock-shafts to support the 
rake-teeth " were old ; a rock-shaft " located between the wheels and within their 
periphery" was old; and "foot-levers," *•' hand-levers," and "drivers' seats" were also 
old. Not only so, but nearly all of these parts have been previously used upon the 
same rake ; but, because when the hand and foot-lever and seat were used the rock- 
shaft was without the periphery, or when the rock-shaft was within the periphery the 
hand-lever or the foot-lever or the seat was missing, applicant or his assignee claims 
a patent for assembling them all together — not to perform any new function, not to 
act as coefficients to each other, but simply to add to the value of the machine by their 
accumulation. 

The remaining claims are of similar import. 

It is as if a new improvement in harvesters having been made by A, which is, like a 
driver's seat, of general application, B proceeds at once to patent its use on one- wheeled 
harvesters, C on two-wheeled harvesters, D on mowers, E on heading-machines, F on 
machines with automatic rakes, G on machines with binders, and so on. In this way 
as many combinations could be made as there are types of machine, and the unfor- 
tunate inventor of the device could not apply it to any use even the most obvious, 
without infringing a junior patent. 

These " arrangement " patents have deluged the agricultural class, and they have in 
many instances proved to be nuisances of the most intolerable kind. If they can be 
said to involve invention at all it is of the lowest order, and it is due to the inventors 
to say that, as a rule, claims of this character are not found in original patents, but 
appear for the first time in reissues issued in the names of assignees who have discov- 
ered that they, and not the patentee, knew best what the latter had reidly invented, 
and originally intended to patent. 

In view of the character of these claims, and of the state of the art, I no not think 
this invention to be of sufficient value and importance to warrant the further exten- 
sion of the reissues. 

The extension is refused. 



Browne vs. Ludlow. 
Interference. 
appeal from examiners-in-chief. 
March 3. 

In the matter of the interference between the application of W. 1). Ludlow for letters 
patent for an Improvement in Lamp Burners, and the patent of A. W. Browne for 
the same invention. 

Fisher, Comtoissioner: ^ , 

The invention consists of a lamp burner constructed withan external'w'icf tube, an 
internal air tube and wick raisers, so that a fiat wick passes in a folded condition 
through the wick tube and wick raisers, and is then spread into a round form, thus 
making an Argand flame. 
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Ladlow inyented it in October, 186S. Browne, in 1867, made a burner with a folded 
flat wick, which, as it was elevated, was spread into the form of a horseshoe. He sab- 
seqnently made one in which two separate wicks were used, which passed into the 
lamp in a flat form, but were expanded above into a circular form. This latter burner, 
which was called the '^Daylight," was patented to him February 25, 1868. 

The defect in the first burner was that the flame did not form a perfect circle. The 
defect in the latter form was that, as the wicks could be moved inuependently by the 
wick-raisers, one would slip past the other, so that, in the language of one of the wit- 
nesses, '' sometimes one wick would run up half an inch higher than the other." 

Ludlow was manufacturing the ^* Daylignt " burner, and this led to his invention in 
October, 1868, as stated, of the burner with the folded wick, flat below and circular 
above. Subsequently, in March, 1869, Browne set himself to solve the same problem. 

He says, ^* I then set about to make a burner on my original plan which would remedy 
all the difficulties and be superior to the 'Daylight' burner. I finally produced a 
burner the same as the model in the said patent of June 15, 1869." But Ludlow had 
produced this burner before, and no further testimony than that of Browne himself is 
needed to prove that it was not the same burner as that which the latter had made in 
1867. All that he did at that time was but an experiment. No invention was '* pro- 
duced" until March, 1869, nearly six mouths after Ludlow had made the burner in 
controversy. 

As between two independent inventors, he who first perfects the invention is entitled 
to the patent, and it cannot avail the other to go back to crude experiments falling 
short of the complete invention, especially when such experiments resulted at the time 
in the adoption of another device, and in throwing aside a form more nearly approach- 
ing the one in controversy. (See Cole vs. Loud, Comissioner's Decisions for 1870, p. 6.) 

The decision of the board of examiners-in-chief is affirmed. 



Owen Dorset. 
Uxtensian. 
March 4. 

In the matter of the application of Owen Dorsey for the extension of letters-patent for 
a Harvester Kake granted to him 4th March, 1856, re-issued 23d October, 1860, and 
again 9th June, 1868. 

Hodges, Acting Commissioner : 

When the applicant achieved his improvement, it had been a great desideratum for 
years to produce such an instrument as would automatically separate each successive 
gavel from the remaining grain, and would sweep it off the platform in rear of the team, 
so as to be out of their way when they came round again. Of all the devices which 
had been brought forward for the purpose none had proved at all satisfactory. Others 
had BO far anticipated Dorsey as to attach the rake, or something answering to it, to a 
horizontal arm, one end of which was inflexibly secured to a verticfd revolving post 
and admitted of no motion upon it, save a rotary one on the axis of the arm. The fea- 
ture by which the applicant's machine is radically distinguished flrom everyone known 
before is that the arm is so pivoted to the post that it may be raised or lowered upon 
the pivot as occasion requires. This enables those who construct it to give the rake a 
movement in such a path as accoi;nplishes the objects in view to far better advantage 
than ever before. And this feature constitutes the fundamental principle of numerous 
improvements which have been made upon the original structure, until, taken together, 
they have superseded all other implements of the Jkind. 

It will be established beyond all contradiction, as we proceed, that this feature had 
never before been employed in machines of this class. It demonstrates, therefore, the 
novelty of the machine as a whole without adverting to any other part of it. It was 
accordingly set forth in especial terms in the original patent. The description of it in 
the last-amended specification is more obscure. It is even made an objection to the 
present suit that it is not so portrayed as to distinguish the apparatus from what had 
been known before. The drawings, however, place the identity of what is shown with 
the thing invented beyond a doubt. The following passages also make this clear : " The 
relative arrangement of these several parts to each other is such that as the shaft I is 
revolved the arm oo follows the cam- way//, and causes the rake-head a to strike into 
the standing grain in front of the cutter," &o. ** The cam-way //causes the arm to 
carry down the rake as it approaches the front of the cutter," &c. Now, the ann could 
not "follow the cam- way," nor "carry down the rake," nor "cause the rake-bead to 
strike into the standing grain in front of the cutter/' unless it were capable of rising 

2PD 
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and falling, as no other siioh arm was e^er constructed to operate. Ooustniing the 
specifioatiou with these passages included, aud with refereooe to the drawings, by the 
rule followed in Davoll vs. Brown, 1 W. and M., 53, and kindred cases, there can be no 
reason for denying that it embraces the feature under discussion. It shonld be remem- 
bered that the question is not now before the Office how the specification should be 
drawn. In that case, it might properly l>e required that all ambiguity and obscurity 
should be eliminated from it. But a court of law is far more liberal and indulgent; it 
will put such an interpretation upon the patent as will best uphold its validity. Other- 
wise a meritorious party might be dett^ated and mined on account of a mere technical 
oversight. There is more reason for exercising r.he same indulgence upon such an 
application as this, where the other requisites for obtaining it are satisfactorily made 
out ; for the entire loss of the patent might be the result of practicing greater strict- 
ness—not the mere loss of a salt, leaving the patent to be afterward amended. 

It is yet more strenuously urged that the terms in which the invention is defined are 
snch as to bring it clearly in conflict with preexisting machines. This objection derives 
much of it's force from a misapprehension of the proper office of what are usually called 
'Mhe claims'' in a patent. It is quite commonly supposed that they constitute, as it 
were, an instrument by itself, distinct from the descriptive part, and are to be construed 
irrespective of the rest, unless express reference is made to it ; that one iK)rtion is in- 
tended to make known how the invention is to be practiced, the other by itself to define 
and limit the monopoly. It has been even held that the patent law expressly requires 
a distinct section for that purpose in the grant. Such is not the import of the statute. 
The clause in it which is relied on is nothing more than an embodiment of the rule of 
the English courts, requiring that the patentee should point out in his specification 
what is new, and distinguish it from what is old. But the statute prescribes no mode 
of doing this. It is not unusual for British patents to dispense with any snch section. 
It would clearly be sufficient in this country, if each new device is declared to be such 
in the text where it is described. It is more convenient to do this, no doubt, in one 
passage at the end. But in so doing the object is merely to designate those, among the 
things which have been described, which the inventor claims were originated by him ; 
not to formally describe them anew or define them otherwise than sufficiently to indi- 
cate which among the articles described are novelties. Accordingly, in Kay vs. Mar- 
shallf 2 W. P. C, a strong intimation was given that nothing should be embraced in a 
claim which had not been previously set forth. And the cases are numerous in which 
the claiming passages have been interpreted and controlled by the descriptive portion 
of the specification, even when not referred to. ( Wyeth vs. StonCf 1 Stor., S?73 ; Stone vs. 
Sprague, t&., 270; Ryan vs. Goodwin^ 3 Samn., 514; Davoll vs. Brown^ 1 NV. and M., 53; 
Whitney vs. Emmett, Baldw., 303, 315 ; Ames vs. Howard, 1 Sumn., 482.) 

The machine principally relied on as an answer to the first claim is the English one 
of Huderbay. It has an arm carried around, like Dorsey's, by a revolving pillar. But 
the arm is incapable of any vertical motion ; it oscillates slightly on its own axis, and 
thus permits the lower edge of that which answers to the rake to be raised up by swinging 
on the arm. Dorsey's claim requires the arm to be attached to the post by a pivot^ 
connection ; and this term cannot be regarded as applicable to the connection in 
Huderhay's which permits no motion to the arm, but upon its own axis. This con- 
struction, moreover, renders it impossible for Huderhay's device to operate as a rake. 
The only function it was ever intended to perform, or is capable of performing, is that 
of a cradle. And this defect prevents Huderhay's machine from constituting any ob- 
jection to either of the claims made in this patent. 

Goble and Stewart's, which is also cited as to the first claim, has a rake attached to 
the shaft on which it revolves by a sliding connection, not a pivotal one. And it is 
utterly incapable of being made to operate as a gathering rake, which Dorse^ 's speclfi- 
•cation requires. 

Neither can the grain be gathered by A. J. Cook's machine, or either of A. Whiteley's. 
And the rake is not attached to the shaft on which it revolves by a pivotal connection 
in either of them. It is true that the first claim in the patent appears to qualify the 
requirement that the construction should be such as to allow the rake to gather the 
grain by Inserting as an alternative ''or to discharge" it. This may be understood to 
intend such a rake as will do both, either gather or discharge. It may be said to mean 
more properly one that will perform only one office or the other, and not both. Yet 
when we look into the specification we find no such rake described. None but a rake 
that will perform both functions is alluded to, and the claim must accordingly be in- 
terpreted to mean snch an one. Neither can it be justly obiected that anything like 
a monopoly of these functions is attempted. The mention of them is merely introduced 
to limit and define with greater certainty the nature of the pivotal connection, and 
the continuously revolving character of the rake, by which it was already distinguished 
from all others, with perhaps sufficient exactness. When the descriptive part of the 
patent is examined there can be no doubt as to what is contemplated by the devices 
thus cautiously defined. 
In considering the second claim it is to be observed that Huderhay's machine not 
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only has no rako, but does not contain the vibrating en tier, which is one element of 
the combination specified. It is an essential element, for the rake could not perform 
its function of gathering with good e£fect iu connection with a rotating cutter. It is 
not pretended that any other machine cited as anticipating this claim had a continu- 
ously revolving rake, or one that performed the function of gathering the grain. 

So also none of the machines referred to as answering the third claim had a gather- 
ing rake, much less a rake " which entered the uncut grain in front of the cutters." 
Neither can these elements be found in combination with beaters, such as are defined, 
and the capacity of discharging the grain in the arc of a circle. 

No mrohme whatever, except Huderha.v's, is alleged to have a continually revolving 
rake embr^iced in a combination like either of these designate in the fourth and fifth 
claims. And Huderhay's has no rake at all. 

The combination between the continually revolving rake and vibrating cutter, such 
as is embodied in the sixth claim, has already been vindicated as a legitimate one. 
The language of the claim, considered independently of the descriptive part of the 
specification, applies exactly to Fitzhugh's machine, except in one particular, the rake 
does not gather. If the language is to be so consideretl and interpreted, as sotting up 
a monopoly of all machines to which it is applicable, Fitzhugh's, or any other, which 
could be made to gather the grain by any mechanism whatever, the validity of the 
claim might justly be questioned. In accordance with the principles enunciated in a 
previous paragraph, a dififerent construction should be put upon the passage. It must 
be understood as designating as new one of the things described iu the body of the 
specification. The patent must be held to monopolize, by virtue of this clause, only 
those rakes which, besides resembling the inventor's in the other particulars enumer- 
ated, perform the function of gathering the grain by mechanism operating upon the 
same mechanical principles. 

The combination set forth in the seventh claim is not supposed to have been antici- 
pated except by the patents of Hnderhay, of A. J. Cook, and of Goble and Stewart. In 
none of these does the rake gather, and neither has a pulley on the rake-arm, though 
Cook has one on the rake-head. This comes near to being an equivalent ; and the 
employment of a pulley to perform no more than its ordinary functions is not usdially 
considered as meriting the name of an invention. The soundness of the claim is never- 
theless established upon the same reasoning as the sixth. 

These considerations have led to a clear conviction in favor of the novelty of the 
inventions specified. If any donbt remained in my mind respecting it, however, I 
should be reluctant to deny the applicant on this ground alone, if he shows himself 
otherwise entitled to it. If such a conclusion should prove to have been erroneous, the 
injury would be irreparable. But if it should turn out that he ought to have been 
denied for want of novelty, the mistake is open to correction by the tribunals of law. 

The remaining branches of the case require less discussion. In considering the 
utility of the invention, and its value and importance to the public, it is essential to 
ascertain wherein its peculiar merit consists. As to this there can be no good ground 
for hesitation. It lies in attaching the rake-arm by a pivot to a shaft, around which it 
revolves, and may be made at the same time to rise and fall upon the pivot. By this 
construction the rake may be guided in the direction desired. These are the essential 
features of the invention, and are equally so whether the arms are diametrical or 
merely radial. After trying the latter, Dorsey adopted the former, because he found 
he could use the limb opposite the rake as means for guiding it. But the combination 
of the revolving movement of the arras, and their swinging movement upon their piv- 
ots, which alone gave him the power to direct the path of the rake at will, was com- 
mon to both forms, and constitutes the merit of the contrivance. Whether the devices 
for determining the precise path to be pursued are those to which Dorsey resorted, or 
some others, must be regarded as altogether a secondary consideration. The vast ex- 
tent to which the different modifications of machines embodying these fnndament<al 
principles of Dorsey's have gone into use, and the exclusive possession thev have taken 
of the market, leave no room for hesitation on the point before us. The invention 
must be classed among the leading ones of the country and of the age. 

For the boon he has thereby besto\>'ed upon the country the patentee deserves an 
ample — an abundant remuneration. He is one of those favored few whom his fellow- 
citizens love to honor with such a liberal competence as shall encourage others to 
follow in his path. This has not been the result in his case. As his patent is about to 
expire, and the revenues it furnished arc now to cease, he presents himself in a condi- 
tion but little above impoverishment. He is not sus]M'cted of heedlessness, extrava- 
gance, or wastefulness. There has been no want of diligi^nce in introducing his inven- 
tion into general use. Hardly any degree of activity, energy, and perseverance could 
have brought it into more extensive employment than it has attained. The explana- 
tion of his ill success is not far to seek. A critical spirit may find some foo<l for cavil 
in the accounts he gives of the history of his labors, and of his expenditures and re- 
ceii)ts. But if tliey are read in a fair and candid temper, together with the corrobora- 
ting testimony, they cannot but produce the conviction that it is no fault of his that 
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he has failed in obtaininn^ a reasonable compensation for the time, ingenuity, and ex- 
pense bestowed npon his improvement, and its introduction into practice. 

The remonstrants have urged, with no little ardor, a somewhat novel plea against 
the application. It appears that some years since the patentee sold his interest in the 
extension for a consideration which was quite inadequate. He did this under pressing 
circumstances, and directly afterward, on appreciating the inadequacy of his compen- 
sation, expressed his dissatisfaction in strong terms. The right passed through vari- 
ous hands ; and when the time approached for instituting this proceeding, those who 
owned it may have become sensible that it was expedient to take some measures to 
secure his hearty cooperation. Whether they acted from this or more generous motives 
is wholly immaterial. They re-formed the contract, and so divided the right under 
the extended patent, and jprovided such further remuneration for the patentee as 
seems not only to have satisfied him, but to leave no good ground in itself for object 
tion. As for the suspicion that there is anything concealed or withheld from general 
knowledge in the transaction, there is not the slightest ground for it in the evidence. 
It also appears, however, that the instrument in which the arrangement was finally 
embodied was placed in Mr. Dorsey's hands while on his way to give his deposition to 
be used in this case. This instrument, it is shown on the other hand, was an exact 
counterpart of one which had been executed and delivered to Dorsey some time before. 
The one last mentioned was signed also by an agent of the other parties ; and at Dor- 
sey's request the other was prepared and signed by the parties themselves, and substi- 
tuted in its place. The incident is unimportant, and it may seem singular that it 
should have been noticed. It would not have received the least mention had not ex- 
traordinary stress been laid upon it. I am venr willing to avow, anywhere, that it 
does not, in my view, afford the slightest ground for refusing the prayer of the petition. 

It is accordingly granted, and the patent will be extendi for the usual term. 



John L. Mason. Ex parte. 

MOTION. 

March 8. 

In the matter of the application of John L. Mason for letters-patent for Improvement 

IN Fruit Jars. 
Fisher, Commissioner : 

The examiner in charge of this case submits the following statement and interroga- 
tories: 

Sir: a brief history of this case is as follows: The application of Mason was filed 
January 15, 1868, and put into interference January 25, 1868, with the application of 
S. B. Rowley, filed November 26, 1H67, and passed for issue January 20, 1868. Before 
the hearing, the case was transferred to another examiner, who decided August 19, 
1866, that ** Rowley's patent [application] should have issued, and Mason's applica- 
tion been rejected, upon the patents to T. G. Otterson, November 4, 1862, and C. G. 
Imlay, May 23, 1865 ;'' and, in a letter dated November 6, 1868, dissolved the interfer- 
ence, at the same time passed Rowley's case for issue, and rejected Mason's application, 
adding to the former references the patents to N. S. Gilbert, January 29 and December 
17, 1861; affirmed this decision November 11, 1868, adding, December 10, 1868, the 
patent to Gillinger and Bennett, dated August 8, 1865, and December 22, 1868; finally 
rejected Mason's application upon the references. 

On January 20, 1869, the issue of Rowley's patent having been suspended, and the 
interference reinstated by order of the Commissioner, the examiners-in-chief pro- 
ceeded to judgment in the case, and, upon the record, decided, that ^' all that Mason 
has done is to exercise his skill in making the device more practicable and certain, by 
substituting Gillinger and Bennett's screw ring for Gilbert's yoke. It then forms a new 
combination, it is true; but it involves no new mode of operation^ no new principle 
of action, such as Judge Curtis pronounced essential to its patentability in Forbush vs. 
Cook, 2 Fisher, 668. There cannot be a doubt but that the primary examiner was jus- 
tified in deciding that M:iHon's supposed invention had been anticipated, and in r^ect- 
ing his application," « « « <* the interference should have been dissolved, and the 
opinion of the primary examiner to that effect is approved." 

The Commissioner, Febroarjr 17, 1869, after reciting the elements of Mason's claim, 
concluded that "the combination * • * seems to be new," reversed the decision 
of the examiners-in-chief, and suggested a form of claim, which was adopted by Mason's 
amendment, filed February 19, 1869, as follows: '^I claim the combination, 1st, of the 
shoulder &, to receive a gasket outside and a little below the top of the jar ; 2d, of the 
cover B, wit'i its rim d extending down outside of the top, and ^r^ssing upon the gas- 
ket c; and 3d, of the screw ring C, with its screw*>thread operating upon those oi the 
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The jnstice of the supreme court District of Colunnbla, in his decision of May 1, 1869: 
says: "The question of fact is, whether Mason or Rowley was really the inventor of 
the device in wntroversy,^ • # * « j ^^y^ oomib to the condnsion • * * that 
Mason invented the device claimed in this case [interference] in the vear 1859/' • • * 
** He has certainly been guilty of laches in so long sleeping upon his invention, and I 
can account for his neglect in no other way than upon the ground that he has aban- 
doned it," « • * « jpor these reasons the decision of the Commissioner of Patents 
is reversed, and it is ordered that a patent be issued to S. B. Rowley,^ (ft« invention in 
controversy," 

A patent was issued to Rowley, dated December 14, 1869, and the application of Ma- 
son rejected |>ro/orma, in accordance with this decision. 

A motion is now made by Mason for a rehearing of his case upon its merits, and the 
issue of a patent to him prayed for, upon the claim suggested by the Commissioner in 
his decision. 

The question of invention aod patentability of said combination of devices has been 
adjudicated upon, as follows: 

The declaration of interference by one primary examiner implies a similarity, if not 
identity, of devices and patentability. The decisions of another primary examiner, 
dated respectively August 19, 1868, November 6, 1868, November 11, 1868, December 
10, 1868, and December 22, 1868, all refuse a patent to applicant, for want of patent- 
ability in view of the state of the art. * The examinem-in-chief refused a patent for the 
same reasons. The Commissioner declared the combination of Mason to be patentable, 
and awarded him priority of invention, ior the reason that he " made the invenMon in 
1859, and consequently before the invention by Rowley, in 1866, of the same mmMim- 
lion." The court, in reviewing the decision of the Commissioner, says : " Mason'per- 
fected his invention in 1859, but failed to file his application nntil January, 1868." 
* • * "In the mean time, to wit, during the year 1866, Rowley • * * perfects 
the identical device which Mason had perfected seven years previously,^ and awarded 
the right to a patent for "the device in controversy'* to Rowley. 

It will thus be seen that the patentability of the combination of devices claimed by 
Mason has been considered and passed upon by every tribunal before which the case 
has been carried, and the right to a patent therefore awarded by the highest appellate 
tribunal to Rowley. 

In view of this state of facts, it is respectfully submitted for your decision : 

1st. Whether or not the patentability of the device of applicant is open for reoon- 
eideration by the primary examiner, in view of the abjudication already had thereon 
by higher tribunals ; and, 

2d. Whether or not the identity of said combination 6f devices and that patented to 
Rowley, December 14, 1869, has not been settled by the decisions of the Commissioner 
and of the supreme court. 

H. T. MUNSON, Examiner. 

After eareful consideration of the foregoing statement, I answer the questions with 
which it concludes, as follows: 

1. It is now a rule of the office of long standing, founded upon adjudication, that "A 
case deliberately decided by one Commissioner will not be disturbed by his successor.'' 
See Rule 47, Edit. November, 1869: Larowe, ex parte, 1860; Dnnlop, J.; Simpson, ev 
parte, 1861, ibid.^ 

My predecessor, after argument and careful examination, decided that applicant's 
device was patentable, and even suggested the very claim which is now presented for 
allowance. This question is, therefore, no longer oi>en for reconsideration. 

2. I cannot say that the identity of the comnination claimed by applicant and that 
patented to Rowley has been settled by. the decisions heretofore made. It does not 
appear that the question of the identity of those devices was seriously considered. It 
eeems to have been assumed that the devices were the same; that the interference was 
properlv declared ; and that the oulv question presented for decision was that of pri- 
ority of invention. At all events, this question was so far settled that I should hesitate 
to reexamine it at this stage of the proceedings. I think that a proper rule of comity 
requires, that it be referred to the appellate Judge who passed upon the interference in 
its final stage ; as any other course might seem like an attempt on the part of the Com- 
missioner to avoid the e£fect of his decision. 

I therefore recommend the primary examiner to reject this application pro forma, 
that the applicant may, in due course, take the Judgment of the appellate judge upon 
the question of identity. 



Digitized by VjOOQ IC 



22 DECISIONS OF COMMISSIONER OP PATENTS FOR 1870. 

Isaac A. Sheppard. Ex parte. 

MOTION. 

March 8. 

In the matter of the application of Inaac A. Sheppard for letters-patent for a design 

for a Stovk Ornament. 
FiSHEK, Commissioner : 

This Ccose is referred to me by the primary examiner upon the following statement : 

'*In this application for patent for design of Isaac A. Sheppard, filed February 24, 
1870, are found two claims ; one for the central figure, ( which constitutes the eist of the 
case,) when cast on and forming a part of a stove plate, and the other for the central 
figure and surrounding ornaments. 

*^ In dealing with this case, the examiner finds that it has not been the usual prac- 
tice of the office to allow more than one claim in an application for a patent for a de- 
sign. The reasons generally given to sustain this course of action are that a design is 
a complete and individual device or ornament, and as such must be exact and perfect 
in every form, line, or configuration, the slightest deviation from what is represented 
operating to make a new design. 

^*The law evidently makes no such inflexible rule of official practice. In the Bar- 
tholomew case. Commissioners Decisions, 1869, p. Ill, it is observed that a certain rea- 
sonable and proper latitude is given in judging what does and what does not breathe 
the spirit of the invention in any given case, and that mere colorable variation is to 
receive no more countenance or favor in an application for a patent for a design than it 
would in an application for a mechanical device. 

'*But while the examiner is impressed with these views, he is unwilling in his first 
decisions, in applications of the present character, to overrule, so far as falls within his 
jurisdiction, the generally settled custom and rule of the office in the above particular. 
He desires, therefore, to refer the whole matter to the personal consideration of the 
Commissioner, as a question of office practice for his decision or direction. 

"L. DEANE, Examiner.'' 

I agree with the examiner that there is no provision in, or fair construction of, the 
act relating to letters-patent for designs, w^hich forbids the union of two or more 
claims or clauses of claim in a single patent. I am at a loss to know upon what 
ground such a construction can be asserted or maintained. If the design contains 
features which are new, singly and in combination, no reason is known to me why 
they may not be so claimed. 

But the practice of the office has not been so uniformly adverse to the granting of 
double claims as seems to have been supposed. On the contrary, letters-patent for de- 
signs containing more than one claim were granted in the years 1855, 1857, 1858, 1859, 
iSbOf and 1862, and doubtless in the succeeding years, if time had permitted a further 
examination. Among these, special reference is made to the patent granted to Apollos 
Richmond, in 1859, which contains one claim for the configuration of a stove plate, and 
another for the ornament upon the same plat>e ; and to the patent granted to Isaac B. 
Woodruff, in 1862, for a design for a clock case, which contains one claim for the con- 
figuration of the whole case, and another for a gilt frame forming a subordinate part of 
the same whole. 

These cases fully Justify the claims presented in the present application, which may, 
therefore, be allowed, both upon reason and precedent. 



W. H. WILKINSON. Ex parte. 

APPEix from examineks-in-chief. 

March 8. 

In the matter of the application of W. H. Wilkinson for letters-patent for Impkove- 

MENT IN Type Casks. 

Fisher, Commissioner : 

This application was rejected by the examiner, because, in his opinion, the device 
w^as *' essentially deficient in patentable invention.'^ Thereupon, the applicant demanded 
a reference or a patent. The examiner gave no reference and refused a patent. Appli- 
cant reiterates his demand for a reference under Rule 37, |^n^^|^€^l^^|}ha Commis- 
sioner in person under rule 45. o 

He has mistaken both his rights and his remedy. 

Bule 37 provides, that ^'upon the rejection of an application for want of novelty the 
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applicant will be fiirnisbed with a specific reference,'' &c. The present application it 
not rejected " for want of novelty/* but for want of** patentable invention/' This ob- 
jection may concede that the thin^ is new, but deny that invention was involved in its 
production. No reference is required either by rule or by law to establish this i^round 
of rejection. 

But, if it were so, the remedy is by appeal to th^ board of examiners-in-chief, and 
not to the Commissioner in person. This is not a decision upon an intermediate ques- 
tion, nor is it a refusal to act. The examiner's decision goes to the merits of the appli- 
cation and is adverse to the applicant. If the examiner nves a general reference, and 
the applicant is entitled to a specific reference and demands it. the remedy is by appeal 
to the board, who would then hold the general reference to be no reference, or an in- 
sufficient one, and reverse the decision of the examiner in rejecting the applioation. 
The case does not differ in principle from one in which a specific reference is given 
which the applicant claims to be insufficient to form the basis of a judgment of rejec- 
tion. 

The appeal is dismissed. 



N. J. SiMONDS. Ux parte. 

APPEAL PROM EXA.MINERS-IN-CHIEP. 

March 14. 
In the matter of the application of N. J. Simonds for letters-patent for a Cutting Press. 
Fisher, Commissioner : 

Applicant claims **prodncinf^ in cutting presses a successive change in the point of 
contact of the cutting block with the cutting die." 

This claim is for a result or eifect, and is bad. It is in the precise form oondemued 
in Sichle8 vs. Falls Company, 2 Fisher, 202, and Sangster vs. Millery 2 Fisher, 563. 

The whole genus of claims for **so constructing," **so combining," ** producing," 
** determining,'* and so on ad infinitum through the whole range of present participles, 
are of the same character and obnoxious to the same objection. Some of them have 
been saved in the courts, as bv tire, by tbe ooustrnction given to the words ** substan - 
tially as described," and the like, but not one of them should have been granted by the 
Office. The patent is for the means of proiluciog a result, not for the result as produced . 

Tbe deoisiou of the board of examiners-in-chief is affirmed. 



Calvin Dodge. 

Uxtension. 

March 16. 

In the matter of the application of Alice Dodge, administratrix of Calvin Dodge, for 
the extension of tbe patent for Firb-places, granted to the intestate March 18, 1856, 
and reissued to John B. Kyan, July '2:), 1867. 

Hodges, Acting Commissioner : 

In order to form a just estimate of the merits of this application, it is necessary to 
consider the invention with care, since it is not easy to determine precisely wherein it 
consists. There is a radical disagreement respecting it between the parties, and even 
the applicant's counsel differ about portions of it. 

The original patent was confined to a combination of several elements. One con- 
sisted in extending the fire chamber back of tbe open grate, so that the coal in that 
part should be out of the draught, and become coked, and prepared for being brought 
forward and burned, when that in the grate was consumed. It is obvious from the tes- 
timony that this construction was found to be of little or no utility in practice. Ryan, 
who purchased half the patent in lrl57, and the rest in 1859, and has been the only one 
who has introduced the invention into extensive practice, very early found that tbe 
fire-place operated better if the back was sloped upward from the rear edge of the 
open grate, or very near it, leaving room for very little coal, if any, back of the draught. 
In fact, he made tbe back of many of his fire-places in one piece. Tbe applicant's 
counsel protest against her rights being prejudiced by the conduct of the assignee ; 
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but it 18 impossible to exclude the results of his experience when the value and impor- 
tauce ot the inventioD are to be considered. 

Another feature of the combination was a deep recess back of the fire. The original 
form seems to have been determined by making; the back wall of the fire-place perpen- 
dicular from the rear corner of the fire-pot, as described above, or with a short slope 
backward intervening. When the recess of the fire-pot back of the open part of the 
grate was relinquished, the entire back of the fire-place was made to incline backward 
in practice, so as to still give the recess. There were two objects aimed at in this fea- 
ture qi the invention. One was to reflect the heat more fully into the room ; the other 
to heat the gases, or products of combustion, while detained in this recess, so that, as 
they passed out of it, they would be more readily and perfectly consumed. It should 
be observed hero that the patentee did not restrict himself, in the reissue, to either of 
the forms which have been described, nor indeed to any. After setting forth one of 
them with slight variations, ho says, " the above-described construction maybe regarded 
as a type of the improvement." In giving the construction he is careful to express him- 
self that *^ it may " be thus constructed. And when he comes to define his invention in 
his first claim, he specifies it only **a8 a deep recess or fire-chamber placed back of the 
fire-basket of the grate, and out of reach of the draught, in combination," &c., without 
any other limitation whatever, even as to size. Now recesses in the back of the fire-place 
and behind the general course of the flame and smoke, and having ihe double operation 
of reflecting the heat and of detaining the gases until they are heated, and thereby pre- 
pared to be consumed more rapidly and perfectly, have been in use for a long time. 
Such a recess back of the fire-pot itself has not been so common, it is true. And herein 
is to be found the only thing that bears the semblance of novelty. The same effect is 
produced, however, whenever the throat of the chimney is placed so far in front of the 
back that a space is left behind the current of flame and smoke, or ^' out of the reach of 
the draught," to use the language of the patent. And the construction of grates, tes- 
tified to by John C. Morris, Luther K. Marsli, John Baker, and Tilman Wright, contains 
all the features required by the patent in the precise terms it prescribes. The dimen- 
sions are less than it gives in the description, but the patentee has not confined himself 
to those dimensions. The effect is less, also, but that is a mere matter of degree. There 
can be no doubt that all the forms described by the witnesses would be held infringe- 
ments of the patent, and must for the same reason be regarded as anticipations of the 
invention. Had these forms been adopted by accident they would not be entitled to 
such consideration. But they were evidently the fruit of design, and of a knowledge 
of their effect which more than one person seems to have attained. And they w^ere 
made as deep as the structure of the building where they were placed permitted. 

A third feature of the combination was " the horizontal covering over the recess and 
fire-basket, extending down below the mouth of the chimney," &c. This is necessary 
to complete the recess, and the function of reverberating the heat is especially attrib- 
uted to it. It is also claimed that, by bringing it to within a short distance of the 
breast of the chimney, the draught is diminished, and the consequent current of cold 
air through the room is greatly reduced. The latter operation is common to all chim- 
neys with narrow throats, and requires little notice. The covering is also found in the 
several fire-places of which the witnesses who have been named gave testimony. It 
should be remarked that while the qualification *' horizontal" is used in the claim, the 
specification expressly declares that it may be "made of any shape which will catch 
the flame and smoke, and give them a downward tendency." A covering that would 
produce these results might fairly be reckoned an evasion of the patent, and the manu- 
facturer held responsible, although it were not horizontal. For he claims not " a hori- 
zontal covering," but *^the horizontal covering." He plainly refers to what he has de- 
scribed, and the qualification " horizontal " may well yield to the more specific defini- 
tion of it by its qualities. In this respect this feature has been anticipated precisely 
by all the early fire-places which were mentioned in the preceding paragraph. 

In the reissued patent this last device is made the subject by itself of a distinct 
claim, and specified in terms as "the arrangement in a fire-place, above the grate, of a 
reverberating covering extending forward from the rear wall of the fire-chamber to a 
point below the breast of the chimney, and employed to retard the products of combus- 
tion, and direct the heat into the room," &c. The right to this covering plate is chal- 
lenged by this specification even more broadly than in the combination first defined. 
The arrangement, and the extending forward froju the rear wall, is a matter of course. 
The pretense of requiring it to be horizontal is dropped, and when compared with the 
description, there is no limitation as to its form and position, except in one respect. 
It must extend to a point below the breast of the chimney. The only other attempt at 
distinguishing it is by the functions it fulfills. It must reverberate, must retard the 
products of combustion, and direct the heat into the room. There have been thousands 
of fire-places long before this was devised, which met every one of these requirements. 
Perhaps the cover may derive some claim to novelty from its terminating below the 
chimney breast. This feature may have such a degree of utility as justified its being 
patented. But when we inquire into its value and importance, with a view to determine 
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the propriety of extendiDg the patent, there seems to be a want of evidence on the 
subject. 

There is nothing, in short, in the entire stmotare which presents any feature of 
novelty, except, perhaps, the two trivial ones which have been noticed, and none which, 
as presented, possess auj importance. There is a good deal of testimony to the valne 
of the improvement, it is trae, and it is shown that it has been brought into very ex- 
tensive use. This is owing, in great measure, no doubt, to the unusual activity and 
energy of the patentee under the reissue, as is manifest from the evidence. 

The testimony in behalf of the value of the invention may be accounted for on the 
very probable ground, that the whole arrangement, as modified by the assignee, does 
really constitute an advantag^eoos and profitable article. But this is owing to the 
judgment and skill displayed m giving it its matured and perfect form. At the same 
time there is sufficient novelty in it, as a combination, to sustain a patent, and thus 
enable the patentee to maintain his monopoly, and protect his manufacture. But we 
look in vain throngh the original article for any sucn marked invention, any such de- 
cided advance in the art, as entitles the applicant to the extraordinary favor she now 
asks. I do not believe the public have derived from the intestate's ingenuity any snch 
large benefits as justify subjecting them to the payment of further tribute. What they 
have already f^ven for it, according to the testimony, is all it deserves. It might not 
have been amiss if the inventor had obtained a larger share of this. It is by no means 
certain, however, that the improvement, as he left it, was worth any more than he 
received ; that it did not owe its chief merit, as well as its success, to his assignee. 

I am constrained, therefore, to deny the prayer of the petition, and refuse the exten- 
sion. 



T. Hall vs. T. S. Hall. 
Interference. 

APPEAL FROM EXAMINBR6-IN-CHIBF. 

March 23. 

In the matter of interference between the application of Thomas S. Hall for letters- 
patent for Improved Electric Railroad Signal and the letters-patent of Thomas 
Hall for the same invention. 

FiSHBR, Commissioner : 

Thomas S. Hall, of Stamford, employed Thomas Hall, of Boston, to make an electric 
railroad signal. Thomas S. Hall had previously been experimenting in such signals. 
Thomas Hall had not. The former had had constructed in New York a sight and a 
sound signal, of full size, to be operated by electricity, and also a model for the Paris 
Exposition. The latter nad paid no attention to electric railway signals until he was 
employed by the former. Under such a state of facts, the presumption is that the em- 
ploj^er, ThoAias S. Hall, was the inventor. Foster ^ Taumaend vs. Fowle, Commissioner's 
Decisions, 1869, p. 35. Thomas Hall, however, asserts that he received no suggestion 
of valne from Thomas S. Hall ; that all that was proposed to him was a result which 
he was to find the means to carry into effect ; that Thomas S. Hall gave him no de- 
scription of the machine, nor did he furnish him with any drawing except an unintel- 
ligible sketch representing three levers placed at right angles. 

All this is, however, absolutely denied by Thomas S. Hall, and in this contradiction 
between the principals, it is obvious that the truth is to be sought in the testimony of 
other witnesses. 

To sustain his position Thomas Hall has called two of his former workmen and one 
Hoyt and one Lum, of Stamford. The workmen testify to no more than that Thomas 
Hall furnished them with their working directions and sketches. This proves nothing, 
as he would doubtless have done the same if he had been building the machine under 
a patent already granted. The substance of the testimony of Hoyt is that he advised 
Hskll, of Stamford, to employ Hall, of Boston ; while that of Lum is, that when in Bos- 
ton, for a single day, he hes^ Thomas Hall giving directions to his workmen and saw 
him exhibiting drawings to them. 

To break the force of the fact that Thomas S. Hall had been previously experiment- 
ing in this direction, and bad actually constructed a ihachine, Thomas Hall attempts 
to prove that that machine was invented, not by Hall, but by the Chesters, who man- 
ufactured it. But Perrot, the workman who made it, says : " I got the order and the 
drawing from Mr. Chester ; Mr. Hall came there every di^ to look at the work and to 
explain his ideas." He further says that he had orders from his employers to follow 
all orders given by Hall. 

The proofs, in myjudgment, show that this invention was made by Thomas S. Hall, 
and that Thomas Hall was called upon to embody his preconceived ideas, and that 
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■Qoh snggestions or additions as he may have made belong of right to his employer. 
Questions like these are always difficult to determine, bat this difficalty has been in 
sreat part removed since the explicit declaration of the Supreme Coart upon this sub- 
ject, in the case of Agawam Company vs. Jordan^ 7 Wall., 583. See, also, Blandy vs. 
Grikth, 3 Fisher, 609. 
The decision of the board of examiners-in-chief is affirmed. 



Benson vs. Bennett, Administbator of Gates. 
Interference. 

APPEAL FROM EXAMINKRS-IN-CHIRF. 

March 24. 

In the matter of the interference between the letters-patent of Samuel Benson and the 
applications of William Bennett, administrator of Joseph Gates, William S. Beeder, 
and Joseph Yates. 

Fisher, Commissioner : 

A patent was granted to Beuson June 30, 1863, for which he made application in 
May, 1867. Through him the invention is in successful and public use. 

Gates filed an application in 1856, was twice rejected, and m April, 1853, was advised 
that his only remedy was an appeal to the Commissioner. He took no appeal or action 
of any kind, and in January, 1864, he died. Bennett was appointed administrator Jan- 
uary 24, 1864. but took no steps in relation to the application until January, 1869, when 
he renewed the application and filed amendments. 

My own opinion in relation to a case of this kind is sufficiently set forth in the cases 
of JbAti W, Cochran, ex parte, Decisions, 1869, 25; John fF, Orr, ex parte, ibid., 28, and 
Edson vs. Coffin, ibid,, 65. 

In the first and last of these cases the decision of the Commissioner has been reversed 
by Mr. Justice Fisher; and whatever question mav arise as to the jurisdiction of the 
justices of the supreme court over the questions of public use or abandonment in ex 
parte cases, it would appear that under section 8, of the act of 1836, their jurisdiction 
is more ample in cases of interference. As I am unwilling to put the parties to the ex- 
pense of useless appeals, as well as for the reasons given in Mason vs. Doellbor 4' Rough- 
ton, Decisions, 1869, p. 21, 1 affirm the decision of the board of examiners-in-chief pro 
forma. 



Fletcher vs. Abraham. 
Interfe^-ence. 

APPEAL FROM EXAMINERS-IX-CHIEF. 

March 24. 

In the matter of the interference between the applications of Addison C. Fletcher and 
Lewis Abraham for Improvement in Self-Canceixing Stamps. 

Fisher, Commissioner. 

Fletcher claims: "An adhesive stamp made up of a thick portion or body A, having 
a perforation or perforations a through the face of it, and thinner portion B, composed 
of tissne or any suitable bibulous paper, and applied as a covering to said perforation 
or perforations, both portions being securely connected or incorporated to make up the 
complete stamp, and the latter being suitably engraved or printed on its face and hav- 
ing adhesive material applied to itsjback, substantially as specified." 

Abraham claims : " 1. An adhesive postal or revenue stamp composed of two or 
more layers of paper perforated substantially as herein set forth and for the purposes 
described. 2. An adhesive staiqi) composed of two or more sheets of paper, both or ail 
of which are so perforated, that when united, such perforations shall constitute given 
designs. 3. The combination in a stamp of two or more sheets of paper, the upper- 
most of which is transparent, so as to show the design printed upon the layer or sheet 
underneath.'' 

There is no pretense that the inventions named in the second and third claims of 
Abraham are found in Fletcher's patent. He describes no composite design made up 
of perforations on the various layers of paper, nor does he bint at making the upper 
layer transparent. The interference with his claim, therefore, if any exist, is to be 
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This claim comprises ** two or more layers of paper" aa one element. It is trae that 
Fletcher has no exclusive right to the use of double layers of paper, nnless one of them 
be " composed of tissue or any suitable bibalons paper ;" bat as to this. Abraham says, 
in the body of his specification, that he makes " the stamp of two or more layers, the 
lower one by preference of a weak and fragile natare ; and if this were the whole of 
his claim, the conflict with the claim of Fletcher wonld be obvious. But it is not all. 
Abraham goes on to add another element, qualifying the character of the layers of 

Saper by the words " perforated substantially as herein set forth, and for the purposes 
escribed.'' 

The mode of perforation is thus ** set forth " in the specification : These layers are 
perforated with certain designs so arranged that when they are laid one on top of 
another the varied perforations combined make up a given design, and when required, 
the whole stamp, when combined, may be completely perforated. The model and 
drawings show a stamp composed of two parts, each of which is perforated. No other 
mode of perforation is described or shown. 

The true construction of this claim undoubtedly is, therefore, that it covers a stamp 
composed of two layers of paper, of equal or unequal strength, that both of these lay- 
ers must be perforated, and that the perforations may, or may not, correspond with 
each other. 

In Fletcher's stamp, one layer only is perforated, the other is not. The stamps are, 
therefore, not identical, nor are the claims which cover them. Abraham, by perforat- 
ing both layers, goes a step beyond Fletcher, and, by adding a new element, forms a 
new combination. 

There is no interference, and the decision of the board of ezaminers-in-chief must be 
afiQrmed. 



John R. Harrington. 

Extension. 
March 31. 

In the matter of the application of John R. Harrington for extension of reissues No. 
2415 and No. 2416 of letters-patent for Machine for Making Carpet Linings. 
Granted April 1, 1&56. 

Fisher, Commissioner : 

The invention consists in a machine for making carpet linings, composed of two sheets 
of paper with an intermediate sheet of cott-on, the whole being pasted together ; also 
in the lining itself as a new manufacture. 

The extension is opposed with much energy upon various grounds, of which it is 
necessary to notice but two or three. 

Applicant has filed an account of his receipts and expenditures, which reads as fol- 
lows : ** That applicant has from time to time used his best efforts to realize adequate 
compensation from the use and sale of his invention and products, and has at various 
times carried on the business of making and selling the same ; in the year 1858 with 
Josiah Partridge, and in the years 1859, 1860, 1861, 1862, with C.&R. PoiUion, of New 
York ; that notwithstanding his untiring efforts, he has failed to make a decent and 
reasonable support ; that he is now an old man, heavily in debt, and totally blind from, 
in part, the labor, anxiety, and harassment which he has undergone in his efforts to 
introduce his invention into general use. 

" The applicant further shows that in the year 1866 he sold the remaining one-half 
of his said patent (together with certain other things) to G. W. Chipman, and therefor 
received three hundr^ and fiftv dollars, and no more money or other valuable consid- 
eration ; that ten thousand dollars is a moderate estimate of the value of the money 
and time expended by applicant in perfecting, 'patenting, and introducing his said in- 
vention." 

Thia statement is exceedingly meager, and does not, in my opinion, satisfy the de- 
mands of the statute which requires that it shall be " sufficiently in detail to exhibit a 
true and faithful account of loss and profit in any manner accruing to him from and 
by reason of said invention.'' 

The applicant gives no details whatever of his manufacture or sales of carpet lining, 
or even an estimate of the quantity made and sold. He makes no statement whatever 
as to his receipts from his business, beyond the general averment that *' he has failed 
to make a decent and reasonable support." As to his expenditures, he merely avers in 
brief that " ten thousand dollars is a moderate estimate." 

The legislature obviously intended that the patentee should make diligent use of his 
opportunities under his original term ; that upon applying for an extension he shouli' 
state fairly and frankly what those opportunities were, and how he had improved them ; 
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giviD^ to the Coiuiuissioner, as far as practicable, all the fact-s and details, upon the 
questions of diligence and remuneration, which he himself possessed. It was not in- 
tended that he should state conclusions, but the facts from which conclusions might be 
drawn. 

It is a conclusion, based npon facts not disclosed, to say only that the receipts from 
his invention did not afford him a decent support, or that $10,000 is a moderate esti- 
mate of the amount of his expenditures. Ho should have given the data npon which 
these estimates were made, or have disclosed some of the details of the mental process 
by which he arrived at these conclusions. 

The precedents in the office upon the point have been uniform. 

In Milholland's case, Commissioner's Decisions, vol. 3, p. 10, Commissioner Holt says: 
^' In the exhibit of receipts and expenditures which accompanies the petition, there is 
no attempt even at detail. There is a general allegation that his disbursements have 
amounted to $2,300, and his receipts to !B?y,000, showing a profit of $6,700. For anght 
that appears, this was the full value of the invention. He has furnished no data from 
which an opposite conclusion can be reached. It is true he expresses the opinion that 
he has not been reasonably remunerated, but the Commissioner is entitled to claim 
something beyond this on which to base his decision.'' 

In Maynard's case. Commissioner's Decisions, vol. 4, p. 389, Acting Commissioner 
Shubert says : '* Indeed, in the exhibit of receipts and expenditnres there is no attempt 
at detail. On the contrary, he assigns as a mason that he ^did not keep any account 
of the expenditures,' and roughly estimates the entire expense of originating and per- 
fecting the invention at ten thousand dollars, which, added to the thirty-tlve thousand 
five hundred dollars said to have been paid to a wealthy banker, ' left the sum of thirty- 
five thousand five hundred dollars as the net amount realized by him for and on ac- 
count of the invention,' being something less than half the sum ($76,000) received 
from the Government for the use of said invention. 

" The above sum of thirty-five thousand five hundred dollars as the payment to a 
* wealthy banker,' may have been a just and legitimate charge against the invention, 
but as it is not shown by any detail of account, or supported by evidence of the nature 
and object of the expenditure, it must be rejected. 

*^ On the ground, therefore, that the application is not supported as required by the 
acts of Congress and the rules of the omce in the details of account and value of the 
invention, the extension prayed for is refused." 

In Uxley's case, Commissioner's Decisions, vol. 9, p. 278, Commissioner Bishop says : 
''He has testified that his total receipts have amounted to about $20,350, his expendi- 
tures to about $10,350, and his net profit to about $10,000. This statement is entirely 
too vague and unsatisfactory, particularly as no reasonable excuse is oifered for not 
making it more definite." 

In Woodbury's case, Commissioner's Decisions, vol. 7, p. 199, Commissioner Thomas 
says : " The applicant has wholly failed to comply with the first requirement above 
named, having filed no account whatever of his receipts and expenditures in detail, so 
as to exhibit an account of loss and profits ; and all that he has done in this respect is 
to state generally that he has received a certain sum of money and holds notes for 
another sum, only half of the amount of which notes he thinks is collectable. Such 
a statement is not a> compliance with the law." 

These cases are analogous to the one under consideration, and exception to the 
present account having been seasonably taken by the remonstrants, I am compelled to 
sustain them. Indeed, the testimony, so far from aiding the applicant, increases his 
difficulty, for it appears in proof that he actually received some moneys by way of 
royalty, of which his account makes no mention. 

In Ketchum's case, Commissioner's Decisions, vol. 9, p. 132, Commissioner Hollo way 
says : ^'A very broad discretion is given to the Commissioner in determining the pro- 
priety of such extension, and to enable him to form a correct opinion in regard to the 
propriety thereof. As has already been said, the law requires an applicant for exten- 
sion to exhibit a true and faithful account of loss and profit in any manner accruing 
to him by reason of his invention. The wisdom and necessity of this provision 
is manifest, because, without a true and faithful account, the Commissioner would 
be unable to determine what remuneration the applicant had received. 

** And, as the law suffers the applicant to verify the statement by his own oath, it 
exacts strict truth and fidelity from him. The statement submitted by this applicant 
is admitted to be defective in what may be called an unimportant feature, yet it 
should have been strictly true. * * * jhis is specially referred to, to show 
a want of correctness in tho statement submitted by the applicant. While he is seek- 
ing an extension of his patent, he fails to perform a duty imposed upon him by law as 
an express condition, without which the extension cannot be granted." 

There are other difficulties. The apx>licant obtained a patent in 1861 for making a 
carpet lining without paste. In that patent he uses this language : " It must be evi- 
dent that the use of gum or mucilage to unite the cotton and paper is highly objec- 
ionable, in that, being soluble in water, it is readily decomposed by the moisture con- 
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tained In the atmosphere, evolving disease and engendering gases highly injurioas to 
the health. Gutta-percha is free from this ohjection, but the ' first cost' of a material 
BO made is too great, and the article ceases to become one of general consumption. 

" An objection which will apply perhaps to both cases is the expense attendant upon 
the drying process necessary.'^ 

If this be not a condemnation of his invention of 1856, it can scarcely be held to be 
strong testimony as to its value. 

It appears that, after negotiating with remonstrants, applicant finally contracted 
with the owner of his patent for the original term, to convey to him the extended 
term for |3,000 and a small royalty. The nature of the struggle for this extension, 
and the present state of the art, seems to show beyond a reasonable donbt that the 
actual invention is now of small value, except as it enables the party owning the mo- 
nopoly of it, by the force of itH broad claims, to exert some pressure upon the patentees 
or owners of better machines and fabrics. 

The extension is refused. 



Polly Hunt and G. W. Hunt, administratrix and administrator 
of estate of walter hunt. 

EjotenMon, 

March 31. 

In the matter of the application of Polly Hunt, administratrix, and George W. Hunt, 
administrator of Walter Hunt, deceased, for the extension, in pursuance of an act of 
Congress for their relief, approved 15th March, 1870, of the patent for an Improve- 
ment IN Paper CollaiIs, granted to their intestate 25th July, 1854, and reissued to 
William E. Lockwood, his assignee, in five divisions, numbered and dated respect- 
ively No. 1828, 29th November, 1864; No. 1867, 7th February, 1865; No. 1926, 4th 
April, 1865; No. 2306, 10th July, 1866; and No. 2307, 10th July, 1866. 

Hodges, Acting Commissioner : 

On the day appointed for hearing this case the remonstrants moved for an order for 
taking further testimony, which was denied. Upon a careful consideration of the act 
under which this proceeding is held, it seems not to authorize the reception of any evi- 
dence except that which has already been introduced. 

The application which is to be heard is evidently the one filed in 1868. The expres- 
sions "to rehear," and to rehear *'as if no hearing thereof had ever occurred,'' are 
inconsistent with the supposition of a new application being contemplated. The stat- 
ute, therefore, authorizes the Commissioner to rehear and determine the application 
heretofore made to his predecessor upon the evidence, in the same manner and with the 
same .effect as if no hearing thereof had occurred. It does not prescribe the publica- 
tion of new notices, nor any of the preliminaries usual in this class of cases. The re- 
hearing is to be, not upon evidence, out upon the evidence, confirming the supposition 
that some particular testimony was intended. This could be no other than that which 
is on file. The whole provision seems to point to this construction. 

The circumstances which occasioned the enactment led to the same conclusion. The 
evil which Congress undertook to remedy was not any defect in the publication of 
notices, the filing of the application, the taking of testimony, or anythinff^ to be 
done previous to the hearing, but in the failure to obtain the hearing itself. It gave 
the applicants all the relief they needed when it gave them a fresn opportunity to 
have their petition considered anew by the Commissioner. It does not appear that 
any further interposition on the part of the legislature was called for, or was intended. 

it is urged that the hearing shall be, in the language of the statute, ** in the same 
manner and with the same effect as if it were an original application." If it had been 
Siiid that the proceedings shall be in the same manner there would have been great force 
in the argument. In that case new notices would have been necessary, and a now re- 
port from the examiner as well as other steps, none of which are now pretended to be 
requisite. It is the hearing^ and the hearing only, that is to be in the same manner. 
The hearing only is provided for, that ]>ein§ all in fact that was wanted. 

Upon the principal hearing the application was strenuously opposed, mainly upon 
the ground that the supposed invention in controversy was destitute of novelty at the 
time when the original patentee devised it. Passing over, for the present, the differ- 
ent branches which are specified in the reissued grants, the definition of the invention 
which was embodied in the original becomes material in determining this question. It 
was restricted to a shirt collar composed of ^^ thin white cotton muslin, coated upon 
both sides with a very thin paper," and "polished and varnished" in the manner de- 
scribed in the specification. 

To show that this was wanting in novelty, a number of witnesses were introduced. 
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The most important incident of which they speak is that which is testified to by 
Brown, House &, Holdridge. According to them, Brown purchased a few dozen col- 
lars in New York or Boston, in 1854 or 1855, which were composed of cloth lined with 
maslin, or, as Holdridge says, '' the muslin was inside the paper.'' They were not pur- 
chased for resale or for use, but in order to determine, upon examination, whether it was 
advisable to engage in making them for sale, Brown being employed in selling collars. 
He testifies that they '' made or tried to make a few," but all agree that the project was 
given np as an unpromising one, after tearing up, in the investigation, all the collars 
that had been purchased. This is all that seems to be known of the circumstances. 
The whole affair can be regarded in no other light than as a crude and abandoned ex- 
periment, which resulted in nothing practical, which had been all but forgotten, and 
would never have been brought to remembrance had it not been for the success which 
attended Hunt's endeavors. The paper collar now in such extensive use would never 
have been known had it depended upon what these witnesses have narrated. 

The rest of the remonstrant's testimony on this point requires but little notice. It 
tends to show, either the use of what are usually denominated paper collars in foreign 
countries, or that of collars consisting entirely of paper in this. Neither of these 
circumstances, if ever so well established, would have the slightest bearing upon the 
validity of the patent. There is also a large body of depositions taken in a cnancery 
suit now pending between the owners of the reissued patents and others, among whom 
are some of the remonstrants, and a copy of these depositions was put into this case 
upon the former hearing. It was objected to as being taken in a case to which the ap- 
plicants were not parties, as well as because the witnesses themselves should have 
been produced, because the copy was not dulv authenticated, and for other reasons. 
Even if the objection had been overruled on the former hearing, the applicants have 
a perfect right to renew it, as they now do. and the depositions are excluded. 

On the other hand, it is shown on behalt of the applicants, that when the deceased 
inventor. Hunt, obtained his patent, there was no such article known in market as his 
composite collar. There was not even such a manufacture as that of imitation collars 
in existence. Immediately afterward he set up an establishment for fobricating those 
which he had invented; and it was not long before they were produced upon a scale 
that seemed all but fabulous for its dimensions. It may be said that he made the 
market ; if so, it was because the usefulness of what he had devised became manifest 
to the world and created the demand. The advent of the late war is said to have con- 
tributed to increase the sale, but that was because it demonstrated the especial advan- 
tages attendant upon the use of the new commodity. 

Taking into consideration, therefrom, the undeniable fact that when Hunt com- 
menced his enterprise, there was no such thing known as a manufactory of imitation 
collars, and that the vast production of these now witnessed in this countrv dates from 
his invention, there is no room for questioning that it was new and entitled to a pat- 
ent. We may go further and form a decided conclusion as to its value and importance 
to the public. Looking at the immense extent to which the business has attained, 
there can be no reasonable doubt but that the deceased inventor conferred such ^ ben- 
efit upon the community as entitled him to an ample remuneration. It does not seem 
to be pretended that he ever obtained it, or that his failure was owing to any want of 
diligence on his part. 

The reissued patent No. 1828, dated 29th November, 1864, follows the original very 
closely. It sets up no title to anything which is not clearly described in the latter. 
The claims are indeed nearly identical ; the difference consisting almost entirely in 
the substitution of the word " burnished " in the renewed grant for the word " var- 
nished " in the other. By extending this patent the representatives of the deceased 
will have, for a prolonged term, substantially the same exclusive privilege which he 
obtained. 

The next reissue is for giving shape, by means of dies or formers, to paper collars in 
general, not to the composite collars. When the patent was allowed it was on the sup- 
position that it was for shaping a composite collar by the means described, as will be 
seen by looking into the decision. How the alteration in the language came to be 
made is not material. It is sufficient that no such broad claim was warranted by any- 
thing contained in the original application, and the instrument is void. In other 
respects it is open to the same remarks as the remaiiiing three patents. 

The last three embrace, each of them, the composite fabric already mentioned, but 
only when it has been subjected to a special treatment. In one it must be indented so 
as to represent the stitches of an ordinary linen collar ; in another it must have its 
surface covered with enamel; and in the other, a smooth white surface coated with trans- 
parent varnish. It is unnecessary to inquire whether these several modifications were 
novelties at the time. Even if they had been entitled to a patent, that alone would not 
justify prolonging a monopoly in them. They should confer substantial advantages 
on the community, and have something more than mere patentability to entitle them 
to such a recognition. The use of varnish for purposes analogous to those described 
in the last-mentioned grant, for instance, was universal. Admitting, then, that it w£8 
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new to varnish a composite collar, can it be pretended for a moment that this new ap- 
plication of a familiar process involved such a remarkable exercise of the inventive 
faculty, or was productive of such great benefit to the world, as to jnstify the extraor- 
dinary favor on account of it for which the applicants are seeking f There is not 
the least foundation for such a supposition. To give it plausibility there should have 
been the most satisfiictory proof that the ascertained value of the invention was such 
as to sustain the claim. The evidence on this point, however, is eminently defective. 
The applicants do indeed declare what their belief is as to the comparative value and 
importance of each of the improvements specified in the several reissues. But they 
do not furnish the slightest circumstance on which they found their estimate, or any 
criterion by which to test its correctness. There is not a particle of evidence, in fact, 
which tends to show that either of those improvements is, in itself, of any value what- 
ever. The estimate furnished is a matter of the merest conjecture, and should not re- 
ceive the least attention. 

It should be remarked, in connection with this, that the deceased inventor was not 
only experienced in taking out patents, but, in obtaining that which is before us, he 
had the aid of able counsel. No one knew better than he what he could legitimatelv 
claim, and there can be no reasonable doubt bvt that he specified all that he supposed 
he was entitled to. Yet he expressly disclaimed most of the very improvements set up 
in the last reissues, and his judgment was thereby clearly pronounced against their 
patentability. Those reissues are none of his production. They owe their origin to a 
vicions practice which has been severely rebuked in the highest judicial tribunal in the 
nation, and may justly be regarded with suspicion and repugnance. 

The patent No. 1828, dated 29th November, 1864, is extended as prayed for ; the prayer 
of the petitioners is refused as to the rest. 



DUCHEMIN V8. ElOHABDSON & STEIN. 

Interference, 

APPEAL FROM EXAMINKR6-IN-CIIIKF. 

April 7, 1870. 

In the matter of the interference between the applications of William Dechemin, E. P. 
Richardson, M. J. Stein, and J. W. Eldridge, for letters-patent for Improvement in 
Machinei^y for Sewiko Boots and Shoes. 

Fisher, Commissioner : 

Eldridge has taken no testimony, and is antedated by all of the others. The parties 
before me are Duchemin, Stein, and Richardson. 

There can be no reasonable doubt from the evidence that Duchemin was the first 
and Richardson the second to rnvent, and to reduce to form, the device in controversy. 
The doubt suggested is whether, as Duchemin made it, the device was capable of use 
for a useful purpose. 

Upon this issue the examiners-in-chief decided against him, holding that his inven- 
tion had not been reduced to practice within the meaning of the patent law. 

The £Etct seems to be that the device in question, which was a presser-foot, having a 
positive intermittent motion, was embodied in a machine which, as a whole, was not 
perfected at the time of the inventions of the other contesting parties. Pieces of 
leather had been sewed upon it, but not whole shoos ; and it is doubtful whether whole 
shoes could be sewed upon it. Indeed, when Mr. Duchemin was asked if he had ever 
sewed any shoes upon it, he declined to answer the question. 

The x>omt thus presented for ad|jndication is one of much difficulty. On the one 
hand the courts, in actions for the infringement of letters-patent, have uniformly held^ 
that to constitute prior invention the thing must not only have been conceived, but 
reduced to practice. The doctrine upon this subject is well stated by Mr. Justice Clif- 
ford in White vs. Allen, (2 Fisher, 445,) as follows: 

*' Original and first inventors are entitled to the benefits of their inventions, if they 
reduce them to practice, and seasonably comply with the requirements of the patent 
law in procuring letters-patent for the protection of their exclusive rights. While the 
suggested improvement, however, rests merelv in the mind of the originator of the 
idea, the invention is not completed within the meaning of the. patent law, nor are 
crude and imperfect experiments sufficient to confer a right to a patent ; but in order 
to constitute an invention, in the sense in which that word is employed in the patent 
act, the party alleged to have produced it must have proceeded so far as to have 
reduced his idea to practice, and embodied it in some distmct form. {Gayler vs. Wilder 
et at., 10 How., 498; Farkhurst vs. Kinsman, 1 Blatch., 494; Curtis on Pat., section 43.) 
Mere discovery of an improvement does not constitute it the subject-matter of a pat- 
ent, although the ideas which it involves may be new ; but the new set of ideas, in 
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order to become patentable, mast be embodied into working machinery and adapted to 
practical use. (Sickles vs. Borden, 3 Blatch., 535.) 

" Whoever first perfects a machine and makes it capable of useful operation, says 
Judge Story, is entitled to a patent, and he accordingly held, in Beed vs. Cutlery (1 Story 
C. 0., 599,) that an imperfect and incomplete invention, resting in mere theory, or in 
intellectual notion, or m uncertain experiments, and not actually reduced to practice, 
and embodied in some distinct machinery, apparatus, manufacture, or composition of 
matter, was not patentable, under the patent laws of the United States. Pursuant to 
that rule the same learned judge also held, that he is the first inventor, in the sense of 
the patent act, and entitled to a patent for his invention, who has first perfected and 
adapted the same to use, and that, until the invention is so perfected and adapted to 
use, it is not patentable under the patent laws. ( Waehhurn vs. Gould, 3 Story C. C, 
33 ; Woodcock vs. Parker et al, 1 Gal. C. C, 121.)" 

Mr. Justice Nelson says, in Winans vs. New York and Harlem Railroad Company ^ 
(Franklin Journal, 3 Series, vol. 61, p. 322,) " The circumstance that a person has had 
an idea of an improvement in his head, or has sketched it upon paper, has drawn it, 
and then gives it up, neglects it, does not in judgment of law constitute, or have the 
eifect to constitute, him a first and original inventor. It is not the person who has 
only produced the idea, that is entitled to protection as an inventor, but the person 
who has embodied the idea into a practical machine, and reduced it to practical use. 
He who has first done that, is the inventor who is entitled to protection." 

On the other hand, there can be no doubt that the Patent Office has, in the main, 
accepted a lower standard of invention. Sketches, drawings, models, or machines of 
the crudest description, and mere conversations, have in some cases been held sufficient 
to constitute invention. In a late case, Foster vs. Hamilton, (Commisrtioner's Decisions, 
1869, p. 49,) Justice Fisher used the following language : " I hold that he who has com- 
pleted and perfected an invention in his own mind is an inventor, and that when he 
has described his invention, either by model, in a drawing, or in a written or oral de- 
scription, so precisely and accurately as to enable one who is skilled in the art to con- 
struct the machine which is the subject of the invention, he is entitled to have his 
claim as an iuventor recognized by the law. This is, in my judgment, the only safe 
rule for the prot-ection of the honest inventive genius of the country." 

That this is not the doctrine of the courts of the United States is sufficiently shown 
by the authorities quoted. 

The practice in the Patent Office has grown up from the perversion of a principle, 
which is Inferred to by Mr. Justice Clifford in White vs. Allen, as a limitation of the doc- 
trine cited. He says : ^' Taken as a general rule, no doubt is entertained of the cor- 
rectness of the proposition as stated, but it must be regarded as subject to the qualifi- 
cation that he who invents first shall have the prior right, if, as is prescribed in section 
15 of the patent act, he is using reasonable diligence in adapting and perfecting the 
same within the meaning of that provision. (Eeed vs. Cutter, 1 Story, 600 ; Marshall 
vs. Mee, Laws Dig., 426 ; Bartholomew vs. Sawyer, 7 Fisher, 516.)'' 

Undoubtedly, where two men have hit upon the same idea and are both diligently 
engaged in experimenting or in perfecting their inventions, it is proper to go back to 
the very beginning of the invention, to its first embodiment in any form, to determine 
which of them is prior in point of time. But where one of the parties has been negli- 
gent, or has not perfected the invention at all, or the other party has not only perfected 
but has patented his device, then the rule as administered in the courts should pre- 
vail, and no evidence of priority should be received that falls short of a reduction to 
practice in working mechanism. (Cahoon vs. Bingy 1 Fisher, 397 ; 1 Clifford, 592.) 

In the present case it does not appear that this device is yet perfected, or that the in- 
ventor has been diligent in reducing it to practice. 

It is said, indeed, that the improvement is but a fraction of a boot and shoe sewing 
machine, and that it does not follow that this device is imperfect because the machine 
as a whole was not successful ; but the answer to this is found in the authority cited 
by the examiners-in chief, (Johnson vs. Boot, 1 Fisher, 351 ; Whiteley vs. Swayne, 7 Wall, 
685,) and in the fact that this device is incapable of use except upon a machine of this 
kind, and that the special device of Duchemin can only be used upon a machine or- 
ganized like his. No proof is offered that it has been or can be used with success in 
this machine or any other. 

I was of counsel in the case of Whiteley vs. SwcmsU, The device in controversy was a 
contrivance ibr raising and lowering the cutters of harvesters. It performed its func- 
tion well, but was embodied in a clover harvester which, as a whole, because of a defect 
in the cutting apparatus, was a failure. The court held that one who subsequently 
put this device upon a successful machine was to be considered the first inventor of it. 

This authority seems to cover the present case, with the addition before referred to, 
that the present device is not shown to have succeeded at all. 

It is true that, as stated by the board, in an ex parte case the success or practicability 
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of a device may pass nncballenged ; but in a coatested case, this poiot, if raised, cannot 
be overlooked or evaded. 

The decision of the board of examiners- in-chief in awarding priority of invention 
to Richardson is affirmed. 



Lamson vs. Wardwell. 
Interference. 

APPEAL FROM KXAMIXER8-IX-CHIEF. 

April 7, 1870. 

In the matter of the interference between the application of E. G. Lamson for letters- 
patent for Improvemknts in Stone Channeling Machines, and the letters-patent 
of G. J. Wardwell for the same invention. 

Fisher, Commissioner : 

Three claims of each of the contestants wore originally pnt into interference. The 
parties are aerreed, and the examiners and examiners-in-chief have found, that Lamson's 
fourihy and Wardwell's seventh claims do not interfere. 

Lamson's second claim was embodied in a working model in 1866. This was prior to 
the invention of the device in WardwelPs/owrtfc claim. 

It is said, however, that both are anticipated by the use of this device in planing 
machines. The proof of this rests upon the testimony of a single witness, who says 
that he has known this device to be in use almost seventeen years. This testimony, 
unsupported, would not be sufficient in a court of justice as against the oath of inven- 
tion of the applicant or patentee, and it can have no greater torce in the Patent Office. 
As to that which is in common in those claims, priority of invention is with Lamson. 

As to the device specially claimed in the first claims of each of the contestants, the 
facts are, briefly, that Lamson made a rude and dim sketch of it in 1866, upon the 
margin of a paper upon which other forms were delineated. He adopted one of those 
forms and it was embodied in the working model before referred to. He never put 
the device in controversy into shape nntil in 1869, when he altered his model so as to 
embrace it. This was, however, after Wardwell had invented it, and put it into opera- 
tion in a working machine. 

Of the device put into this model in 1866 and marked Figure 4, in his drawings, he 
was the first inventor; but the device described by letters in his claim and shown in 
Figure 3 was not invented within the meaning of the patent law until 1869. (See 
Duchemin vs. Stein 4" Richardson, Commissioners' Decisions, April, 1870, p. ^34 ; Cole vs. 
Loudf Commissioners' Decisions, February, 1870 ; Ludlow vs. Brownef Commissioners' 
Decisions, March, 1870.) 

The board of examiners-in-chief say of this device: "We must consider it as some- 
thing thought of and considered but discarded. It was left among the debris of 
his attempts and experiments, the mere skeleton of an embryonic idea, while the real 
invention as adopted was embodied in a working model." 

The decision of the board of examiners-in-chief is reversed as to Lamsou's second 
and Ward well's fourth claims, but is affirmed as to the others. 



M. E. Berolzheimer. 

appeal from examiners-in-chief. 

April 7, 1870. 

In the matter of the application of M. E. Berolzheimer for letters-patent for Improved 
Method of Preventing the Alteration of Value in Monetary Instruments. 

Fisher, Commissioner : 

The invention consists in providing checks, &c., with tables of figures, in cx)lumns 
representing unit«, tens, &c., from which, when the check is used, all the figures are 
to be punched out except those representing the value of the check. 

Applicant is referred to a similar table, in which the figures which represent the 
value of the check are punched out, while the others remain untouched. In other 
words, the tables are the same, and they are used for the same purpose but the mode 
of using them is reversed. I'zed by vj v^/i^/g i^ 

A new mode of using a well known thing is not patentable. The invention of the 

3pd 
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tables, and their use iu connection with punchinj^, is oM. All that applicant has done 
or can now do, would seem to be to use the same instrumentalities upon a new system. 
Systems of book-keepinc, recording^, tabulating, and the like, are not inventions, nor 
are they the subjects of letters-patent. 
The decision of the board of exaniiners-in-chief is affirmed; 



DiMOND V8, HAYDEN & BlAKESLEB. 

Interference. 

APPEAL FROM EXAMIXERS-IN-CHIEF. 

April 8, 1870. 

In the matter of the interference between the applications of G. H. Dimond and Henry 
H. Hayden for letters-patent for Imphovemknt in Lamp Shades, and the letters- 
patent of Joel Blakeslee for the same invention. 

Fisher, Commissioner : 

The only parties before me are Dimond and Blakeslee. 

Blakeslee made his invention September 2U, 186cj, and filed his application October 
20, 1868. 

Dimond proves that abont December, 1867, he suggested to two others that a lamp 
shade might be made of a seamless, corrugated strip of metal. Objections were made 
by his hearers ; the plan was laid aside. He became interested in a patent for corru- 
gated metal shades made of a straight strip, not seamless, and did nothing further 
until February 22, 1869, when he made a model and applied for a patent. 

There may be some cases, such as an improvement in a process, where suggestion 
is invention. These are rare ; and, even then, suggestion should be diligently followed 
up by action. This invention, however, was not of a mode of making the shade, bat 
of the shade itself. It was not an obvious thing but was met by objection. Something 
further was needed to demonstrate its practicability than to suggest its construction. 

Under these circumstances Blakeslee must be held to be the first inventor, upon the 
ground that the suggestions of Dimond were not reduced to practice or followed up 
with diligence. The decisions of the courts are all one way upon this point. (See 
Duchemin vs. Richardson 4" Stein, and cases cited, Commissioners' Decisions, April, 1870, 
p. 'M ; see also Lamson vs. Wardwell, ibid,, and decisions of Commissioner Foote and Mr. 
Justice l^Hsher in Carleton 4" MerriU vs. Aiwood, Decisions, 1869.) 

The decision of the board of examiners-in-chief is affirmed. 



George F. Pinkham. 

APPEAJ. FROM KXAMINERS-IN-CHIEF. 

April 8, 1870. 

In the matter of the application of George F. Pinkham for letters-patent for Improve- 
ments IN Fire Extinguishers. 

Fisher, Commissioner : 

The invention is set forth in the claim, which is for '' the arrangement, upon a truck 
or carriage, of two or more cylinders or reservoirs connected by pipes which are con- 
trolled by stop-cocks, and which pipes communicate with an issue-pipe, tube, or nozzle, 
common to all the pipes, so that in extinguishing a fire, one reservoir may be resupplied, 
while another is being exhausted, and thus a continuous supply and stream be kept up 
and thrown upon the fire substantially as described." A second claim is for a hose- 
reel in combination with the devices of the first claim. 

This is, in effect, a claim for an organized fire-engine, composed of the truck, two or 
more cylinders or reservoirs, with communicating valves and pipes, ^1 so arranged 
that one reservoir may always be charged, so that a continuous stream may be thrown 
npon the fire. 

I think that such an organization as this fairly presents a patentable combination, 
which is not anticipated by showing that the single extinguisher and the connecting 
valves or the bearing truck are separately old. The invention is not for these, but for 
a portable double-cylinder fire-extinguisher ; which is new and useful. 

The decision of the board of examiners-in-chief is reversed. 



DECISIONS OF COMMISSIONER OP PATENTS FOR ISTO. 35 

John L, Mason. 

APPEAL FROM EXAMIXERS-IN-CHIEF. 

April 9, 1870. 

Id the matter of the application of Jobn L. Mason for letters-patent for an Improve- 
ment IN Fruit Jars. 

FisiiRR, Commissioner : 

This case is not precisely an application for a rebearins of a case already decided. 
Tliere has been an interference^ and priority of invention nas been decided in favor of 
one party. The other party now asserts that independently of the matter in contro- 
versy there is a patentable snbject-raatter in his application, which was not necessarily 
involved in the interference, and for which he is still entitled to letters-patent. If he 
be right in his premises, the conclusion is unavoidable. 

The difficulty in the case is that the subject-matter to which he refers, and which he 
alleges was not actually in controversy, was apparently so, and if so, was inclnded in 
the adverse decision. 

In the absence of any positive expression of opinion on the part of the appellate 
judge upon this point, and because I have no information as to the nature or scope of 
the discussion before him, I have thought it best to refuse to consider the present appli- 
cation by 9k pro forma rejection, which would permit the parties to take his opinion as 
to the true intent and meaning of his decision; especially as to the following ques- 
tions : 1st. Whether the fact oi an interference between the two applications was dis- 
cussed, considered, or decided by him, and, 2d. Whether the proposition in regard to 
the J^Lches of the applicant was intended to apply to the case of an ex parte application, 
to the same extent and with the same effect as when the righcs of an adverse claimant 
were likely to be affected by such lache9. 

The decision of the board of examiners-in-chief is, therefore, affirmed pro /orma. 



Mowbray vs. Shaffner. 
Interference. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

April 11, 1870. 

In the matter of the interference between the application of Tal. P. Shaffaer for letters- 
patent for Improvement in Process for Manufacturing Nitro-Glycerine, and 
the letters-patent of Geo. W. Mowbray for the same invention. 

Fisher, Commissioner : 

The history of Shaffner's invention is that he thought of it in 1865, and spoke of it*in 
1866 to sundry persons. In January, 1868, he made an experiment on a small scale 
to test the process, and subsequently, on January 18, 1869, hearing of Mowbray's 
patent, he applied for letters-patent. 

He says of nis invention, or, more correctly speaking, of his idea of an invention, 
that he *' did not apply for a patent earlier because the invention was of no value 
except in connection with Nobel's patent, and even with it I was of opinion that the 
chum system might be the best. Finding that Mowbray had patented the same thing 
and was using the same to aid him in yioTating the Nobel patents among innocent peo- 
ple, who were not acquainted with the fact that Nobel's patents were more particularly 
for the using of nitro-glycerine, and not the process of manufacturing it, I have been 
forced to make an application for a patent, as hereinbefore sot forth. While I have 
qnestioned the merits of the churn and air agitation systems, I have always believed 
that the two combined would be better than either singly," &c. 

The history of Mowbray's inyentionisthathe inventml his process in August, 1666; 
prepared a drawing showing an apparatus for applying it September 20, 1866 ; com- 
menced manufacturing on a large scale at Hoosao Tunnel in January, 1868 ; applied for 
a patent February 19, 1868, and obtained it April 7, 1868. 

The story of Shaffner is not that of a man who had invented anything. He had a 
theory, talked about it, doubted its value, did not experiment to satisfy himself until 
Mowbray was manufacturing on a la^e scale, and evidently did not intend to apply 
for a patent at all. I can find none or the ear-marks of a perfected invention carried 
beyond the region of experiment ; still less of any race of diligence. 

No question as to Mowbray's priority could arise upon the testimony, except for the 
Baffsestion of £. A. L. Roberts, tnat he communicated Shaffner's plan to Mowbray in 
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the fall of 1866. Bat Mowbray is asked : " Did you ever receive any iuformation or sng- 
gestioDS respectiog what yoa claim to be your inveutiou from Colonel E. A. L. Koberts 
or any other person f " And he answers, ** Most emphatically, no." The burden of prov- 
ing that Mowbray obtained his ideas from another was upon Shaffner, and lie has 
simply furnished me with oath against oath. In such case he upon whom the burditu 
of proof lies must fail. 

The decision of the board of examiners-in-chief is reversed and priority is awarded to 
Mowbray. 



GEOBGE ScnOENBEEG. 

APPEAL FROM EXAMIXER8-IX-CIIIEF. 

April 11, 1870. 

In the matter of the application of George Schoenberg for letters-patent for Improve- 
ment IN Attaching Bolting Cloth to Reels. 

Fisher, Commissioner: 

Applicant describes his invention in effect as follows: '^I am aware that rigid 
plates, rods, or wires have been heretofore combined with the edges of textile fabrics 
for the purpose of strengthening and protecting them when they are to be submitted 
to a tensile strain ; and I do not herein claim the combination of a wire with the edge of 
a flexible fabric. My invention relates wholly to a novel method of stretching and 
securing a bolting cloth upon its reel or frame, by the use of bars or wires secured to 
the edges and ends of the cloth, and thereafter secured to the reel or frame at its ends, 
and united together when in contact upon its side, whereby I am enabled not only to 
stretch the cloth more tightly and uniformly than by any other means and secure it 
more firmly, but to do so much more rapidly, avoiding the annoying and expensive 
tear and breakage of the cloth incidental to the old modes of stretching and securing 
it. Having thus fully described my invention, I claim as new and desire to secure by 
letters-patent the within-described method of stretching and securing a bolting cloth 
upon its reel by means of stay bars, rods, or wires a and 6, secured to the lined edges of 
the cloth and combined with the reel substantially as herein set forth.'' 

The reference is to a corset in which are stay bars, rods, or wires secured to the lined 
edges of the cloth, for the purpose of stretching and securing the corset upon the body 
of the wearer. If we substitute the frame work of wood for the frame work of bones, 
the methods of securing and stretching are identical. 

The long disclaimer of applicant wifl not avail him. He disclaims away every par- 
ticle of patentable novelty. He cannot get away from the fact that his bolting cloth 
is no more than a corset upon a reel frame, secured as corsets have been ; and, although 
his reel may be better, it is made so only by the application of an old device to an 
analogous purpose, which is not invention. 

The decision of the board of examiners-in-chief is afiSrmed. 



O. W. MlNARD. 

Extension, 
April 12, 1870. 

In the matter of the application of O. W. Minard for the extension of letters-patent for 
Improvement in Making Brass Kettles, granted April 15, 1856. 

Fisher, Commissioner : 

Applicant invented a useful machine for making brass kettles, for which he obtained 
letters-patent April 15, 1856. The examiner reports in his favor upon all the issues 
except due diligence and remuneration, which he submits on the testimony. It appears 
that a machine for making brass kettles was previously invented by, and patented to,, 
one Hayden, by which they are probably made as speedily and as well, though not 
upon the Hame principle, as by the machine of applicant. 

When applicant made his invention he was in the employment of Brown & Brothers, 
a corporation doing business in Connecticut. He made his experimental machines at 
their expense, tiled a caveat and procured a patent, all at their expense. In return he 
contracted to license them to manufacture under his patent for seven years. In July, 
1860, expensive litigation having taken plaoe, all at the expense of Brown & Brothers, 
Minnrd MSEsio^ned his natent and anvextonHion f.hnrAnf whinh micrlit. Ha rrnvntfA tn ttiAm 
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for $4,500. Id the iDStrument then executed he covenaDts as follows : ''And I hereby 
covenant and agree with said Brown & Brothers, that I will, ai their expense and cost, 
if they shall so require, do and perform all such thin^/s as shall be deemed requisite or 
necessary so far as executing all necessary papers and giving my testimony of all such 
facts relative thereto, as I may know, to procure if possible a renewal of both or either 
of said patents, and if said renewals shall be so obtained, that I will thereupon, by 
proper deeds of conveyance, assign and transfer said renewed patents to said Brown &, 
Brothers, their successors or assigns, without other or further consideration,^^ 

Nevertheless, when it was necessary to apply for this extension, and Miuard was 
requested to sign the necessary papers and furnish the reriuisite testimony, he demand- 
ed, as the price of his compliance, $11,236 more. This was a violation of the agreement 
of July, 1860 ; but the assignees were in his power and were forced to comply. Eleven 
thousand two hundred and thirty-six dollars was xiaid him in money and notes, in con- 
sideration whereof on January 7, 1870, he executed another agreement, in which he 
binds himself, his heirs, and assigns, '' to diligently prosecute the said application for 
extension, at the expense and cost of said Brown & Brothers, and to reassign unto 
them the said letters-patent, when extended by the Commissioner of Paten ts.^' 

No sooner was this agreement executed and* the money paid over, than, in the lan- 
guage of an affidavit filed by a member of the company, ** he demanded that the com- 
pany should pay him a still further large sum of money as a condition on which he 
would carry into effect his prior contract, and threatened that, unless his demand was 
complied with, he would take such a course in reference to the said application as the 
company were advised by their counsel would result in the defeat of said extension." 

The company acceded to this new demand, and a third contract was executed 
-whereby they agreed, in the event of an extension, to pay him |11,236 more; or ;*2G,972 
for the original and extended terms, originally sold by him for $4,500. 

It is obvious that the applicant is not one of those for whose benefit an extension of 
letters-patent was provided by law. He has not failed, without neglect or fault on his 
part, to obtain from the use or sale of his invention a reasonable remuneration for the 
time, ingenuity, and expense bestowed upon the same, and the introduction thereof 
into use. His time has been paid for by Brown & Brothers. He has been at no expense 
whatever, for they have paid for everything. They paid for all the experiments j they 
paid for the caveat and patents ; they were at all the expense and trouble of the intro- 
duction of the invention into use. Nothing remains to be paid for but the inventor's 
ingenuity. This, in 18G0, he deliberately valued at $4,500, and received the money 
for it. In 1870, but three months ago, having by his breach of contract acquired the 
power of revaluation, he named his own price and assessed the value of the extended 
term, from which he was to obtain full compensation, at $11,236, and this money was 
also paid to him. By these estimates, solemnly made by himself, I propose that he 
shall stand ; and I hold, accordingly, that by his own showing he has been fully com- 
pensated. 

If it were possible to do so, consistently with my views of the law or the public inter- 
est, I should extend this patent for the benefit of the assignees. They, however, did 
not invent anything, and they have doubtless been sufficiently compensated for their 
mere cash investments. At all events, the extension is intended solely for the benefit 
of the inventor, and when he is not entitled to receive it, the invention belongs to the 
public. I cannot consent that this applicant shall receive any further compensation : 
I have no right to bestow it upon any one else. 

The extension is refused. 



John R. Harrington. 

APPEAL FROM EXAMINERS-IN-CIIIEF. 

April 12, 1870. 

In the matter of the application of John R. Harrington for letters- patent for an Impkove- 

MEXT IN Carpet Lining. 
Fisher, Commissioner: 

This invention is, in effect, a new carpet lining, formed by making a paper bag, the 
seams or edges of which are formed of textile fabric, into which bag are put as many 
sheets of soft paper as may be reciuired to give the desired thickness. 

Applicant claims *^ a carpet lining formed of the envelope A, the edges of which are 
connected by a woven fabric C, glued or cemented thereto, and the inner sheets or 
thicknesses of paper or like material B, when the same shall be constructed as herein 
described." 

The primary examiner rejected the application upon references which are not perti- 
nent, except as showing that various carjiet liuings have been patented, though none 
were formed like this. 
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The board of examinen-in-chief reject it as an expedient in common honsehold nse. 

In view, however, of the fact that these linings are of considerable ntility, although 
involving no very great degr^ of invention, and of the failure to anticipate this 
improvement by reterences, I cannot consent to condemn it as a common household 
expedient. My own experience does not recall any lining made in this manner, and I 
doubt if the board intended to assert that such a lining has been heretofore actually 
made or used. 

The decision of the board of examiners-in-chief is reversed. 



Alanson Gary. 

ikPPEAL FROM EXAMINIERS-IN-CIIIEF. 

April 12, 1870. 

In the matter of the application of Alanson Cary for letters-patent for kn Ihprovrmknt 

IN Lightning Rods. 

Fisher, Commissioner : 

Applicant obtained a patent for a peculiar compound wire for lightning rods. He 
now proposes to twist two or more of these wires together, and to obtain a patent for 
that. He claims, " as a new article of mannfaoture, the lightning rod constructed of 
two or more iron or steel wires twisted together, each covered, iMfore twisting, with 
copper strips, in the manner described, said wires and copper covering being coated 
witn tin or other metal to prevent oxidation," &.e. 

The only novel featnre in this claim is embraced in so much of it as precedes the 
words ** each covered,'' &c. The rest simply describes the wire previously invented and 
patented by applicant. 

But he is not the inventor of twisted lightning rods, or of twisted lightning rods 
composed of two or more wires, or of twisted lightning rods composed of more than 
one metal, or of iron and copper. These are all old. 

His wire, when he patented it, became subject to the manipulations that any other 
w^ire had previously been subjected to. Any one might twist it in two or more strands, 
as other wires had been twisted for analogous purposes. This does not involve inven- 
tion, nor constitute a patentable combination. 

The decision of the board of examiners-in-chief is affirmed. 



Simon Ingersoll. 

Uxtensian. 

April 13, 1870. 

In the matter of the application of Simon Ingersoll for the extension of letters-patent 
for Improvement in Hay and Cotton Presses, granted him April 15, 18o6. 

Fisher, Commissioner : 

This extension is opposed only bv the former partners of applicant, one of whom is 
his brother. This brother swears that he was a joint inventor of the improvement, and 
that the patent should have issued to both of them. The discovery of this fact, if it 
be one, has been somewhat tardy ; bnt, after considering the testimony, I am of opinion 
that it is not proven, and that, if offered in this form at the time of the original grant, 
it woald not have prevented the issue of the patent to Simon. 

I am inclined to think, also, that the invention is not worthless, as alleged, but that, 
though doubtless capable of improvement, it afforded a fair foundation of invention, 
upon which the superstructure of such improvements could be built. 

This application must, however, fail ; not by reason of the strength of the opposition, 
bnt by the weakness of the patentee's own case. No statement is furnished of the 
ascertained value of the invention, nor is it shown that it has any positive value, nor 
is any satisfactory proof offered upon this point. The allegations and proofs upon the 
question of due diligence are absolutely wanting. He owned and, for aught that 
appears, still owns one undivided third of this patent. Under this he might have 
manufactured and sold despite his partners. They could not sell him out or enjoin him. 
Nevertheless, it does not appear that he made the slightest use of the patent from 1858 
to the present time. I am not at liberty to imagine excuses for this lack of diligence 
where none are offered. 

The extension is refused. 
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William Lowb. 
Reissue. 

APPEAL FROM XXAMIXERS-IN-CHIEF. 

April 13, 1870. 

In the matter of the application of William Lowe, for the reissae of letters-patent for 
an Improved Method of Increasing Combustion in Steam Boilers, granted 
Jnne 4, 1867. 

Fisher, Commiseioner : 

Applicant devised an apparatus whereby the products of combustion arising from a 
furnace are condncted by tubes which enter a combustion chamber at nearly opposite 
points. The currents are thus disturbed and caused to commingle, and while in this 
condition air or oxygen is introduced to them. It is claimed that combustion is much 
facilitated by this arrangement. 

For this apparatus he has applied and been allowed letters patent. He now seeks, 
in another division of his application, to obtain a second patent, with the following 
claim : '* The process above described of oxidizing the products of combustion, namely, 
by bringing air in contact with these gases while being mixed and in a state of dis- 
turbance.'' 

The first answer to this claim is that it cannot form the subject of a separate patent. 
It is not for a distinct and separate part of the thing patented in the original. The 
furthest point to which the division of inventions has been pushed has been to grant 
one patent' for a process and another for the product of that process. Such patents 
have, with some hesitation, been sustained, (Goodyear vs. Hontinger, 3 Fisher, 150; 
Goodyear vs. Wait.Z Fisher, 244; Goodyear vs. Providence Rubber Co, ^ 2 Fisher, 510;) 
bnt tipon the express ground that this was a matter confided by law to the discretion 
of the Commissioner^ But I have never known one patent to issue for a machine and 
another for the law or principle by which it operates. The mechanism of applicant is 
of no possible value except to carry out this process. Aside from this it possesses no 
patentable .utility. The process is of no avail unless carried on through the medium 
of instrumentality. {Morton vs. New York Eye Itifirmary, 2 Fisher, 324.) It would be 
idle to sell the patent for the mechanism, and withhold that which covers its legiti- 
mate and only mode of operation. 

Separate patents for processes and products have been justified upon the ground 
that the product might oe imported, and a patent for the process would give no pro- 
tection ; but the machine and its mode of operation cannot be separated. 

Upon this ground alone the present application for a division cannot be sustained. 

But a second objection is that this claim, when severed from the mechanism, is 
substantially a claim for a law of nature or for a principle. It is a claim for a process 
of oxidizing products of combustion by contact with air when the products are 
disturbed. 

Now nothing is more obvious than that all products of combustion are more or less 
disturbed at till times ; that air is constantly oeing brought in contact with them at 
the time of such disturbance, and that this phenomenon takes place in all combustion. 
For in all combustion there is more or less of secondary combustion of the products of 
that which may be called the primary combustion, and this arises from the union of 
the oxygen of the air with such products. All devices for perfecting this combustion 
are only intended to increase this union in decree but not in kind. It is no longer 
open for any one to claim the process of oxidizing the products of combustion oy 
bringing air in contact therewith when the former are disturbed. 

But, thirdly, the so-called process of applicant, aside from the mechanism by which 
he carries it out, is found in the references. As patents are not granted for diilferences 
of degree, it is sufficient to show that in any of them the products of combustion are 
oxidized by the introduction of air into a chamber where these products are mixed 
or are disturbed. Not to multiply references, the case of William P. Parrott shows an 
arrangement in which such disturbance is inevitable, and in which the air is intro- 
duced to the gases at the time of disturbance. Indeed, applicant is forced to admit 
that this may be so, bnt says, ''there is no mixture except incidentally.** It is idle to 
eay that the patentee does not speak of this in his specification. It is the principle of 
the operation of his machine, and he was under no obligation to state the law by 
which it performed its obvious functions. (Foss vs. Herberty 2 Fisher, 35.) 

The ^ases are disturbed here as they are to a greater or less extent in the devices 
shown in all the references. As the applicant, by discarding his apparatus, lays claim 
to all oxidation of any products of combustion, broujrht in contact with any anmiint 
of air, when in any degree of disturbance, he must fail in view of the state of the 
art. 
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The decision of the hoard of examinere-ia-chief is affirmed. 

No appeal lies from the decision of the Commissioner upon the question of division. 
On the other points a limit of appeal is allowed for thirty days. 



Adams Glasgow. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

April 14, 1870. 

In the matter of the application of Adams Glasji^ow for letters-patent for iMruovEMENT 

IN Water Power. 

FiSHERy Commissioner : 

Applicant proposes to ohtain power from a wheel to he driven hy the action of waves. 
The device which he presents tor that purpose consists of a paddle-wheel, the blades 
of which are radial arms, triangular in cross section, the broad side of the blades upon one 
side of the shaft being presented to the advancing wave, while those upon the reverse 
side present only an angle. He is referred to a windmill consisting of a wheel com- 
posed of hollow cones upon radial arms, so arranged that the bases of the cones are 
presented to the wind for action, while upon the opposite side the wind acts upon the 
apex. The cross section of these cones is a triangle, and their principle of operation is 
precisely the same as that of the blades of applicant. The only difference is, that one 
is intended to operate in air and the other in water. Both are fluids, and would act 
upon such a contrivance, if at all, in the same manner. No patentable difference 
exists between the device of applicant and the windmill. 

The decision of the board of examiners-in-chief is affirmed. 



Robert M. Wilder. 

Uxtension. 

April 30, 1870. 

In the matter of the application of Robert M. Wilder for the extension of letters-pat- 
ent for Improved Sheep-shearing Machine, granted May 6, 1856. 

Fisher, Commissioner : 

The invention in question is a sheep-shearing machine, to be operated by hand. It 
consists of two sets of circular cutters, one revolving over the other, and actuated by 
toggle levers operated by the hand of the operator. To secure continuous motion a 
strong spring is provided, which is compressed by the hand in closing, but which 
expands and imparts motion to the cutters when the hand opens. Such an a])paratU8 
can only be operated by a man with strong hands, and would be likely to prove 
fatiguing to any one. 

Such as it was, four machines in all were made during the lifetime of the patei^t. A 
good deal of diligence was exercised in attempting to introduce the invention, which 
failed, because the machine, as constructed, was practically worthless. After giving 
it a fair trial, the patentee has, for some years past, substantially abandoned it. 
Within a few months, however, a party in the East has sought him out, procured and 
paid for a reissue of the patent, and neg:otiated for half of the term of the extended 
patent. The reason of this sudden activity is that machines with rotary cutters, 
operated in a totally different manner, have lately been invented by others, ^md have 
proved valuable. 

The applicant, in seeking his extension, is confronted with the lack of value in hi» 
invention. He operated throuj^h two agents, Ide and Robinson, the latter being an 
owner of half of the patent. These men and himself effectually condemn this inven- 
tion, as Wilder made it. 

Robinson says: " I couldn't estimate the value of the invention with the combination 
shown in the patent. I think it has furnished the idea to some man to get up a good 
machine." 

Ide says that he could not say of what value the invention, as made, would be. He 
does not know of any value. He never knew a farmer to use one. 

Wilder says that he does not know where a working machine is to be fOPftd. Aa 
constructed, he could not lix an estimate of the value of the invention. o 

But the invention *' as constructed" is his. He invented nothing else. He gives no 
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hint of any other mode of using it. He never embodied whatever idea he had in a 
practicable or nsefal machine. It was open^ therefore, for any one to take his crude 
ideas, and to *' get up a good machine '' if possible. ( WhUeley vs. Swaynej 7 Wall., 685.) 
The extension is refused. 



Smith vs. Burlew. 
Interference. 

APPEAL FHOM £XAMINERS-IX-CIiI«F. 

May 16, 1870. 

In the matter of the interference between the letters-patent granted to Thornton- 
Smith, and the application of Cornelias Burlew for letters-patent for Improvement 
IN Concrete Pavement. 

Fisher, Commissioner : 

The invention consists in making the sidewalks, gutters, and streets of one contin- 
uous mass of concrete, without the intervention of curbstones. 

Smith applied for his patent January 2*i, 1869, and obtained it February 16, 1869. 
Burlew made application June 23, 1869. The burden of proof is therefore upon the lat- 
ter, who must overcome the presumption that the former is the first inventor. This 
he undertakes to do by four items oi proof : 

1. That in June, 1868, he laid a pavement in the grounds surrounding the bailding 
of the Agricultural Department in Washington, containing the invention in contro- 
versy. 

2. That the invention was shown in a model made by him, or by his direction, in 
October, 1867. 

3« That it was described in a hand-bill, printed at about the same time, which was 
prepared under his direction. 

4. That in April, 1867, he laid a piece of pavement containing the invention in the. 
grounds of one Litchfield, in Brooklyn, New York. 

As to these items of proof it is to be observed : 

1. That the pavement at the Agricultural grounds has no sidewalks, and in no proper 
sense illustrates the invention ; and that, if it did, the weight of evidence is that it 
was made under the direction of Smith, and not of Burlew. 

2. That the model was made by one Ragan, for Smith, and in accordance with his in- 
structions and at his expense. 

3. That the portion of the hand-bill which describes the invention in controversy 
was prepared by Smith. 

4. That the Litchfield f)avement at Brooklyn did not show the invention. The 
Inventor places his invention at a later date, and says of this pavement, that after 
making it he had thought ''that pavement might be constructed in that way;'' and 
that, prior to August, 1867, the idea in his mind " had not been brought out in practi- 
cal test." The Litchfield pavement was in truth a cariiage-way. At the point at 
which it crossed the sidewalk of the street, there were slight depressions for water- 
troughs. These depressions continued inside the gateway until they touched the side 
of the way, thus forming an angular strip extending on each side for a short distance. 
This angular strip is now called a sidewalk, but it was obviously no part of the desigir 
of the maker of the roadway to provide a sidewalk, for it vanished in a few feet and 
merged into the roadway. 

This is all the testimony. It fails to overcome the presumption of prior invention 
arising from the earlier application of Smith, and of the grant of letters- patent to him.. 

The opinion of the board of exauiiners-in-chief announces, as a rule of practice, the 
followiag extraordinary proposition : '' Heretofore, this board, in cases of interference 
between an applicant and a patentee, have leaned to the side of the applicant whero 
there has been doubt as to who was the prior inventor, and have been disposed to grant 
the prayer of the applicant on the gi-ound that this is expedient in order that it may 
be determined in a court of law, if the parties so choose, to which of said parties is 
rightly issued letters-patent." 

It is an old maxim of the law that pHar temporej potior jure^ and when a party has 
made his application and obtained his patent, it would seem that his priority in point 
of time should entitle him to some consideration as against later and less diligent com- 
]>etitors. Accordingly, by the rules of this office, following the ordinary rules of evi- 
dence, the burden of proof is put upon the last applicant to overcome by evidence the 
presumption of priority arising from the earlier application. The effect of this rule is 
to declare that, as the case stands at the declaration of interference, it must be decided 
in favor of the earlier applicant if no proof be oftered ; or, if the testimony is equally 
balanced, it must be decided in his favor ; or, if it be simply doubtful, he is entitled to 
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the benefit of the clonbt. To give tbe benefit of the donbt to the last applicant, is 
simply to presume that the first applicant is not the first inventor, which woaid neither 
be in accordance with law nor common sense. The logical result of sach a doctrine 
would be, in every case where there are two applicants, neither of whom has a patent, 
but where the proofs raise a doubt, that a patent should issue to both, in order that 
the courts may decide between them. 

The truth is that the Patent Office is made by law the tribunal where in the first 
instance the question of priority is to be determined, and where it is to be determined 
upon testimony taken and applied according to the ordinary rules of evidence. If 
there is error, a remedy is ^iven by section 16, act 1836, by bill in equity, to either 
party, whether a patent is issued to him or not. This provision is ample, and takes 
away all necessity and excuse for foisting upon the country, in the face of the ordinary 
legal presumptions, two patents for the same invention, both of which may be used 
as means of speculation upon, or annoyance to, the innocent public. 

The decision of the board of examiners-in-chief is reversed, and the priority is 
awarded to Smith. 



Bingham vs. Watkins. 
Interference, 

APPEAL FROM EXAMINER5-IX-CHIEK. 

May 16, 1870. 

In the matter of the interference between the application of Alanson Bingham and the 
letters-patent of 6. A. Watkins for Improvemknt in Chair Seats. 

Fisher, Commissioner : 

The improvement in controversy is thus defined by Bingham in his claim : ^' The 
mode of attaching single splints to form the seat of chairs for clamping their ends 
between angles formed on or in the edges of the seat frame and in or on auxiliary 
frames or cleats, substantially in the manner set forth." His application was filed 
January 14, 1869, while that of Watkins was filed October 12, 1867, and patented April 
7, 1868. 

The proofs are clear that in October, 1866, Watkins made one or more models of chairs 
in which the seats, which were of wire-cloth, were secured in the precise manner in 
controversy. These models have been preserved and are produced. They antedate 
any invention made by Bingham except that shown in letters-patent issued to him 
.Tune 19, 1866, which is not substantially the same as that for which he now makes 
application. 

It is, however, urged that Watkins subsequently forgot the existence and character 
of those models, and that they were recallea by accident. This question would be of 
importance if the burden of proof were upon him ; or if Bingham were the prior 
applicant or patentee. As, however, Watkins applied for and obtained letters-patent 
within one year after making these models, and a year before the filing of Bingham's 
application, he can in no sense be held to have abandoned his invention and is 
entitled to avail himself of the date of the actual production of the improvement, as 
jigainst a junior inventor and applicant. 

The decision of the board of examiners-in-chief is affirmed. 



Eaivies v8. Gill. 

Interference. 

appeal from examine rs-in-chief. 

May 16, 1870. 

In the matter of the interference between the application of A. Eames and the letters- 
patent of C. B. Gill, both for Improvement in Pumps. 

Fisher, Commissioner: 

This case involves nothing but a question of fact. 

Gill, in 1864, described bis invention to one Mason, and sketches were made of it at 
that time, which have been preserved aud are put in evidence. He did nothing fur- 
ther, until, as one witness puts it, " between September, 1866, and April, 1867," or, as 
another states, *' about January, 1867," when he employed a pattern-maker to make a 



DECIM0N8 OP COMMISSIONER OF PATENTS FOB 1870. 43 

pattern, from which Mason made a pnmp " in February, 1867." He applied for a patent 
March 29, 1867, and obtained it July 30, 1867. 

Eames Siiyn, that in the middle of 1866 he conceived of the invention and made 
sketchPH of it. He ^ave partial descriptions of it to others, but did not exhibit his 
sketches to them. He subsequently attempted to make a pump upon a different plan, 
but failed, and, finally, about April 1, 1867, constructed a pump upon the plan in con- 
troversy. His counsel seems to suppose that he made tais pump in Febniary, and 
showed' it to Mndge on the 16th of that month, but this is not sustained by the testi- 
mony. Eames does not state when he made his first pump, and Mud|;e being asked, 
(Re-direct interrogatory 1,) "Please let us understand distinctly what it was Mr. 
Eames showed you on the 16th February, 1867, aud what he said about itf replied, 
'* It was a drawing of the same piston as the paper shows in the application for the 
patent ; this had one flat valve going through from side to side. He also showed me at 
the same time the two valves, and thought the two would work better than one." All 
this has reference not to a pnmp, but to a drawing of a pump. Eames made applica- 
tion for a patent, August 25, 1868. 

Whether the earlier sketches and descriptions of the parties be accepted as their 
inventions respectively, or, rejecting these, reliance be placed u^ton the reduction of 
the invention to a practical form, Gill is, in either event, in advance. As he was the 
earlier applicant, and is now the patentee, the charge of abandonment has no applica- 
tion to him ; especially as, betweeu his first conception and his reduction to practice, 
Eames did nothing more toward perfecting an invention than Gill had done already. 

The testimony fully Justifies the statement of the examiners-in-chief, that Gill was 
clearly the first to conceive, the first to disclose, the first to demonstrate, the first to 
experiment, the first to perfect and reduce to practice, the first to apply for and the first 
to secure a patent. 

The decision of the board of examiners-in-chief is affirmed. 



Duckworth vs. Crompton & Wyman. 
Interference, 

APPEAL IROJI EXAMINERS-IN-CHIEF. 

May 16, 1870. 

lu the matter of the interference between the applications of ,Tohn C. Dnckworth, 
George Crompton and Horace Wyman for letters-patent for Improvement in Loo^ls. 

Fisher, Commissioner : 

In a conversation between Crompton and Wyman in 1861, the latter made some 
rough sketches, which he explained verbally to the former, of a plan which, as described, 
embodied in a rude form the invention in controversy. Crompton had a plau of his 
own, however, and, after discussion, concluded to adopt it in preference to Wyman'::. 
Wyman's sketches were not preserved aud nothing came of his description until Sep- 
teml)er, 1866, wheu Crompton recurred to the idea, and, as Wyman testifies, having 
made "modifications and improvements'' upon it, built an experimental loom, which 
was tried for a few days during that month in Hamilton's tape works in Worcester. 

No sketches, models, or written description of what was alleged to have been in- 
vented by Wyman in 1861 having been preserved, we are left entirdly to the recollec- 
tions of Crompton and Wvmau, both to some extent interested witnesses. Proof of 
invention consisting wholly of the memory of conversations occurring, or of sketches 
made eight years before, is of the most unreliable kind. {Foster vs. Hamiltov^ Commis- 
sioners' Decisions, ltj69, p. 30; Towsend ^ Foster vs. FotoU, t2»id.,p. 35 ; White v%, Allen ^ 
2 Fisher, p. 445; IFinans vs. New York c|* Harlem Railroad Company^ Franklin Journal, 
3d series, vol. 61, p. ^iQ2.) I should hesitate to accept such evidence as against a subse- 
quent invention actually reduced to practice. 

But, if Wyman invented anything in 1861, he did nothing with it for seven years. 
This, if the invention or application of others intervened, is fatal to his case. (See lion'- 
ley vs. Mason, Book of Appeals, vol. 4, p. 297 ; as well as a long list of cases since 
decided, in which the doctrine of that case has been followed and applied.) 

It is said that the war intervened, but the parties expressly testify that the manu- 
facture of looms from that cause was interrupted but for a single year, and the war 
ceased in 1865. It is said that there was a verbal agreement between Crompton aud 
Wyman, by virtue of which all inventions patented by the latter were to belong to the 
works, but as this agreement still exists, and the application of Wyman is being 
pressed, confessedly for the benefit of Crompton, who is the real party in interest, 
Wyman is to be charged with Cromptou's laches as well his own. The interest of 
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Wymaii in the invention has always been the same as now. Cromptou, who is to own 
the patent, cannot be allowed to say that Wynian was prevented by him from obtain- 
ing a patent. Nor can Wyman, who has no pecuniary interest in it, be allowed to play 
the part of an inventor under duress. This is not the case of White vs. Allen f 2 Fisher, 
445, nor anything like it. This is Wyman's application only in name. It is really 
made by Cromptun for his own interest, and a fortiori he must be charged with his own 
laches. 

All that was done by Wyman, then, was to make a suggestion, subsequently aban- 
doned. It was competent for any one to take up that suggestion, to modify, improve 
upon, or perfect it, and then to use or patent it. ( Whitely vs. Swayne^ 7 Wall, C«5.) 

This reduces the question to one of priority between Crompton and Duckworth. 

Crompton modilied and improved Wyman's idea and put it into an experimental 
loom in September, 1866, where it was used for a few days. He then proceeded tn build 
upon the newly adopted principle and completed it in February, 1867. He applied for 
a patent in April, 1868. 

Duckworth and his two brothers swenr that in 1865 he made working drawings illus- 
trating the invention in controversy. These drawings are not, however, produced, and 
the looms actually constructed then and during the year did not contain the invention. 
This proof is no better than Wyman's. The same witnesses, however, testify that, in 
July, 1866, Duckworth made new working drawings, showing the invention, from which 
a loiom was actually constructed in November of the same year. One of these drawings 
is produced ; the other was cut up for patterns. My attention has been called to the 
fact that, according to the drawing which has been preserved, the pattern chain could 
not have come in contact with the jack. In the reproduction of the other drawing, 
offered in evidence, this defect is corrected, and, if it be a true copy of the side eleva- 
tion of the machine, the error was clearly in the drawing which has been preserved. 
It is urged that, upon this point, the burden is upon Duckworth of proving which of 
these drawings is correct. This is true, and he has assumed the burden ly producing 
the pattern actually made from the drawing. This pattern the witnesses swear, pos- 
itively, was made in August, 1866. It corresponds to the side elevation of the drawing 
as reproduced, and, independently of that drawing, it proves the construction, in pat- 
terns, of a full-sized loom, containing the invention in question, as early as August, 
1866. The loom itself was constructed in November, 1866, and an application was filed 
October 25, 1867. 

From this statement it would seem that Duckworth was the first to reduce the inven- 
tion to a practicable form and the first to apply for a patent. Rejecting, as I do, the 
supposed invention of Wyman, I am of opinion that, as between Crompton and Duck- 
worth, the latter is ahead in the race of diligence. 

The decision of the board of examiners -in-chief is reversed and priority of invention 
is awarded to John C. Duckworth. 



JOHNSTON V8. PiMLOTT. 

Interference. 

APPEAL FROM EXAMINERS- IN-CHIEF. 

May 16, 1870. 

In the matter of interference between the applications of Samuel Johnston and William 
Pimlott, for letters-patent for Improvements in Harvester Rakes. 

Fisher, Commissioner : 

Samuel Johnston was the^proprietor oi a manufactory or reapers in Syracuse, New 
York. William Pimlott was his general foreman. There is no pretense that the latter 
was specially employed to embody the invention of the former. The presumptions of 
originality, arising from the situation of the parties, are therefore equal or in favor of 
the workman, rather than of the employer ; while the presumption of priority is with 
Pimlott, because his application was first filed in the office. 

With the burden of proof upon him to show priority of invention, Johnston has failed 
to prove that he made the invention in question at any time. On the contrary, it is 
plain, from the testimony, that the invention was made by Pimlott, and by no one 
else. 

It appears that the subject of this improvement had previously eno^aged the atten- 
tion of the latter, and that he had made some progress toward perfectmg it and reduc- 
ing it to practice. In July, 1868, Johnston devised a plan for the saiRe purpose, which 
neither he nor any of his witnesses is now able to describe, but which it is sufficiently 
obvious was impracticable. This plan he verbally directed one Miller to carry out. 
^iller tried it, but failed. Pimlott then came forward with his plan, and as Johnston 
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was absent and could not be consaltedf Miller asked Pimlott if be had not better go to 
work '* and make a pattern on that (Pinilott's) plan, as he could not do anything ou 
the other," (Johnston's.) He did so, and when Johnston came home he at first con- 
demned the plan and mutilated the i)attern, but afterward approved of it, adopted it, 
and now claims a patent fur it. 

Strangely enough, he cannot now describe his own plan, and he does net claim to 
have originated this one, but he seems to suppose, and his whole case is founded on 
this hypothesis, that he is entitled to the inventions of his workmen. This doctrine 
derives no support from Agawam Company vs. Jordan^ or Townsend ij* Fouler vs. Fowle. On 
the contrary, it is held in those, and all other well-considered cases, that the workman 
whose suggestions amount to independent and complete inventions, is as much entitled to 
them as his employer is to his own conceptions. 

The decision of the board of examiuers-in-chief is affirmed. 



William Brown. 

APPEAL FROM EXAMINERS-IN-CIIIEF. 

May 21, 1870. 

In the matter of the application of William Brown for letters-patent for an Impuove- 
MENT IN Packing for Stuffing Boxes. 

PiSHER, Commissioner : 

Applicant claims, "the combination of the wall of the packing cavity with a wire 
rope so as to operate in the manner hereiubefore set forth." This wire rope is to be 
used unmixed with fibrous material, aud it is to be wound around the piston in the 
form of a coil. 

This use of wire rope lay so far out of the track of its ordinary applications aa not 
to be suggested by them, and, if new, was patentable. The primary examiner, how- 
ever, referred to rope packing of fibrous material, or of fibrous material mixed with wire. 
The applicant describes these materials, claims that they fail to produce the best 
results, for reasons which he gives, aud declares that it is his purpose to dispense with 
all fibrous material, and to provide a packing that shall wear equally, and that shall 
Dot clasp the piston as closely as fibrous material would be likely to do. The board 
of examiners-iu-chief recognize this distinction between the plan of applicant and the 
former devices, but declare that he is wrong in his theory, and that he has gone back- 
ward instead of forward. This opinion tends to show more strongly that the substi- 
tution which applicant has made is not an obvious one, but that it is the result of a 
theory which, so far from being accepted as soon as proposed, provokes hostile criti- 
cism and flat denial. 

It is enough to know that here is novelty aud an invention. Utility is found in the fact 
that it is capable of use for a proper purpose. Whether or not it be the best of its 
kind, or as good as other and different devices, may be left to the test of experience. 
Ex parte Cheeseborough, Commissioners' Decisions, 1869, p. 18. 

Tlie decision of the board of examiners-in-chief is reversed. 



Logan m. Holdiman. 
Interference. 

APPEAL from EXAMINERS-IN-CHIEF. 

May 21, 1870. 

In the matter of the interference between the applications of John Logan and Daniel 
Holdiman for letters-patent for an Improvement ix Sleigh-runners. 

Fisher, Commissioner: 

This case presents some features which render it difficult of determination. The 
actual issue between the parties is presented in the claims, which are nearly identical. 

The claim of Logan is for " The cast-iron sled-runner A, herein described, having 
cbilled bottom, steel shoe a, tapering bolts h 2>, openings t* v, braces e e, 2 Z, constructed 
and arranged to operate as specified.'' 

The claim of Holdiman is for '^ A cast-iron sleigh-runner, cast with circular knees 
a a, rests a' a\ and dovetailed shoulders r r, iu combination with a steel shoe B, at- 
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tached to the rauner by means of the Blioalden 6 6, bolts o o, and nnts e e, working in 
the slots or openings n n, all constructed and arranged substantially as and for the 
purpose described.'' 

The claims are substantially identical. Both embrace combinations consisting of 
many elements, all of which are. necessary to the complete invention. To prove inven- 
tion, it is necessary to show the union of all of these elements in some tangible form. 
It is not the invention of the runner, or of the shoe alone, pr of tfie mode of attaching 
a shoe to this runner, or of the attachment of this shoe to any runner. The proof of 
invention must include the described rnnner with the described braces, having the 
described shoe attached by the described dovetails, slots, and bolts. 

The testimony has been taken and the case has been argued in great part as if the 
question were to determine who invented the nnion of a spring-steel shoe to a sleigh- 
runner by means of a dovetail at each end and intermediate oolts. If this were in 
truth the issue, if it were the device claimed, and if it were the subject of a patent, in 
view of the state of the art, I shonld have uo hesitation in awarding priority to Holdi- 
raan. 1 do not think that Logan thought of such a shoe until after Holdiman sug- 

gested it to him, nor of this mode of attachment until after Holdiman explained it to 
im. I am of opinion that he appropriated Holdiman's ideas upon this point, and as 
Holdiman, although a workman in his establishment, was not employed oy him indi- 
vidually, nor specially, to embody his device — he had no more jight to Holdiman's ideas 
than Holdiman had to his. 

But the claim is for a complete runner composed of certain braces and flanges, with 
a shoe and certain attachments. There is no evidence that Holdiman invented or 
described such a runner before the making of his model, which was after tiogan had 
completed the combination. Even if the latter was not the inventor of the shoe attach- 
ment, he had the right to combine it with other elements and claim the new combina- 
tion. From a careml examination of the testimony, I think that Logan was the first 
to do this, and that he is therefore entitled to the patent for the combination in contro- 
versy. 

The decision of the board of examiners-in-chief is reversed. 



Samuel Sharrock. 

APPEAL FROM EXAI^IINEBS-INrCIIIKF. 

May 21, 1870. 

In the matter of the application of Samnel Sharrock for letters-patent for Improvembkt 
IN the Construction of Piles. 

Fisher, Commissioner : 

The applicant disclaims and claims as follows : '* I am aware that the peripheries of 
hollow piles have been constructed of three or more bars of metal flanged at their lon- 
gitudinal edges, and united by their flanges so that at least three flanged strips were 
required to form a length of pile, and therefore I do not claim the construction of piles 
in that manner. Bnc what I claim, &c., is, 1. The constmction of a tubular pile of 
two semi-cylindrical sections of malleable metal connect<ed at their longitudinal edges 
as described. 2. The combination of two semi-cylindrical sections by bntt strips, the 
whole forming a tubular pile as described.'' 

Stripped of its verbiage, the disclaimer and claims amount to this : " I disclaim piles 
made or three or more £tnged strips, but, 1. I claim piles made of two flanged strips, 
and, 2. I claim piles made of two strips united by battens." 

The columns shown in Dowson's Belgian patent, which, the specification declares, 
may be used for pile work, consist of three longitudinal strips united in the same way 
as the two strips of applicant. The reduction of the number of pieces from three to 
two does not involve invention and is not the subject of letters-patent. 

The patent of Enoch Jacobs shows entire wall plates of iron Jails, and complete cells 
of such Jails connected by butt strips in the same manner as the semi-cylindrical strips 
in the second form of applicant's columns. He claims that this is not a pile but a Jail 
wall : but, in a suit upon Jacobs's patent, that patent was held to be void, notwith- 
stanaing the new application, because such butt strips had been used in iron safes, for 
the hand-rails of bridges, and were generally known to iron-workers as a common 
means of connecting strips of iron. Tne Supreme Court, Jacobs vs. Baker, 7 Wall, 683, 
affirmed the decisions. Iron piles being old, the application of well-known modes of 
attaching the parts together does not make of the pile thus fashioned a new manufac- 
ture in an^ patentable sense. 

The decisions of the board of examiners-in -chief is affirmed. 
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Haevby Miner, Henry M. Stevens, and others. 

Extension, 

May 23, 1870. 

Id the matter of the application of Harvey Miner, Henry M. Stevens, and Mary Saun- 
ders, executrix, for the extension of letters-patent for Improvad Couplikg for 
Vehicles, granted May 27, 1856. 

Fisher, Commissioner : 

In this case the claim is for '^ a ring of vulcanized rubber, or some other yielding and 
more or less elastic material, applied substantially as herein specified, in combination 
with a divided eye, and a bolt or pin fixed in the clips, either immovably or in such 
manner that it can betaken out and replaced, the whole being applied to a vehicle and 
acting substantially in the manner and for the purposes herein set forth.'' The ring of 
rubber passes entirely around the bolt, and is in turn embraced by the divided eye. 

The examiner reports that the invention was not new when granted. The report 
of the examiner upon this point in extension cases is always entitled to groat weight, 
but it is not conclusive. The Commissioner may examine the references for himself. 
In this case I have made such examination and I am of opinion that the conclusion of 
the examiner is erroneous. He gives three references. The first shows a shaft with a 
divided eye, but there is no rubber ring. The second shows a bit of rubber in rear of 
the clip, but it is not a rubber ring and there is no divided eye. The third is a compound 
spring of steel and rubber which is complicated and could not be applied to vehicles 
for the purpose set forth. The envelope of brass and steel is in no proper sense an 
equivalent lor the divided eye of the patentee. The combination is, therefore, not to 
be found in any of the references, and the novelty of the invention is not Impeached. 

As all the other requisites are found in favor of the applicant, an extension will be 
granted. 



Charles T. Eames. 

Extension. 

May 23, 1870. 

In the matter of the application of Charles T. Eames for the extension of letters- 
patent for an Improvement in Boot Trees, granted May 23, 1856. 

Fisher, Commissioner : 

There is no objection to the extension of this patent except the doubt expressed by 
the examiner as to the novelty of the invention specified in the first and third claims. 
His doubts seem to arise from supposing that the word *' combination '' means in this 
case juxtaposition merely, and not atta^ment, for he says that in the references which 
he gives *' the rod is sot attached to the front piece of the tree, but the parts claimed in 
combination are shown." 

Eames's first claim reads as follows: "I do not claim every combination of every rod 
and front in a boot tree ; but what I do claim is the combination of the rod D, con- 
structed substantially as described, directly with the front B, for the purpose specified.'' 
In another part of the specification he says, "No tree has ever before been made to my 
knowledge, in which the stretching rod was constructed with shoulders designed to 
embrace ways which were a part of the front itself, which is the first part of my invention, 
and, as I believe, the most important part, as by this direct combination of the rod 
and front I am enabled," &c. Obviously, therefore, the words in the claim " the com- 
bination" • * « <* directly with the front," mean attachment to the front in 
the manner described, and not mere relation of parts without attachment. 

The same remarks apply in substance to the third claim, which speaks of two parts 
of the tree, fipont and back, which are "combined hy means o/a rod, cam, and incline." 
These parts appear to be the connecting mechanism, and in my judgment the language 
of the claim imports this, and cannot be limited to the mere exi|dl^^^^^e^^|:|chn^ts m 
a tree when they do not serve as connections or attachments. o 

The extension is granted. 
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W. E. Phelps. 

APPEAL FROM EXAMIXERS-IX-CHIEF. 

May 24, 1870. 

In tlie matter of the application of W. E. Phelps for letters-patent fur aa Iaiprovemext 

IX Sash-Fastexers. 

PisiiER, Commissioner : 

The invention of applicant consists in inserting a piece of rubber in the shape of an 
ordinarj' staple in the side of a window-sash. The two legs or prongs of the staple 
enter two holes and are secured by nails. The curve remains outside and presses 
against the frame. 

No reference is given that approaches nearer than a rnbber wheel or a combination 
•of rubber with metallic springs. The present improvement is distinguishable from 
these by its simplicity and cheapness, and although not involving the highest order of 
invpntion, may, I think, fairly be patented. 

The decision of the board of examiners-in-chief is reversed. 



ROBERT Price. 

APPEAL FROM EXAMIXERS-IX-CHIEF. 

April 24, 1870. 

In the matter of the application of Robert Price for letters-patent for an Improvement 
IN Postage and Revenue Stamps. 

TiSHER, Commissioner: 

The supposed invention of applicant consists in immersing paper in a weak bath in 
nitrate of silver, exposing it to the light until it has acqnired the desired tint, and then 
washing out the silver. Upon this paper he proposes to print postage or revenue 
stamps. He also proposes to add to ink a portion of cyanuret of potassium, for the 
purpose of writing upon such stamps. The invention is very vaguely described and 
the claims are not supported by the specification. 

It is obvious that the whole improvement consists in printing in the ordinary way 
upon paper that has been treated in precisely the same way as an ordinary photo- 
graph, or, in other words, using a well-known paper for an old and well-known pur- 
pose, for which, however, it is probable, that this particular paper has not been used 
before. This is not invention and cannot form the subject of letters-patent. 

The decision of the board of examiuers-in-chief is affirmed. 



J. G. G. Ganet. 
appeal from examixers-in-chief. 

May 27, 1870. 

Id the matter of the application of J. G. G. Ganet for letters-patent for an Improve- 
ment IN Insect Exterminator. 

Fisher, Commissioner : 

The applicant claims ^'the arrangement of molasses or other sticky substance around 
a lantern and upon a pole in the midst of a growing crop to attract and catch destruc- 
tive insects, as set forth.'' 

The precise device which he describes is shown in Cranston's prior patent. It con- 
sists of a lantern in the middle of a pan, the whole to be placed in an orchard or field 
at night. Iitsects flying or crawling to the light, fall into the pan. The difference is, 
that applicant proposes to put molasses in his pan and Cranston proposes to put water 
into his. The one intends to drown his victims, the other to kill them with a surfeit 
of sweets. Both are well-known substances for the destruction of insects, and the sub- 
stitution of one for the other, or the ''arrangement of molasses" instead of the 
''arrangement of water," cannot constitute a patentable invention. The devices are 
the same ; the uses to which they are put are not patentable. The first inventor of the 
combined lantern and pan had a right to fill his pan with any fluid that he pleased, 
and a pan constructed to hold water cannot be patented to hold molasses. {Brown vs. 
Bally 3 Fisher, 531.) 

The decision of the board of examiners-in-chief is affirmed. 
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G. BuBENS & Co., Assignees op F. Robert Theurer. 

Reisstie. 

APPEAL FROM EXAMINERS-IX-CHIEF. 

May 28, 1870. 

Ill the matter of the application of C. Rubens & Co., assignees for the reissaeof letters- 
patent granted to F. Robert Theurer tor Impuovement in Watches. 

Fisher, Commissioner : 

Theurer invented a means of winding a hunting watch by the opening and closing 
of the case. This was effected b^ a lever actuated' by the hinge, which, in turn, gave 
motion to an oscillating bar, which, by a pawl, operated the ratchet wheel upon the 
spring barrel. To obviate the danger resultiug from opening the watch too frequently 
and consequently of overwinding, he proposed to use his device only in connection 
with watches employing the Adrian Philippe spring, or in which the mechanism known 
as a fixed stop was dispensed with. 

He makes two claims. The first, for '^actuating the winding mechanism of the watch 
by the movement of the cover substantially as specified/' was allowed by the examiner. 
The second, which was refused, is as follows : '* 1 he combination with a spring arranged 
so as to dispense with a fixed stop, as hereinbefore specified, of a ratchet wheel on the 
winding arbor of said spring, and two clicks or pawls, the one stationary, in relation 
to the ratchet wheel, the other movable with and around said wheel, substantially as 
shown and set forth, so that the spring may be wound by an oscillating movement as 
specified and without thereby producing excessive tension of the spring." 

The mechanism employed by applicant is not new, aside from the combination of it 
with a spring dispensing with a fixed stop, and such a spring is covered by the letters- 
patent of Adrian Philippe. Moreover, no such spring or mechanism is shown in the 
drawings of applicant or set forth in his specification except by the reference to Adrian 
Philippe's patent. The language of the reference is : ^'A mechanism, such, for instance, 
as shown in the patent of Adrian Philippe of July 5, 1864, is used.'' 

Two points have arisen in the discussion of this case which are worthy of considera- 
tion: Ist, whether the patented invention of another can form an element of a legiti- 
mate combination, and 2d, whether a legitimate combination can be claimed which 
includes an element not shown or specifically described in the specification and drawings . 
The second question may be answered in the afiSrmative with entire confidence. A well- 
known form of mechanism may be incorporated into and become an element of a legiti- 
mate combination without a detailed description. The specification is addressed to those 
skilled in the art to which the invention relates, and things well known to them need not 
be described, because the general public may not fully understand the details of the 
invention. The first point presents more difficulty. Undoubtedly there are many cases 
in which it would prove a great hardship to permit patents to issue for every combination 
of which an improvement previously patented might form apart. Instances are given 
in the cases of Janies Murphy, Commissioners' Decisions, 1869, p. 24, and Nathan Martz, 
Commissioners' Decisions, 1870, p. 18. If, for example, an improvement be made in a feed- 
water heater, it would be an abuse of the doctrine of combination to apply it in turn to 
every species of boiler and claim a patent upon every variation. In this way the pat- 
entee of the heater might be absolutely prevented from ever applying it to any boiler 
whatsoever. 

There is, however, another class of combinations, into which patented improvements 
may enter as elements and of which they may form legitimate members. Such cases 
are those in which the patented device is itself improved or made more effective by the 
combination, or in which a new whole is produced by the union, or in which the combina- 
tion does not lie in the legitimate and ordinary use of the patented improvement, but 
is so far out of the track of it as not to be obviously suggested by it, or in which the 
additional element is itself new, and could not have been, in the contemplation of the 
patentee, among the modes of using or applying his improvement. 

It is more easy to state general principles than to apply them to particular cases. 
The present case is not free from difficulty, but, after careful consideration, I have 
been unable to agree with the applicant. At the time that Philippe invented his 
spring, the balance of the mechanism in applicant's second claim was already known. 
Applicant brought the two together, but, in doing this, he in no way affected the action 
of the spring on the one hand, or of the ratchet wheel and pawls on the other. Each 
one x>eriorms its own function in precisely the same way as it did before the combina- 
tion. The only suggested advantage is that the watch will not be injured by over- 
winding. But this result is due solely to the employment of the Adrian Philippe spring, 
and is precisely what that spring was intended for. It is the function which it performs 
in every watcn into which it is introduced. Up to the point of this peculiar action 
it in no way affects or assists the winding mechanism, and when it begins to play its 
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¥aTt, it acts precieely as it would if any other winding mechanism were in operation, 
hese are not the elements of a legitimate combination. If a useless winding mechan- 
ism has been made nsefnl by Philippe's spring, he alone is entitled to the credit And to 
the beneficial resnlts. 
The decision of the board of examiners-in-chief is affirmed. 



A. H. Baldwin. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

May 28, 1870. 

In the matter of the application of A. H. Baldwin for lett«rs-patent for Improvement 

IN Pavements. 
Fisher, Commissioner: 

Applicant claims "a pavement for sidewalks, combining in its constmction a founda- 
tion of wood, substantially as shown and described, and a covering of bricks or an 
equivalent material, for the purpose specified." 

He is referred to pavements composed of bricks upon, a sand foundation, wood u]>on 
a wood foundation, wood upon a sand foundation, bricks upon an iron foundation, and 
to roofs, composed of tiles and bricks, laid in cement upon a wood foundation. 

Under these circumstances the use of bricks upon a wood foundation becomes a mere 
substitution of well-known materials for well-known purposes, and falls within the doc- 
trine of HoichkUa vs. Greentcood, 11 Howard, 248, and Jordan vs. Moore^ British Law Rep. 
Com. Pleas, vol. 1, 624. 

The decision of the board of examiners in-chief is affirmed. 



BbABLEY V8. Bafael. 

Interference, 

appeal from examiners-in-chief. 

May 28, 1870. 

In the matter of the interference between the application of Joseph H. Bradley and the 
letters-patent of R. Bafael for Improvement in Feed Apparatus for Boilers. 

Fisher, Commissioner : 

Rafael made application for a patent for the invention in cotitroversy July 22, 1865. 
The patent waa issued to him September 12, 1805. Bradley made application February 
19, 1869. Under these circumstances the burden of proof is upon the latter to show 
that he invented the device in question before Rafaers application, and also to show 
why he delayed making his application until the present time. He has attempted to 
furnish proof upon botn issues, but has failed in >each. It does not appear that the 
invention was perfected in patentable form before the grant of Rafael's patent, and, if 
it were, the history of the causes of his delay in making application do not make his 
case an exception to the rule announced in Rowley vs. Mason, IV Book Appeals, p. 297 ; 
Erhe vs. Hillf Commissioners' Decisions, 1869, p. 29 ; Wheeler vs. Chenoweth 4r MurriU, 
ibid., p. 43 ; Carleton vs. Merrill 4" Atwood, ibid,, p. 6, and others. 

The decision of the board of examiners-in-chief is affirmed. 



David H. Morrison. 

appeal from examiners-in-chief. 

May 28, 1870. 

In the matter of the application of David H. Morrison for letters-patent for Improve- 
ment IN Bridges. 
Fisher, Commissioner : f^ r^^^-i\ .- 

Applicant originally presented four claims. Exception was taken to the first and 
fourth. The fourth was erased, and the first is^ow the only one in controversy. It 
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reads as follows : The construction of the arch or top chord of a bridse by the hm of 
the iron I-beam, when arranged therein with its double flanges in vertical planes, sub- 
stantially as described, for i^e puriK)se specified." 

This claim was rejected by the primary examiner, upon references which the board 
of examiners-in-chief do not think pertinent ; but they go on to declare in effect that 
I-beams having been used in bridges or other structures with the double flanges in 
horizontal planes, it did not involve invention to arrange them with the flanges in ver- 
tical planes. 

The applicant suggests certain advantages which will arise from his new arrange- 
ment ; among others, that the frames and truss work can be more readily attached to 
the arch, or top chord ; and especially that, by this arrangement, the tendency to lat- 
eral flexure is resisted without the necessity of cross tim oers ; while the tendency to 
vertical flexure, beinc less considerable, is not increased. 

These advantages, lam of opinion, are substantial, especially the latter ; and if appli- 
cant was the first to attain tms result, the improvement might well be construed to be 
not for turning an I-beam upon its side, but for the construction of the arch or top 
chord of a bridge with a broad horizontal web, to resist lateral flexure. This, if new, 
is useful, and I think patentable. It is, however, not new. The arch exhibited in the 
withdrawn application of Penniman & McQlacklin shows a broad horizontal web, 
which possesses the advantages of applicant's beam, and differs in nothing from his, 
except in the fact that the upper flanges on each side are wanting. The web and 
lower flanges are pmsent and pei^orm the precise office of the same parts in applicant's. 
The upper flanges merely strengthen the whole structure. This r^erence anticipates 
the principle which is supposed to underlie the alleeed invention, and as the I-beam 
itself is old, reduces it to a mere application of an old device to an old purpose. 

The decision of the board of examiners-in -chief is affirmed. 



ECCI-ESTON AND COVILLE. 

APPEAL FROM EXAMINET^S-IN-CHIEF. 

May 31, 1870. 

In the matter of the application of C. H. Eccleston and L. Coville, for letters-patent 
for Improvement in Sash Fastening. 

Fisher, Commissioner : 

The applicant describes a device which, in all its essential features, is Hke several 
others, and which differs from them only in the substitution of another well known 
form of spring for the forms heretofore employed. A slight change in the mode of 
attachment is incidental to the change of the spring. 

I agree with the other tribunals who have considered this case, that there is no 
invention involved in the substitution, and that the new spring and the pin to which 
it is attached are not the elements of a new and legitimate combination. ( William 
Lifiden, Commissioners' Decisions, 1869, p. 108.) 

The decision of the board of examiners-in-chief is affirmed. 



Eaton, Hitchcock and Wells. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

June 3, 1870. 

In the matter of the application of C. Eaton, J. Hitchcock, and W. A. Wellfl, for letters- 
patent for Improvement in Presses for Baling Hay, Cotton, &c. 

Fisher, Commissioner : 

The applicant makes a very limited claim, as follows : ** The combination of the right 
and left screw rods C, having the followers D, and the pinions A, mounted thereon, 
with the driving wheel £, and sweep F, all constructed and arranged to operate sub- 
stantially and as described." 

The references exhibit presses in which are combined more or less of all of these 
elements; thus one shows the right and left screw rods, followers, and pinions: 
another, the right and left screw ro<<p, followers, pinions, and driving wheel ; ana 
another, screw rods, (not, however, right and left,) followers, pinions, driving wheel, 
and sweep. 
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In one of these cases, applicant has substituted right and left screws for right hand 
screws, both being old devices in such presses. In another he has substituted a sweep 
for a mule, for a crank for the hand. This u so obvious a substitution that it would 
be an abuse of the term to call it invention. {E. Z. Webster, ex parte. Commissioners' 
Decisions, 18G9, jp. 9.) 

The decision of the board of esaminers-in-chief is affirmed. 



John Underwood, assignor lo E. Ball. 

APPEAL FROM EXAMINERS-IK-CHIEF. 

June 3, 1870. 

In the matter of the application of John Underwood, assignor to E. Ball, for letters- 
patent for Improvement ix Harvesters. 

Fisher, Commissioner : 

The claims of applicant which are now in controversy are four in number, and are 
aa follows : 

" 1. The combination with a metallic frame that serves the purpose of a shield for 
the gearing as well as a support for the shafting of two independent driving and sup- 
porting wheels, and one internal main gear wheel on one and the same axle, when so 
arranged thereon that the internal gear wheel will revolve between, and the support- 
ing wheels outside of the boxes or bearinss a a, substantially as described. 

*^ 2. I also claim, in combination with tne gearing arranged as above stated, within 
and supported by a metallic frame as described, the crank shaft below, and crossing 
the main axle, substantially as described. 

'' 3. I also claim, in combination with a crank shaft which crosses the main axle, 
a recess in the bottom of the case for receiving said crank shaft, substantially as and 
for the purpose described. 

^'4. I also claim, in combination with the seat irons, the sockets cast on or with the 
case, cover, or box, for contain iug said irons, substantially as described." 

The references to the first claim show various harvesting machines with metallic 
frames that serve the purpose of a shield for the gearing as well as a support for the 
shafting of two independent driving and supporting wheels, and, in one instance, they 
show, in combination with such a frame, one main gear wheel on one and the same 
axle, and so arranged thereon that the gear wheel will revolve between, and the sup- 
porting wheels outside of the boxes or bearings. The sole difference between this prior 
machine and that of applicant is-, that the main gear wheel is an internal gear wheel 
in applicant's machine, while it is a beveled gear wheel in the prior harvester. 

The references to the second of the above claims show a crank shaft below and 
crossing the main axle in combination with gearing arranged as stated in the first claim 
and within and supported by a metallic frame. The difference is, that the metallic 
frame is a close box in applicant's machine, while it is an open metallic frame in the 
prior machines. 

The same references show recesses in the bottom of the metal frames for receiving 
a crank shaft which crosses the main axle ; but the recess is an open frame and not 
in the bottom of a closed box, as applicant descril)es. 

The references to the fourth of the above claims show seat irons imbedded in the 
wood which forms the main frame, and they show cast iron sockets for other purposes, 
but they do not show sockets cast in the metal frame for the purpose of receiving the 
seat irons. 

The great popularity and value of harvesters, the amount of capital invested in their 
manufacture, the sharp rivalry between the makers of different types, and the costly 
litigation in which they have been involved, has led. to much nice discrimination in 
the preparation of applications for patents or reissnes in this department of invention. 
ProDably in no other class can be found so much of the metaphysics of patent solicit- 
ing. Determined in some way to throw the protection of a patent over every style 
of machine, the manufacturers and their counsel have been driven to great shifts to 
find in their implements the foundation for valid claims. The truth is that the lead- 
ing principles which enter into the construction of the reaping and mowing machine 
have long since become common property. Except improvements in raking, binding, 
and the uke, there would seem to be but little scope for invention. The number of 
patents has reached about 1,800, while the mechanism of nearly all the successful 
machines is very simple, and, in the main, identical. 

Under these circumstances claims have been attempted to be set up upon the narrow- 
est foundation. The angle of a raker's seat, the number of degrees in the curvature of a 
platform, the location of a reel post before or behind an imaginary line, the arrangement 
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of parts, the combination of the same dcYice with a one \vheeled and again xrith a two 
wheeled machine, have all alike been seized npon as the foundation of claims of inven- 
tion. 

The applicant in the present case seeks to press this practice entirely beyond any 
legitimate limits. Internal and beveled gear wheels are nearly as old as the mechan- 
ical powers; both are found in harvesting machines ; boxes forming the frames are also 
old, and yet applicant asks a patent because he has taken from an old box one well 
known form ox gear wheel, and has replaced it by another equally well known, which 
serves the same purpose; or, boxes being well known, and crank shafts passing below 
the main axle being old, he asks a patent because he has put this well known form of 
crank shaft into a box that has, hitherto contained other forms of the same shaft. 

But the applicant says, "Show me my combination or grant me a patent! I claim 
a box, and two supporting wheels and an internal gear wheel. You show me a box, 
two supporting wheels, and a beveled gear wheel. This is not my combination, and is 
therefore no answer to it." 

The answer is that, in the eye of the patent law, the internal gear wheel and the 
beveled ^ear wheel are well known substitut-es ; they perform the same function in 
substantiidly the same way; they are mechanical equivalents, and therefore, for all 
jiurposes of patentability, are identical. Regarded as a reference in this connection, 
the beveled gear wheel is an internal gear wheel, and' rice versa. 

When devices, however well known in other machines, or for other purposes, have 
never been employed in a given machine or for purposes suggestive of the new appli- 
cation, legitimate combinations may be found embodying such old devices; but when 
two devices have been already used in the same class of machines to perform the same 
office, the substitution of one for the other is the work of the mechanic, not of the 
inventor. There is a difference between patentable and arithmetical combination, 
though the distinction has sometimes been lost sight of, both by applicants and the 
office. 

The claims presented in the present case are mere assemblages of old and well 
known parts, which perform no new or better function in combination ; and they were 
therefore properly rejected. (See E. Z. Webster y ex partej Commissioners' Decisions, 
1869, p. 9; Eaton, Wtlh and Hitchcoch ex parte^ Commissioners^ Decisions, June 3, 1870.) 

The decision of the board of examiners-in-chief is affirmed. 



Charles Mosely. 

APPEAL FIJOM EXAMINERS-IX-CHIEF. 

jQDe 3, 1870. 

In the matter of the application of Charles Mosely for letters-patent for Improvement 

IN Watch Pinions. 

Fisher, Commissioner: 

The claim of applicant is for " the loose pinion B, when a portion of the opening 
through the same is enlarged, beveled, and milled, or corrugated, as described, in com- 
bination with the nut c, when one end is beveled and milled, or corrugated, aa de- 
scribed, substantially as and for the purposes specified." 

The improvement relates to very delicate mechanism, where slight changes become 
of great importance. Burt invented a mode of attaching a pinion to the wheel by 
screwing a nut against it. The nut did not enter the pinion, and there was some loss 
of room. Warren, in a rejected application, beveled the nut, but made the recess in 
the pinion with straight sides, so that he had but a single point of bearing. If the 
theory of applicant be correct, this last device must have been a failure. 

Applicant countersinks the pinion and bevels the nut, so that they form a snug fit. 
In addition to this he mills the beveled surface on each, so as to give a firm hold to the 
nut. He has produced affidavits to prove that this change is one of substance and 
valuable. It is not shown in the reference, and I do not think it is of so obvious a 
character that it would have been suggested by any of the prior contrivances, unless 
their defects suggested the necessity of a remedy, and led to the adoption of the one in 
question. No such milled nut appears to have been in use in watches, and its applica- 
tion at this point seems to have been timely and efficient. uigmzed by vjk_/^/v i\^ 

The decision of the board of examiners-in-chief is reversed. ^ 
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Edward Maynard. 

Uxtension. 

Jane 4, 1870. 

In the matter of the application of Edward Maynard for the extension of letters-pat* 
ent for Improvement in CARTRiDaES, dated June 17, 1856. 

FiSHBR, Commissioner: 

Applicant presents a proper case for an extension, unless his invention is anticipated 
by the reference ffiven by the examiner to the provisional specification of John ELar- 
court Brown, saidto have been filed in England in August, 1855. 

It is provided by section 15, act of 1836, ** that whenever it shaU satisfactorily appear 
that the patentee, at the time of making his application for the patent, believed him- 
self to be the tnt inventor or discoverer of the thing patented, the same shall not be 
held to be void on account of the in^ ention or discovery, or any part thereof, having 
been before known or used in any foreign country, it not appearing that the same, or 
anv substantial part thereof, had before been patented or described in any printed 
publication.^ 

I have already had occasion (James Cochrane, ex parte, Commissioners' Decisions, 
1869, p. 60) to consider the meaning of the word ''patented," as used in our law with 
reference to inventions patented in foreign countries. In thi^t case it was said : " Eng- 
lish letters-patent, in so far as they affect the term of those granted in this ooantry, 
are to be held to be ' dated or published ' at the time of the enrolling of the final speci- 
fication." So, too. Commissioner Ewbank says, in his rules for the office, ( Patent 
Office Reports, 1851, p. 509:) "No invention will be considered as patented in a for- 
eign country unless tne specification has been enrolled, and the patent in all respects 
complete." 

A provisional specification is analogous to our caveat, and is filed for the purpose of 
permitting the inventor to complete or perfect his invention. Sometimes it contains 
no more than the title, and sometimes, as in the case of the present reference, is unac- 
companied with drawings. Such a erant cannot be called a patent, nor can an inven- 
tion described in it be said to have been ''patented" abroad. 

But theprovisional specification is found in a printed publication which bears date 
in 1856. Tnis date must be construed most strongly in favor of the applicant. He has 
made oath that, he is the original and first inventor. That oath can only be overcome 
by proof that the invention was made in this country, or patented or pabliBhed abroad 
before the date of his invention. Proof that an invention was published in 1856 will 
not suffice. We cannot assume it to have been published before April 18, 1356, the 
date of his application ; indeed, it must be assumed, in the absence of proof, to have 
been published at a later period. 

Nor is the recital in the publication, that the provisional specification bore date in 
1855, of the slightest consequence. The printed publication can be evidence only to 
show that at the date ofpuhlicaiion the thing described had an existence, and no recitals 
of former dates can be received as testimony. The contents of the book mav be 
received as a description, but not as a history of the invention. This has been 
expressly held by the Supreme Court of the United States in Seymour vs. McCcrmick, 
19 How., 107. In that case the book offered in evidence recited that the machine in 
question had worked successfully, but the court held that the publication could not be 
received as proof of any other fact, except that of the description of the improvement. 

It follows that the improvement patented to Maynard has not been patented abroad, 
nor has it been described in a printed publication of, earlier date than his patent. 

The original and supplementary accounts sufficiently set forth his receipts and 
expenditures, which show a revenue from the patent of a trifle over |300. 

The extension is granted. 



Blanchard v8. Strain. 
Interference. 

APPEAL FROM EXAMINERS-IK-CHIEF. 

June 6, 1870. 
In the matter of the interference between the letters-patent of Joseph B. Blanchard 
and the application of £dwin Strain for letters^atent for Improvement in Sewing- 
Machine Needles. uigmzedby vjv_^i^/gii^ 

Fisher, Commissioner: 
The invention in controversy is a sewing-machine needle, having a lateral oneninir 
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into the eye, the sides of the opening being rounded npon the outside, while the inside 
is provided with projecting bum or points to prevent the escape of the thread. 

The testimony is very yoluminonSy covering some 375 pages of manuscript. The ex- 
aminer in charge of interferences and the examiners-in-cuief have both decided in favor 
of Strain. The question involved is purely one of fact, depending upon the credibility 
of contradicting witnesses. 

I cannot believe it was ever intended that, in a case like this, where no legal question 
is involved, the parties should be able, by appeal, to compel four tribunals to read over 
a great mass of testimony, with a view of pronouncing independent Judgments upon 
the evidence, without reference to the opinions of those who nad already considerea it. 
If the fact that the examiner and examiners-in-chief have both found the weight of evi- 
dence with Strain is to have no weight with me— if I am to throw it aside ana examine 
the case as if they had never looked at it, it is obvious that the two trials before them 
might as well have been dispensed with, and that aU such cases might as well be tried 
before the Commissioner or appellate judge in the first instance. 

The duty of the Commissioner in this class of cases is, in my opinion, fully discharged 
when he has so far examined the case as to find that the question involved is purely 
one of fact, and that the decision of the board upon the facts is not without evidence 
or against the manifest weight of evidence. (See Fawcett vs. Crraham, Commissioners' 
Decisions, 1869, p. 113.) The verdict upon the facts, of four persons skilled in such 
examinations, ought to be as persuasive with the Commissioner as the verdict of a jury 
with the judge upon a motion for a new trial. 

Nevertheless, the testimony in this case has been carefully examined. It is exceed- 
ingly contradictory, and much of it is wholly irrelevant. On the part of Blanchard 
there is testimony that, on July 17. 1869, he received from Strain a needle opened at the 
eye, but without the projections wnich form the vital point in the invention. That he 
tried it on that evening, found it would not work, and conceived the idea of the pro- 
jections on Sunday ; communicated his idea to Holden and to Curtis on Monday, the 
19th ; had a needle made at Strain's shop on that day, and tried it in a machine, on the 
same evening in the presence of Holden and Clark, who testify as to the f6rmation of 
the needle and its satisfactory operation. On Wednesday, the 21st, Blanchard says he 
signed the specification and took the oath, although the latter bears date the SSd, which 
is explained by Blanchard, who says that Curtis omitted to fill out the oath on the 21st, 
which statement is corroborated by Curtis & Holden. Upon this point, howevel^ it 
appears, from the deposition which describes each day's proceedings successively, that 
Holden went to Curtis's office on Friday, July 23; that the papers were to be sent 
down to Mr. Fuller, at the Old Colony Depot, at half -past five that afternoon, that Mr. 
F. might take them to Washington; that, m the afternoon, he again went to Mr. Curtis's 
office to see if everything was right ; aud the young man looked over the papers and 
found that Mr. Curtis hf^ omitted to sign the oath or to fill it out, so he went to the 
office of Mr. Parker and there again took the oath ; this was on the 23d, while the oath 
bears date the 22d July. 

Bianchard's statement as to the time of receiving the needle from Strain and the 
subsequent steps taken by him is corroborated by Holden Clark, and Curtis, and the 
dates of the main occurrences are positively determined. 

Strain fixes the date at which he first opened a needle at the eye and formed the projec- 
tions therein on Julv 17, 1869, but directly contradicts Bianchard's statement that he 
showed him or gave nim a needle on that day. He insists that it was not until three or four 
days afterward that he save Blanchard a needle to try; that he gave one to Morrill, 
one of his workmen, on that day, which he took to his wife, who tii^ it aud found that 
it worked well. 

Strain's testimony as to the time when Blanchard first received a needle from him 
for experiment, .the expression of satisfaction of the latter, as to the operation of the 
needle after he had tried it, is confirmed by the witnesses, Morrill, Hosmer, Woodbury, 
and Oould. These all agree as to the dates ; and, although they do not furnish any 
absolute data by which they fix these dates, yet their concurrent and unimpeaohed 
testimony is sufficient to seriously impair the unsustained testimony of Blanchard in 
relation to the time and circumstances at and under which he first obtained the needle 
from Strain. 

This recital is sufficient to show the nature of the proofs. Here is a conflict of testi- 
mony ; as to some of ito aspects it is irreconcilable. We must believe one side and 
reject the other. In the determination of this question two tribunals have found that 
the weiffht of evidence is with Strain ; and after the best examination that I have 
been able to give to the case, I am unable to see any sufficient reason for disturbing 
their decisions. 

The decision of the board of examiners-in-chief is affirmed. 
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Leovabd v8. Bunyon & Ingebsoix. 
Interference. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

June 6, 1870. 

In the matter of the interfereDce between the application of John Kunyon and George 
Ingersoll and John W. Leonard for letters-patent for Improvement in Plows. 

Fisher, Commiesioner : 

In this case the examiner in charge of interferences decided in favor of Leonard, and 
the board of examiners-iu chief in favor of Rnnyon &. Ingersoll ; otherwise, the evi- 
dence as to the facts being very nicely balanced and the testimony volnminona and in 
some respects contradictory, I should not have felt it my dnty to enter into an exami- 
nation 01 proofs already twice investigated, and with the same result. 

It appears that Runyon & Ingersoll obtained a patent in Angust, 1869, for a plow 
with a bent colter, which cut a slice from the top of the furrow about to be turned 
over, but did not throw it back. In the specification of this patent the inventors say : 
** We had contemplated special arrangements for cutting the left comer clear away, by 
the standard or some cutting attachment, and have had under consideration the pro- 
priety of fixine a guard (not shown) in front of the standard so as to lift and force 
back the angular strip out of the standard's way, and so bury it intact in the next fur- 
row, but have concluded that inasmuch as the denuded strip does not impede or impair 
the proper action of the plow, and that, however detached, it must fall into the deepest 
part of the furrow, it matters not practically which mode is adopted." 

The agent who wrote this specincation testifies that the inventors did not describe 
any form of tool by which the purposes set forth in this paragraph were to be attained ; 
and the patentees themselves further testify that, while they communicated to others 
the general idea involved in the foregoing extract, they never described the device to 
any one. Some attempt is made to carrv the invention back some years, but if the 
proof to that end were of value, it would show that Runyon was the sole inventor of 
that which he now claims jointly with Ingersoll. Indeed, it may be said of all the 
proof offered by these parties, that it fails to showsatisfactorily that Ingersoll invented 
anything whatever. 

1 think that it is fully established by the testimony that prior to the latter part of 
August the invention in controversy had no existence as the joint production of Run- 
yon &, Ingersoll, (if it can be considered a joint invention at all,) unless it were in the 
minds of the parties when the original specification was drawn. Of this, however, the 
language of that paper is not sufficient nor satisfactory proof. In the latter part of 
August Runyon did embody it in practicable form, and in tne latter part of September 
he and Ineersoll made the present application. 

Before mis, however, and as early as the second week of August, Leonard had made, 
operated, and exhibited his device. Amons those who saw it was Runyon, and it was 
i^er he saw it that he made his colter. There is some proof of earlier efforts on the 
vsat of Leonard in the same direction, which is entitled to weight in a case where the 
dates so closely correspond. 

Upon the whole, I cannot say that the passage quoted from the specification shows 
that Runyon &, Ingersoll had at that time this device in mind, or one substantially 
like it. 1 cannot therefore say that they were proceeding with diligence to embody 
such a device. The burden of proof is upon them^ and I am of opinion that they have 
failed to overcome Leonard's prinui facie ca«e. It is proven beyond a reasonable doubt 
that he was the first to reduce the invention to practice ; and being also the fiirst appli- 
cant, he is entitled to the patent. 

The decision of the board of examiners-in-chief is reversed, and priority is awarded to 
Leonard. 



Mallett v8. Crosby. 
Interference. 

APPEAL from examiners-in-chief. 

June 6, 1870. 

In the matter of the interference between the letters-patent of F. W. Mallett and the 
application of C. O. Croaby for letters-patent for an Improvement in Machine for 
Making Needles. 

Digitized by VJV_^V./V IV. 

Fisher, Commissioner : ^ 

The proofs in this case are very simple. Mallett swears that he made a working 
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drawing of the myention in ccmtroversy, in 1863. In this he is corroborated by one 
Cook, and partiallv by his son. The drawing is produced and is identified by 
Mallett and by Cook. It shows the invention, and the testimony is uncontradicted. 
This mnst be accepted as fixing the date of Mallett's invention in 1863. He applied 
for letters-patent November 10, 1868, which were granted to him January 5, 1869. 

Crosby employed Mallett in 1864 to work upon needle machines. He (Crosby) made 
one for making single needles and patented it November 28, 1865. He says that he 
talked aboat the machine in controversy, from 1864 onward, and described it folly to 
Mallett, but he did not make a machine or reduce his invention to practice until after 
Mallett's patent was applied for and granted. 

The relation of employer and employed did not begin to exist between these parties 
until after Mallett had made the invention and embodied it in his drawing. 

It is said, however, that after that relation did bepn to exist he was bound to dis- 
close his invention to Crosby. It is supposed that it would be inequitable to permit 
him to claim an invention after he had by his silence permitted his employer to go on 
with his own plan. 

But I cannot admit that the employer was entitled to any knowledge of the inde- 
pendent inventions of his emi>loyl ; and, when it is remembered that Crosby was not 
engaged in building the machine in controversy, but only talked about it, while Mal- 
lett was with him, and that he did not^ in fact, reduce any invention to practice until 
after Mallett had obtained his patent, it is difficult to find any sufficient ground for 
decreeing a forfeiture of the invention which Mallett, upon the proofs, tested by the 
ordinary rules of evidence, was undoubtedly the first to make. 

The decision of the board of examiners-in-chief is reversed. 



A. S. Collins. 

APPEAL FKOM PRIMARY EXAMINER. 

June 8, 1870. 

In the matter of the application of A. S. Collins forletters-patent for an Improvement 

IN Spawning Screens. 

Fisher, Commissioner: 

This is an appeal from the primary examiner. 

Applicant claims an '* improvement in screens or beds for receiving and securing 
the spawn of fish, in the art of pisciculture, whereby the process is greatly eimplified . 
and the labor diminished, and it consists in the use of a revolving screen arranged and 
operating as described.*' 

He describes the apparatus in detail. It consists of a box placed in the raceway of 
a fish pond provided with an upper screen of wire cloth covered with gravel, on which 
the fish lay their spawn. Below this is a second screen of finer material, forming an* 
endless apron, which receives the spawn from the upper screen and conveys it to a box 
below, where it is secured for use. 

This is all very plain and intelligible. The apparatus is well described by reference 
to the drawings and by well-chosen terms, and no one could have the slightest diffi- 
culty in constructing it and putting it in position for operation. 

The examiner, however, declines to examine the case upon its merits, but requires the 
applicant *' to be more specific in his description as to tne manner of the disposition of 
the spawn, and how it passes through the caravel bed, and "^hat is its condition when 
it enters the chamber below, where and how the water enters the tank, when and 
where impregnation takes place, and where the embryo is developed. 

The examiner misconceives the nature of the invention. It is not an improvement 
in the processes of pisciculture, but in spawning screens. It is a mechanical device, per- 
forming mechanical functions. It is a mere instrument to be employed by those skilled. 
in the art, and its nature and functions are described in terms addressed to them. It 
cannot be necessary to accompany such description with a treatise on fish culture, and 
if the applicant had embodied such a dissertion in his specification, he would be 
justly obnoxious to the charge of ** unnecessary prolixity,^' which is condemned in 
terms by the statute. 

The decision of the examiner is reversed and the case will be examined on its 
merits. 

Digitized by VJV_/^./v l\^ 



58 DECISIONS OV COMMISSIONER OF PATENTS FOR 1870. 

GsoROE B. Sellers. 

Motion. 

June 8, 1870. 

In the matter of the application of George H. Sellers for lettera-patent for Improvk- 
MENT IN Rolled Hollow Hexagonal Column. 

FiSHBRy Commissioner : 

Applicant filed in September, 1868, an application for a patent for ^' a new and osef al 
improyement in a rolled hollow hexagonal oolnmn." He claimed, in terms, *^ a hollow 
column of uniform thickness, hexagonal in both its interior and exterior, and rolled 
out from a solid or welded pile or billet of iron or steel with a hexagonal opening 
through it, substantially as aescribed and represented." 

Becoming satisfied that he could not sncceed in obtaining a patent for his supposed 
inyention m this shape, he now proposes to change his application into one for a 
patent for a design. He asks to be allowed to deposit a f urtner fee of |15, making |30 
in all. He avers that it was by inadyertence and mistake that the fee of $30 was not 
paid originally, and the application made in terms for a patent for a design, under 
section 11 of the act of March 2, 1861. He presents an amended specification in 
which the invention is described as a '' new and original shape or configuration of steel 
or wrought-iron rolled pipes, tubes, or hollow shafts or pillars f and is claimed in the 
following terms : " as a new and original shape or configuration of tubes, pipes, hollow 
shafts or hollow pillars or posts of steel, or of wrought or malleable iron, a machine- 
rolled tube or pipe or hollow shaft or hollow post, of uniform and symmetrical hex- 
agonal perimeter, area, and cross section, in every part of its length, and having no 
projections upon its surface or beyond its angles.'' 

In support of his prayer he urges that the question whether his patent be for an 
invention or a design is merely one of classification, which is withm the discretion 
of the Commissioner, and he insists that this is a case in which that discretion ought 
to be exercised in his favor. 

Prior to the act of August 29, 1842, there was no law which permitted the granting 
of letters-patent for " shapes,'' " configurations," " designs," *' ornaments," " patterns," 
and the like, which did not involve some mechanical principle or amount to a new 
machine or manufacture within thiB meaning of the patent law. 

By that act and the act of March 2, 1861, these subjects were made patentable, not 
by enlarging the scope of the existing patent laws by the addition of new subjects of 
invention, but by inaependent legislation, providing for a new class of patents, granted 
to a different class of persons, for a different class of subjects, for diftereut periods of 
time, and upon the payment of different fees. 

It is not a matter of discretion with the Commissioner whether the subject of an 
' application be a machine, or a design for a manufacture ; a manufacture, or a new and 
original shape or configuration of an article of manufacture ; a composition of matter, 
or a composition in alto or basso relievo, an art, or a pattern, print or picture. It is a 
matter of law in which a mistake is fatal. These subjects of invention or contrivance 
Are in truth as distinct from each other as either is from a copyright. 

The applicant treats this matter as if it were simply a matter of mistake as to the 
term for which he should have applied for letters-patent ; but in truth the error, if 
error there were, was in the character of the application itself. He applied for a patent 
for a new product, paying the fee for an examination, and praying for a patent for 
seventeen years. He described not a design for a manufacture, but a manufacture. 
He claimed not a new shape, but a new thins. I know of no discretion or authority 
vested in the Commissioner to turn this application into an application for a design, 
nor any process by which it can be accomplished short of a new application. A single 
illustration will make this sufliciently obvious. An alien may apply for letters-patent 
for an invention, but not for a design, unless he has resided in tnis country for more 
than one year and made oath of his intention to become a citizen. It would be impos- 
sible therefore to turn the application of the alien for an invention into an application 
for a design, however clearly the subject-matter might place it in the latter class of 
subjects. 

I regard the eleventh section of the act of 1861 as distinct from the remainder of 
the law as if it formed the subject of a separate statute, and the codifiersof the patent 
laws evidently so regarded it, for they collected all the matter relating to design patents 
in a separate chapter. 

Thei*e is another obiection which is fatal to this applioation. A new shape or con- 
figuration is independent of materials or modes of manufacture. If the shape be old 
as applied to the thing it cannot avail that the thing is produced by a new process or 
wrought in a different material. If cast hexagonal columns are old, no patent can be 
eranted for wrought columns of a hexagonal shape. It is immaterial, so far as the 
design is concerned, whether the column be cast, hammered, or rolled, or whether it be 
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of cast iron, malleable iron, or steel. (See W, N. Bartholomew, ex partef CommiasionerB' 
Decisions, 1869, p. 103.) 

The applicant now claims hollow shafts, d&c, "of wrooght or malleable iron," 
" macbine-rolled tube or pipe," of a hexagonal form, &.c. This is evidently intended to 
avoid the references already given, or those which may be given to cast-iron hexagonal 
pipes or columns ; or to those which form a hexagon when united althooffh not rolled 
m a single piece. These Incidents have nothing to do with the design, the claim for 
which stands only upon novelty of form, and cannot be strengthened by their intro- 
duction. 

The motion of applicant is overruled. 



William K. Blanchabd. Ex parte. 

APPEAL FROM PRIMARY EXAMINER. 

June 13, 1870. 

In the matter of the application of William R. Blanchard for letters-patent for Im- 
provement IN Corn and Cotton Cultivating Plow. 

Fisher, Commissioner: 

This is an api>eal from the decision of the primary examiner. 

The applicant claims ^' as an improved article of manufacture, a mold board for 
ridging plows havinff the concavity G, for turning a furrow, a circular recess g'^ and an 
adjustable circular plate H, attached thereto, all as and for the purpose described.'' 

This claim was rejected by the examiner because the claim was for an '^ article of 
manufacture,'' while the invention was, according to the description, only *^ a portion 
of a machine." 

The applicant seems to suppose the examiner to have denied that apart of a machine 
was patentable. If this were so, it would unquestionably be an error. But the exam- 
iner means to affirm no more than that a fraction of a machine cannot be claimed as 
" an article of manufacture." 

By the true construction of the word ^^ manufacture," as used in the patent act, it 
fairly covers only such manufactured articles or products as are complete in themselves, 
or, if 'parts of a whole, are so far complete as to be the subject of sepaiate manufacture 
and sale. Thus a lamp chimney is intended to be used with a lamp and not otherwise, 
nevertheless, it may properly be made, sold, and patented as a new manufacture. 

In this case, applicant admits that ^' this mold board is adapted and applicable only 
to this single kind of nlow.'^ It is, in other words, a mere fraction of a machine. If a 
material part, it may be claimed as such, but it is not, iu any proper sense, an article 
of manufacture. 

The decision of the primary examiner is affirmed. 



Young vs. Hoaed. 

Motian. 

June 13, 1870. 

In the matter of the interference between the application of S. W. Younj? and the 

letters-patent of John W. Hoard, for Improvement in Process for Preparing 

Eyelet Stock. 
Fisher, Commissioner : 

This is a motion to dissolve an interference, upon the ground that the invention is 
shown to have been in public use for more than two years prior to the application of 
Young, which was filed April 8, 1870. 

Affidavits have been filed on both sides, from which it appears that the patent with 
which Young claims an interference was, in fact, ffranted to John W. Hoard, R. A. 
Dennison and Young himself, as assignees of Hoard. That in company with his co- 
patentees he sold this patent to the Union Eyelet Company, who proceeded to manu- 
facture under it in May, 1867, and have continued the manufacture until the present 
time. These facts are not denied by Young, but he asserts that, while the use of the 
invention by the Union Eyelet Company was begun and continued with his knowledge 
and consent in May, 1867, and for about six months thereafter, that after that time 
be did not assent to such use, although he admits that it went on in spite of him. 
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The admitted facts are fatal to Tonng's application. It is not necetsary that the use 
should have been a continuing use, extending over a longer period than two years 
prior to the application, in order to render the patent void. It is sufficient if it be a 
public use or sale, at any time and for any length of time, occurring more than two 
years before the filing of the application. (See Hunt vs. Aowej Book of Appeals, vol. 
2, p. 380 ; Sanders vs. Logan, 2 Fisher, p. 167.) 

The motion is sustained, the interference will be dissolved, and the application of 
Young will be rejected, because the invention claimed by applicant was m public use 
for more than two years prior to his application. 



B. S. Wright. 
Motion. 

June 13, 1870. 

In the matter of the application of £. S. Wright for reissue of letters-patent granted 
November 17, 1864, for Improvement in Breech-Loadino Fire- Arms. 

Fisher, Commissioner : 

This 18 a motion for the declaration of an interference between a pendiue application 
of Clay &, Ely for letters-patent and an application of £. S. Wright, for the reissue of 
letters-patent granted to him November 17, 1864. 

Wright described the device in controversy in his letters-patent, but did not claim 
it. Clay & Ely applied for a patent in which they claimed the device, and were put 
into interference with Wright. Both parties took testimony, the object of the con- 
troversy beinff to prove who first invented the improvement in dispute. The Gommis- 
sioner decidea this interference in favor of Wright, on the authority of various decisions 
by Mr. Justice Fisher ; but upon appeal to that judge, he reversed the decision of the 
Commissioner, and awarded priority of invention to Clay & Ely. During the pendency 
of the interference Wright applied for a reissue, in which distinct claim was made to 
this device. This application was suspended until the decision of the interference. If 
Wright had desired it, it would doubtless have been included in the interference, but 
both parties rightly judged that the real issue was, who was the inventor of the device, 
and that that was as likely to be determined in the controversy as it then stood as it 
could be in any other form of issue. 

The final decision having been adverse to Wright, he now brings forward the appli- 
cation for a reissue, and demands an interference between that and the application of 
Clay & Ely. If his request be granted, the issue must necessarily be the same as in 
the case just concluded. It is in no way altered by the fact that he makes claim to the 
device, which he had previously described but not claimed. 

It is true that, in the argument before the office and the judge, it was urged that the 
interference was improperly declared, because Wright made no claim to the device in 
his patent. Mr. Justice Fisher seems to have thought that there was force in thiB 
point, although he expressly declines to base his decision upon it. In truth, the objec- 
tion is without force. A subsequent application which claims a device which is shown 
in a prior patent interferes with that patent whether the device be or be not claimed 
in the patent. In the first place, if the applicant succeeds, it follows, that the patentee 
can no longer use the whole of that which he has described in his patent ; and in the 
second, if the applicant makes claim to a device which is shown in an earlier patent 
the office can grant no patent to him ; for, prima faciei he is not the first but the second 
inventor. He must prove priority, and the necessity for proof creates the necessity for 
the interference. 

The present motion is for a new interference between these parties. Both seem to 
admit that the granting of such an interference is discretionary with the Commissioner, 
or, at least, that it is so far discretionary that he may first issue a patent to Clay & 
Ely, even if he should permit the interference to proceed. 

Tnere can be no question that this is within the discretion of the Commissioner. 
(See Wade vs. MatthewSf Opinions Attorneys General, vol. v, p. 220.) In that case it 
was held to be a matter of discretion, in the case of the filing of a new application by 
one of the parties: A fortiori must this be, when the application is for a reissue, in 
which a patent is sought for the same invention only, and where the identity of the 
device can undergo no change. 

Even if it were obligatory upop the Commissioner to declare a new interference upon 
the filing of eveij fresh application, it would not follow that he must do so in the case 
of applications for reissue. Such applications do not stand in all respects upon the 
same ground as those for original patents. An oath is required in original applica 
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tiona, but it has been held that the statute does not prescribe one in the case of reissnes* 
(Bvrr vs. Duryee, 2 Fisher, 288.) The inventor must make an original application for 
the benefit of an assignee, but the assignee of a patent may make application for a re- 
issue in his own name. (Sw^ vs. Whisen, 3 Fisher, 349.) The nature of the proceed- 
ings within the office, by which the necessity for a reissue is ascertained, and the forms 
to De prescribed for obtaining it, are largely left to the discretion of the Commissioner. 

In this case, the parties have had a fair trial. Each sought to prove himself the 
inventor of this device. Clay &. Ely proved beyond all question that they were the 
first inventors ; and this is not disputed by Wright. The latter sought, however, to 
show that they had lost their right to a patent by laoh^a ; and this was the opinion of 
the Commissioner. The appellate J udge distinctly overruled this proposition and decided 
that they might still receive a patent. This decision must be accepted in good faith 
in this case ; and the Commissioner can no more permit it to be evaded or nullified than if 
it had sustained his own opinion instead of reversing it. It is obvious than the con- 
troversy which Wright now seeks to inaugurate is a mere repetition of that which has 
Just been decided, fiis affidavits do not pretend to place his invention back of that of 
Clay &. Ely; the question of lackea has been decided in their fator; and the only hope 
of reversing that decision must exist in the expectation of a new appeal to another 
jud^e. It is true that something is said of public use in the affidavits, but the proof 
which is tendered upon that point is very unsatisfactory, and does not show any use 
which may not fairly be held to have been experimental. 

I am of opinion that the applicant has offered no sufficient reasons for the declara- 
tion of a new interference. I therefore overrule the motion and direct the patent to 
issue to Clay & Ely. 

H. J. WiCKHAM, ASSIGNOR TO J. BECKENDORFEE. 
APPEAL FROM EXAMIXERS-IX-CHIEF. 

June 14, 1870. 

In the matter of the application of H. J. Wickham, assignor to J. Beckeudorfer, for 
letters-patent for Improvement in Pocket Erasers. 

Fisher, Commissioner : 

The invention consists in the provision of a cylindrical box on the end of a lead pen- 
cil, which may contain a bit of rubber or anything else. 

The claim is for the '^ combination with a pencil of otherwise ordinary or suitable 
construction, of a head provided with a removable cover, the two when fitted together 
constituting a closed chamber, or receptacle, substantially as and for the purposes 
shown and set forth.'' 

As boxes or receptacles provided with covers for containing leads have long been 
used upon the ends of gold, silver, and rubber pencils, the whole force of the foregoing 
claim is to be found in the words '^ of otherwise ordinary or suitable construction.'' 
The prior pencils were, however, constructed suitably for the attachment of such boxes, 
and they are so old and common as to have become ordinary. In truth, there is no 
invention in combining with a wooden pencil a covered chamber previously combined 
with a pencil of other materials. 

The decision of the board of examiners-in-chief is affirmed. 



William Thie. 

appeal from examiners-in-chief. 

June 14, 1870. 

In the matter of the application of William Thie for lettera -patent for Improvement 

in Harmonicons. 

Fisher, Commissioner : 

Applicant disclaims and claims as follows : ^' I am aware that it has 1>een proposed 
to tune melodeons and organs in a manner more or less similar to that herein described ; 
and therefore I do not claim the principle of so tuning instruments; but having 
described my improved instrument, what I claim is, as a new article of manufacture, 
a harmonicon, having two sets of reeds combined in such a manner that one or more 
of the reeds in each set shall be sounded simultaneously, and one set of said reeds shall 
be tuned slightly higher than the corresponding reeds of the other set, substantially as 
and for the purposes herein set forth." 
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Harmonicoos having two set« of reeds, in which one or more of the reeds of each set 
are sounded simaltaneonslyy axe old. The sole feature of novelty is in the fact that 
" one set of reeds shall he tnned slightly higher than the corresponding reeds of the 
other set." 

In Honkins's work on the orffan, puhlished in 1855, a stop is described, called the 
'' Yoix celestes/' ^'formed of two dulcianas ; which are first tnned in nnison, and then the 
pipes of the second one are lightly touched a^n with the tuning horn and their pitc]i 
sliffhtly raised. This gives to the stop a waving, undulating character." 

fiere, then, we have the precise method of tuning. There can he no propriety in 
claiming a harmonicon as ''a new article of manufacture" which is made m an old 
form and tuned upon an old plan. It is a mere double use of this method of tuning to 
appl^ it to harmonicons. 

This makes it unnecessary to consider the pertinency of the reference to other har- 
monicons which are said to have been tnned in the same way. The examiner asserts 
this to be the fact, while the applicant has filed affidavits to disprove it. It is undoubt- 
edly competent for an applicant to offer expert proof in answer to the assertion of the 
examiner, and such proof is entitled to the same consideration as any other ex|Kiree tes- 
timony. 

The decision of the board of examiners-in-chief is affirmed. 



Abthub Habbis. 

APPEAL FROM EXAMINERS-IX-CHIEF. 

June 14, 1870. 

In the matter of the application of Arthur Harris for letters-patent for an iMPROVBMEirr 

IS Mash MACHiincs. 
Fisher, Commissioner : 

The only claim in dispute upon this appeal is the third, which reads as follows : 
" ArrauKing in the shute F, of a mashing machine, a glass window H, substantially as 
herein described, and for the purpose set forth." 

This claim is badly framed, and obscures that which is a verv simple matter. The 
applicant should have claimed ^' The opening H, covered with glass or other transpar- 
ent material, in the shute F, for the purpose of permitting the inspection of the in- 
terior during the discharge of the malt." 

Affidavits are filed to show that this inspection is useful, and the provision for it, 
althongh simple, is new, and may properly be claimed as an improvement upon the ap- 
paratus. 

The decision of the examiners-in-chief is reversed. 



D. K B. Coffin, Jb. 

APPEAL FROM EXAMINERS-m-CHlEF. 

June 16, 1870. 

In the matter of the application of D. N. B. Coffin, Jr., for letters-patent for Improve- 
ment IN Memorandum Book. 
Fisher, Commissioner : 

The claims now in controversy are the fourth, sixth, seventh, and eighth. 

These read as follows : 

** 4. In combination with the removable sections of a memorandum book or diary, I 
claim the almanac when provided with detachable fastenings. 

" 6. The alternate arrangement of the diary pages and the contiguous surplus pages. 

**7, As a new article of manufacture the almanac provided with means for remova- 
bly attaching it to a diary or pocket book. 

*' 8. As a new article of manufacture a series of sections designated to the months 
and divided by numerals into blank spaces representing each day, and provided with 
det'achable connections to a diary or pocket-book cover, substantially as described." 

The fourth and seventh claims are substantially the same. There is no virtue in the 
words ** new article of manufacture" which gives a new character to the combination. 
Both claims are, in substance, for the use of a detachable almanac in connection with 
a diary. Almanacs or calendars are of an infinite variety of shapes, and they have been 
combined with every variety of book or tablet. An almanac forms a pi^ of every 
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diary. Such a work would not be complete without one. There surely cannot be in- 
yention in making them a port of an a^jUBiable or detachable diary. Sach an addition 
does not inyolve invention or constitute a substantial element of a new combination. 

The sixth claim is for the addition to the diary of contiguons surplus pages. Surplus 
pap^es added at. the end of a diary and headed ** memorandums" are quite common, and 
it 18 every day's practice to interleave a great variety of books for the purpose of anno- 
tation. The application of such interleaving to a diary involves no invention, and 
theprinciple of supplying such works with surplus paffes is not new. 

The same objection applies to the eighth claim. &>dcs made in detachable sections 
are shown in the references. It is true that these are ledgers or account books, but 
the character of the invention does not depend upon the character of the entries in 
the book. The thing made is substantially^ the same, whatever use may be made of it. 

The decision of the board of examiners-in-chief is affirmed. 



J. B. BUOBEE. 

APPEAL FKOM EXAMINERS- IN- CHIEF. 

June 17, 1870. 

In the matter of the application of J. R. Bugbee for letters-patent for Improvement 

IN Keys for Locks. 

Fisher, Commissioner: 

The alleged improvement rests upon very narrow grounds. A shank for a key, slot' 
^Bd near the end to receive a bit of hard metal, is old, and is shown in the reference. 
Applicant, instead of mortising the end of the shank, saws it down from the end so as 
to form a slot somewhat larger than the width of the bit. The bit is formed with 
wings, which, when it is placed in positioxi. project, one toward the end and the other 
toward the handle, completelv filling the slot. The claim is for an ** improved manu- 
facture of key, viz, as made with its wank B furcated or slotted, as described, and with 
a separate bit-head provided with one or two projections, as set forth, to enter the 
opening of the shank and aid in completing either or both the key Journals, the whole 
being substantially as and for the purpose set forth.'' 

The advantages of this improvement must be very slight, as a very small portion of 
the journal is protected by the steel ; and it does not appear that the shank is more 
liable to wear in one part of the circumference than in another. But the conclusive 
answer is that the supposed improvement is not new. Keys are common provided 
with an inserted steel oit, a portion of which is filed down flush with the shank so as 
to form part of the journal. In keys with narrow bits it is usual to add a wins, for 
the purpose of giving a greater bearing. Such keys have been used upon latch locks 
in the Patent Office lor more than two years past. 

The decision of the board of examiners-in-chief is affirmed. 



GEOBGE E. 'SOY'ES. 

appeal from examiners-in-ohief. 

June 17, 1870. 

In the matter of the application of George E. Noyes for letters-patent for an Improve- 
ment IN Saw Mills. 

Fibhkr, Commissioner: 

Applicant claimed originally "the combination of two or more cylinders or engines 
with the saw shaft of circular sawmills, their arrangement being substantially such as 
herein set forth, so that no two of sucq engines can be upon their dead centers, or 
points of least effect, at one and the same time." 

The two cylinders shown by him were on each side of the shaft, above the saw, hav- 
ing an inclination downward at an angle of about 45^. 

A reference was found showing two cylinders arranged in precisely the same way 
and with the same connections, except that they were located below the saw arbor 
instead of above it. Marine engines having cylinders located above the shaft which 
they drove were also referred to. Applicant thereupon shifted the ground of his appli- 
cation, and claimed "the combination of two cylinders or engines and their connecting 
rods, the saw and its shaft, when such cylinaers are arranged above the shaft and 
upon a frame, substantially as and for the purpose set forth.'' 
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This claim depends for its validity solely upon the words *' arranged at>oye the 
shaft,'' and the only question is whether invention is involved in locating the cylinders 
over the shaft instead of under it, as had previously been done. 

It is said that space is economized and the saw placed at a more convenient height 
for use; but this result is one which this change produces in common with all mere 
arrangements or distribution of parts which are intended to employ any eiven device 
to the best advantage. The necessities of space, the varying kinds of labor, and the 
tastes of builders cause many changes in tne mere relative location of the parts of 
machinery ; but while the operating principle remains the same, such changes in loca- 
tion or arrangement have uniformly been held to be within the province of the 
mechanic or builder rather than of the inventor. 

The present case presents no patentable feature, and the decision of the board of 
examiuers-iu-chief is affirmed. 

James E. McOlintock. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

June 17, 1870. 

In the matter of the amplication of James R. McClintock, on behalf of himself and 
John Cumberland, deceased, for letters-patent for Improvement in Cotton 
Bale Tie. 

Fisher, Commissioner : 

A very clear history is given of this application by the primary examiner. It is in 
substance as follows: *^ An application was filed by McClmtock &, Cumberland, Jan- 
uary 13, 1857, which described, exhibited, and claimed a certain mode of fastening one 
end of a metal hoop or band to a link on the other end of the hoop, by putting it through 
said link and ben^ng it over so as to lay parallel with a part of itself, and slipping a 
rinff over the end bent over." B v this arrangement, the link was attached to one end of 
the noop, and when used as a tie the other end was inserted in it and fastened as described. 
This application, having been rejected for want of novelty, was withdrawn February 
23, 1858. On September 22, 1858, a new application was filed, in which a similar link 
was described and shown, but called a washer. In the use of it the sliding ring was 
dispensed with, and the ends of the bands were secured by folding them back and 
wedging them within the slot in the link. This mode of attachment being shown 
in the patent of John A^ew, for hoop couplings, granted August 31, 1858, the appli- 
cation was rejected. No interference with Ague w was demanded, nor were any further 
steps taken until December 14, 1866, when the ordinary withdrawal was filed and |20 
of the fee was refunded. This was done by McClintock, who acted for himself, and as 
curator, under the laws of Louisiana, for the succession or estate of Cumberland, who 
was then dead. It is said that this withdrawal was illegal because the heirs of Cum- 
berland did not assent to it, but this is an error. Nothing in the law requires the 
administrator to obtain the assent of the heirs, either to the making or the withdrawal 
of the application. The language of the act is ^' the right of applying for and obtain- 
ing such patent shall devolve on the executor or administrator of such (deceased) 
person," &c. 

Nothing more was done until June 12, 1S69, about two years and a half after the 
withdrawal of the second case, when a third application was filed, which is the one in 
controversy. This application exhibits, in model and drawings, nothing but the link 
or washer, now called a buckle. No band or bale is shown ; but, in the specification, 
it is said: "In applying the device (the buckle) to use, a variety of modes of attaching 
the ends of the bands to it may be adopted ; as, for example, among others, the mode 
described in our application of September 22, 1858 ; but the best and simplest mode is 
to bend the ends of the bands downward into the form of two oblate hooks, so that 
when the bale is withdrawn from the compressing machine the expansive force, devel- 
oped by the elasticity of the cotton within it, will act upon the points of the same 
and push them up against the band, and thus effectually secure the fastenings. The 
claim is for the buckle A, provided with a single central opening or slot B, when the 
same is used for fastening tbe ends of metallic bands together around cotton bales, in 
the manner substantially as herein described.'' 

The mode of fastening, by bending the ends of the bands downwardly under the 
buckle in the form of two oblate hooks, was not described either in the first or second 
applications, but is fully shown in the letters-patent granted to John T. Butler, Novem- 
ber 15, 1859, and in the withdrawn application of George H. Gray, filed, June 27, 1860. 
The link itself is of old and common lorm, and enters mto several patents and appli- 
cations for cotton bale ties, filed more than two years before the present application. 

The link alone cannot be claimed. Separately considered, it is old, and performs no 
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function. It must be applied to nse, and in its use must call into aotion some operat- 
ing principle. Accordingly, in the first application it formed a part of a device of 
wmon the Dands and the ring were additional elements. In the second, it was conpled 
with the hands and a peculiar mode of attachment. In the third, although apparently 
claimed per se, it derives aU its vitality, as a patentable subject-matter, from the de- 
scribed method of attaching it to a cotton bale. 

There is no evidence that the mode of fastening, shown in the second application, 
was known to the applicants an hour before that application was filed, ana there is 
no evidence that the mode described in the present application was known to McClin- 
tock before June 12, 1869, or to Cumberland during his lifetime. 

As therefore the link cannot be claimed alone, since it produces no result ; as it can- 
not be claimed in connection with every mode of attacnment known and unknown : 
as both methods described by applicants for the first time in the second and thira 
application were described in patents granted prior to those applications; and as the 
ring or slide, which forms an integral and material part of the first application, is not 
found in the second and third, it follows that this application was properly rejected. 

This conclusion is independent of the question presented by the witharawal in 1866. 
As no new application was filed until two years and a half afterward, and as, moreover, 
a patent was at the time of withdrawal in existence claiming the link and the present 
mode of applying it, I am of opinion that the application of 1869 was not filed within 
a reasonable time after the withdrawal of 1866, and that it can in no proper sense be con- 
sidered a continuation of that application. It stands, therefore, as an original applica- 
tion, subject to all the incidents of public use, prior knowledge, publication, «&c. 
{John W, Cochrane, ex parte, Commissioners' Decisions, 1869, p. 30 ; Gates vs. BensoUj 
Cartter, C. J., 1870, Book of Appeals, vol. iv, p. 349.) 

The decision of the board of examiners-in-chief is affirmed. 



Gates et al. vs. Samuel Benson. 
Interference. 

APPEAL FROM COMMISSIONER. 

In the matter of the interference of Gates et ah with the patent of Samuel Benson, 
granted January 20, 1868, for Improvement in Mill-gearing. 

Cartter, Chief Justice : 

The subject of the invention and patent is a contrivance to produce uniform motion 
in the revolution of millstones, under the following description : 

'' This object is accomplished by means of spiral springs inclosed in disks, or a cir- 
cular case set upon the mill-spindle in connection with the trundle-head, in such man- 
ner that the springs are contracted by the action of the motive-power when it exerts 
its greatest force m the more rapid part of the revolutions of the driving-shaft, and 
are retracted or expanded when the engine passes the dead-centers, and slacks the 
speed of the drivins-shaft, thus applying the accumulated force of the contracted 
springs to the propulsion of the spindle, to compensate for the loss of power and motion 
directly imparted by the engine, thereby effectually preventing the ^ back-lash' of the 
machinery, and equalizing and steadying the motion of the spindle and runner attached 
to it, as hereinafter more particularly described." 

The contest, by common consent, is between the application of Gates, through his ad- 
ministrator, Biennet, and the patent of Benson. Contestants Yates and Reeder not 
having appeared in proof or argument, Benson comes into the controversy with a pat- 
ent baring date January 30, 1H68, duly issued to him upon thorough investigation. 
In a conflict with the Yates claim, Bennet, administrator of Joseph R. Yates, interferes 
with Benson's patent, and insists upon a patent for the same subject, and presents the 
following case : He filed his first application January 25, 1856, which was rejected Jan- 
uary 28 of the same year : afterwards amended his claim, and renewed his application, 
which was again rejected October 25, 1856. 

Here Oates rested in silence until 18^:8, when he inquired of the Office if he had fur- 
ther remedy ; and, if so, what it was f The Office advised him of his right to sCppeal. 

This is the last ^at is heard of him in connection with the subject of the controversy 
during his lifetime, which terminated in 1864. 

After he had been dead upward of five years, his administrator, in 1869, revived the 
application in its present form. Between the first and final application is an interval 
of about thirteen years, and between the last rejection and present application, 
twelve years. Supervening the last period, nothing appears to have been done by 
Gates or by his representative to perfect his patent, and within this period a patent 
was granted to Benson, which, it appears, went into a successful if not general 
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The case farther shows that after the sccood rejection in 1856, and hefore his death, 
in 1864, Oates continued to employ himself with luyentions, ohtaining within his 
period f onr several patents. 

Does this history of the facts Justify the legal conclusion that Gates abandoned his 
invention f If so, his representative ought not to he permitted to revive the appli- 
cation to the prejudice of the existing patentee. 

Is this the history of reasonable diligence and continuing persistent purpose to pros- 
ecute an invention to success, or is it the history of indifference and abanaonment f 

The facts have brought me to the last conclusion. 

Gates's application had been twice rejected, a'resutt in itself sufficient to sicken fur- 
ther pursuit of purpose to obtain a patent. He did stop the pursuit until death. And 
this, notwithstanding his active inventive life, was protracted five years after the 
defeat, during which period he put forth no effort or agencv in the direction of a 

Satent ; but evidently regarded himself defeated, and as evidently acqniesed in the 
efeat. 

This conclusion is made clear, in the light of his employment during these five years. 

Within these years he invented, made application, and procured patents for four 
several inventions. 

The law contemplates, patronizes, and rewards diligence— discourages, reproves, and 
punishes negligence. We are admonished of this fact in the statute regulating the 
rights of inventors. The act provides that reasonable diligence shall preserve unper- 
fected rights. (Section 15, act of 1856.) 

Again, the statute provides a forfeiture in the contingency of postponing application 
for more than two years. (Act of March 3, 1866.) 

It may be assumed that the law enacted to inspire and protect invention is the law 
of earnest enterprise, and demands earnest work. If negligence intervenes, the law 
demands explanation ; and in the explanation, excuse. Sickness, poverty, or other 
involuntary disabilitv may excuse, but the excuse should not have the consent of 
the applicant. This description of Justification is not to be found in the present case. 
For ten or twelve years there is an utter absence of effort, and the presence of facts 
and circumstances equivalent to direct and positive evidence of deliberate abandon- 
ment. It appears to me that any other conclusion would be followed by confusion 
and injustice. The reiected applications of the Patent OfiSce are counted by thousands, 
and run through all the years of its existence. Many, perhaps most, </f this multitude 
of rejected cases, although falling short of invention, embody suggestions, which, under 
the unscrupulous and ingenious manipulation of professional inventors, would reissue 
into patents to the utter confusion of existing rights. Abandonment, in fact, should be 
an estoppel at law, especially against exhnmiug this Potters' Field of the Patent 
Oflace. 

In coming to this conclusion, I am happy to concur in the logic of the present able 
Commissioner of the Patent Office, hitherto expressed, rather than in his technical 
conclusion in the present case, which is hereby reversed. 



Horace Woodman. 

Extension, 

July 8, 1870. 

In the matter of Horace Woodmaii*» application for the extension of lettei-s-patent for 
Machineuy for Cleaning the Top Fi^ts of Carding Machines, granted to 
him July 8, 1656, and reissued March 13, ItMyQ. 

Fisher, Commissioner: 

This case was argued before the Acting Commissioner, during my absence, but he 
was prevented, by my return, from deciding it prior to the passage of the revised patent 
law. I have tlierefore referred the case to him for report, and adopt his conclusions as 
my own. The report is as follows: 

"The undersigned respectfully reports as follows: 

"The patent in question embraces an invention which, taken in connection with in- 
ventions embraced in other patents obtained by the apnlicant, constitutes an entirety 
of great value and importance. Cue of those patents, dated in 1854, has already been 
extended. The other expires in 1871. 



the 

the^ ^ 

In every other respect it meets all the requirements of the law. 

" The evidence upon the value of the inveiitions is unusual in its mature. A Mr. Well- 
man was engaged at the same time with Woodman in elaborating a similar machine. 
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and obtained patents for his impToyements, andsncceeded in introdacinff bis macbines 
into extensive use. He embodied in them, boweyer, more or less of Woodman's deyices, 
and a suit was brought against him upon this patent and the previous one. A com- 
promise was effected, under which Woodman assigned all his patents and the extended 
terms thereof to Wellman, upon being paid a royalty of $5 upon each machine. The 
estimate of the value of the inventions is founded upon the sale of Wellman's machines, 
in the accounts of which no distinction could m or was made between the three 
patents. In applying for the extension of the patent of 1854, as well as on this occa- 
sion, the applicant, under oath, estimated the value of the patent of 1854 and the 
present one as being equal, and that of 1857 as one-half of each of them ; in other 
words, the two older patents at the rate of two-fifths each, and the latter at one-fifth. 
In this estimate he is sustained by the affidavits of other aisintereKted parties. Upon 
this basis the value of the inventions under consideration is ascertained with a good 
degree of certainty at the sum of $74,800, and the remuneration obtained by the pat- 
entee at $17,168.57, including an estimate of what would be received after the account 
was made to the time when the patent expires. 

^*A grave objection to this estimate is pointed out by the examiner. In his view the 
inventions which constitute the sublect of the patent under consideration were not 
embodied in the machines sold by Wellman, and those sales furnish no basis upon 
which to estimate their value. We are thus left without any means of determining it. 

"In reply to this it is alleged that, although the combinations monopolized in this 
patent are not embodied in the same form in Wellman's machine, yet the difference 
consists entirely in the substitution of mere mechanical equivalents for the locking 
devices, and those which give motion to the cleansing frame. This is not borne out by 
a comparison of the patent and the machine. In the former, both devices depend for 
their operation upon an arch, toothed upon the inside with deep radial notches or slots. 
The cleansing frame is locked by an arm, or tooth attached to it, which is thrust 
radially into one of these notches at the proper juncture. When the frame is to be 
moved to another lay, the tooth is withdrawn, and a vertical wheel is made to sevolve, 
which is firmly attached to the frame, and which has a horizontal crank pin upon it 
that engages in one of the deep slots upon the arch. As the wheel rotates, the pin 
being confined to the slot, the axis of the wheel is forced to move forward, and carries 
the frame with it. In Wellman's machine, a pinion attached to the frame engages 
with the teeth of a curved mangle rack, situated in a position similar to Woodman's 
toothed arch. As the pinion rotates, it carries the frame with it, and when the pinion 
is locked, the frame is locked with it. It is impossible to regard these devices as the 
strict equivalents of each other. 

" On the other hand, we have the sworn statement of an eminent expert to the follow- 
ing effect, and no question is made of its correctness: ^This prolixity of moving the 
frame along and locking it by the same series of fixed teeth arranged in a segment of a 
circle near the top cara, and also maintaining at all times an uninterrupted engage- 
ment of the frame with said teeth, so as to keep a rigid control at all times of tne 
movements of the frame, is one that particularly characterizes all the successful card- 
strippers now in use in this country, including that of Wellman's, which is the one 
most used, though it is therein embodied in other forms of mechanism. This property 
is not to be found in either of the attempts to make an automatic practical caurd strip- 
per which existed before Woodman's.' There can be no doubt, indeed, that to Wood- 
man the community is deeply indebted for a principle of operation set forth in this 
patent, which has contributed largely to the success of the machines of which we are 
speaking. It is by no means clear that the patent might not be so amended as to 
define this with such accuracy as to cover the Wellman machines. As the interests of 
the two inventions are now united, and are sufficiently protected by the patents of one 
or the other, there is no occasion for settling this question. But if Wellman's machines 
are really indebted for any part of their efficiency to the principles embodied in Wood- 
man's patent, it may be urged with propriety that Woodman should not lose his just 
reward, even though he could not identify in those machines his principle, as it is de- 
fined in his patent. 

" The invention is, indeed, as has been already observed, one of a series, the whole of 
vrhich constitutes an entirety, and the merit of which must be estimated, not by that 
of the particular parts taken separately, but by that of the whole taken together. And 
the merit of each part must be arrived at, not by considering it by itself, but as ,a 
member of the whole. Of the value of that whole there is no question ; and of tho 
proportionate value of this part, compared with the rest, we do not find any question 
made. It is all that is necessary to entitle the application to favor. Taken as a single 
invention the proof of its value is defective. But this view of the subject was evi-* 
dently a matter of surprise to the counsel, and when it was pointed out they had no 
opportunity to supply the defect. They have evidently acted in good faith. Their 
estimate has been the same on both applications before the office, aud they had no in- 
ducement on the former to oveivalue this patent. They might also well feel justified 
in relying upon its importance, from the circumstances under which the suit upon it 
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waa compromised. Believinff that all the patenta, aa parts of one system, abundantly 
deserve to be extended, it does not seem to me advisable that any discrimination 
should be made between them upon so nice a ground as the defect in the proof of the 

f articular value of one of them, when that defect appears to be owins to an oversight, 
should therefore recommend that the prayer of the petitioner should be granted. 
'' Bespectf cQly submitted. 

"8. H. HODGES, 

"Examiner-ii^Chirf. 
"United States Patent Office, J^ly 8, 1870." 

In accordance with the foregoing recommendation, the extension is granted. 



Alva B. Taylor. 

Extension. 

July 22, 1870. 

In the matter of the application of Alva B. Taylor for the extension of letters-patent 
for Improvement in Machinery for Forming Hat Bodies, granted July 29, 1856. 

Fisher, Commissioner: 

Applicant, by way of account, states that he sold his invention to George £. Cow- 
pertDwaite lor 113,000, and then adds, ''m^ expenses amounted to between $12,000 and 
|15,000. I built and run five or six machines.'' 

This is not the account " in detail " which the statute prescribes. Some of the authori- 
ties upon this subject are collected in the case of John R. Harrington, Commissioner's 
Decisions, 1870, p. 29. The account in the present case is prepared by attorney. The 
applicant can therefore scarcely plead ignorance of the rule, or of the construction uni- 
formly given to it. The only way to enforce attention is to refuse all extensions thus 
presented. 

The extension is refused. 



E. M. HOE. 

Uxtension, 

July 22, 1870. 

In the matter of the application of R. M. Hoe for the extension of letters-patent for 
Improvement in Printing Presses, granted August 5, 1856. 

Fisher, Commissioner : 

It is conceded that the first claim of this patent is anticipated in Newton's English 
patent. No. 11,688, granted in 1847. The examiner thinks that the fourth claim is also 
anticipated by the same reference. Some reason for this opinion is found in the fact 
that the words "the above-described method of securing type" are so ambiguous that 
they may refer either to the means described in the first claim or to those set forth in 
the second. 

I think, however, that disclaimer of the first claim will cure this defect, and that 
the efl'ect of such disclaimer will be to limit the "method" of the fourth claim to the 
combination included in the second. 

Upon filing a disclaimer to the first claim, the patent will be extended. 



Abneb G. Beyin. 

Extension. 

July 22, 1870. 

In the matter of the application of Abner G. Bevin for the extension of letters-pa- 
tent for Improved Mode of Attaching Sleigh Bells to Straps, granted July 
22, 1856. 

Fisher, Commissioner : ^^ I 

Applicant described and patented, originally, a mode of attaching sleigh fells to 
straps, by casting them without shanks, "and connecting them to the straps by means 
of staples." His claim fully covered his invention. In 1862 he surrendered his pa- 
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tent and reiasned it, describing the invention as consisting " in attaching the bells ta 
the straps by means of staples, rivetSf holtSf or their equivalent" He claims " securing 
sleigh-bells to straps, by means of staples, rivets, bolts, or their equivalents, passing 
through the strap and bells, substantially as described. 

No allusion was made in the original patent to " rivets, bolts, or their equivalents/' 
Nothing of the kind was shown in the drawings or model. The reference to these 
modes of attachment in the reissue was an interpolation unauthorized by law. ( Carhart 
V. Austin, 2 Fisher, 243.) The purpose is obvious, for applicant declares in his state- 
ment, in effect, that his original invention was worthless, but that it became valuable 
when he introduced a washer between the bell and the strap, and devised a ring bolt 
to keep the bell from turning. 

My views upon the subject of such reissues are fully set forth in the case of John 
A. Krake, Commissioner's Decisions 1869, p. 100. 

The extension is refused. 



D. M. Smyth. 

APPEAL FROM PBIMART EXAMINER. 

July 23, 1870. 

In the matter of the application of D. M. Smyth, for letters-patent for Improved 
Method of Sewing or Connecting Sheets of Paper into books or Pamphlets. 
Fisher, Commissioner: 

This is an appeal from the ^rimaij examiner. 

Applicant describes a certain series of interlocking threads for securing the sheets 
of books, &c. He expressly disclaims the use of any particular mechanism oj any 
mechanism for this purpose. Nevertheless, he goes on to describe, at great length, a 
machine by which, he says, the interlocking mtk^ be effected, which machine he does 
not claim, and which, at the end of his description, he declares that he has already 
patented. 

The examiner holds that the machine described is not of the essence of the inven- 
tion, and he accordingly requires the descriptive matter to be stricken out as "unnec- 
essary prolixity." 

In this he is undoubtedly right. There would be as much propriety In describing all 
the details of the sewing mechanism in an application for an improved treadle for sew- 
ing machines, or, when seeking to obtain a patent upon a harvester tooth, to describe 
the entire mechanism of a reapme machine. A simple reference to the patent in which 
the mechanism is described and claimed is all that is necessary. 

The act of 1836, section 6, provided that the applicant should " deliver a written 
description of his invention or discovery, • « • avoidino unnecessary prolixity, &,c. 
The act of July 8, 1870, section 36, prescribed that the specification shall set forth *' in 
full, clear, concise, and exact terms,'' the nature of the invention or discovery. These 
provisions are necessarily to be enforced by the Commissioner, whose powers are am- 
ple, froqpL the nature and necessities of the case, to determine what matter in a specifi- 
cation is or is not essential to a '' full, clear, concise, and exact " description of tiie in- 
vention claimed. 

In the present case. I affirm the decision of the examiner in requiring so much of the 
drawings and specification as repeats the description of the patented machine to be 
stricken out before the case can be examined on its merits. 



Aberdeen Keith. 

APPEAL from primary EXAMINER. 

July 23, 1870. 

In the matter of the application of Aberdeen Keith for the reissue of letters-patent 

for Machine for Cutting Leather, &c., granted September 20, 1864. 
Fisher, Commissioner : 

This is an appeal from the decision of the primary examiner, who refuses to allow 
the drawing to be amended by the written description alone. The objections to amend- 
ments of this kind are fully set forth in the case of Elizabeth Hawkes, Commisssioner's 
Decisions, 1869, p. 37. Since that decision was written, it has become the law of the 
land, section 53 of the act of July 8, 1870, having provided that '^no new matter shall 
be introduced into the specification, nor, in the case of a machine patent, shall the 
model or drawings be amended, except each by the other." 

This legislation closes the discussion between applicant and the office, and the de- 
cision of the examiner is affirmed. 
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Henet Waterman. 
Beissue. 

APPEAL FROM PBIMABT EXAMINER. 

July 23, 1870. 

In the matter of the application of Henry Waterman for tlie reinsne of letters-patent 

for Improvement in Reaping and Mowing Machines, granted August 28, 1855, and 

extended. 
Fisher, Commissioner : 

This is an appeal from the primary examiner. 

In the machine four cradles, composed of a series of parallel bars, are located at the 
rear of the cutting apparatus to receive the gavels. At the will of the driver these 
cradles are caused to revolve, and as one cradle passes away, the grain falls on the next 
** interposed " cradle. 

The applicant insists upon calling this an " interposed surface," while the examiner 
requires that it he called an '* interposed cradle." As a matter of fact, it is a cradle, 
and being composed of parallel bars, it is not in any proper sense a ** surface." More- 
over, in the original patent it is described as a cradle, and nothing else, and no men- 
tion is made of surfaces or of equivalents. I sustain the examiner's objection to the 
word ** surface," and also to the phrase *' or equivalent surface," when used in the same 
connection in another part of the specification. (See ease of John A. Krake, Commis- 
sioner's Decisions, 1869, p. 100.) 

In the sentence ** The mode of construction in which this mode of operation is em- 
bodied consists of four cradles," &c., the examiner objects to the words ''mode of oper- 
ation," but I do not think this objection well taken, and accordingly overrule it. 

The examiner objects to the third claim, which is for ''the mechanism, substantially 
as described, by means of which, as one gavel of grain is discharged from one surface 
parallel with the cutter-bar, the next cut grain is caught by another surface, as set 
forth." 

This claim contains the obnoxious word " surface," twice repeated, which should be 
expunged ; but a more serious objection is that, if it be true, as I understand the ex- 
aminer to assert, that a machine previously existed which would be included within 
the terms of this claim except for the words "substantially as described," the claim is 
bad unless it sets forth the distinctive mechanism which, independently of those words, 
distinguislies it from older contrivances for the same purpose. (See case of Rubens & 
Co., Commissioner's Decisions, 1869, p. 107.) 



Leopold Lehmann. 

appeal from primary examiner. 

July 23, 1870. 

In the matter of the application of Leopold Lehmann for letters -fatent for Improve- 
ment IN Combined Agricultural Implement. 
Fisher, Commissioner : 

This is an appeal from the primary examiner. 

Applicant files a specification of twenty-four pages^ withnineteen claims, accompanied 
by four ^eets of drawings, constituting an application for a combined agricultural im- 

glement, which consists of a combinea sower, cultivator, hay-rake, ana corn-planter, 
ome of the claims relate to the combination of these machines, and others to improTe- 
ments in the individual machines which have no reference to the combination, and 
which are capable of use upon any machines of their respective classes. 

Combined implements which use certain parts in common, and so save the expense 
of duplicating such parts, are becoming more and more common. They are useful, 
and, if new, are undoubtedly patentable. The combinations themselves, and all the 
parts which necessarily relate to such combinations, may, no doubt, be included in one 
patent; so that the subject-matter of the patent, and of all its claims, ^aJl have refer- 
ence to the combined machine. 

When, however, the applicant seeks to include in the same grant independent im- 
provements in the individual machines composing the combination, which improve- 
ments have nothing to do with the combination, but are of general application, it is 
manifest that he is entitled to no more favor than if he attempted to patent improve- 
ments upon two independent and uncombined machines under one grant. To permit 
this would be a fraud upon the government, and would utterly destroy all attempts at 
classification. This matter is fully discussed in Linus Yale*s case, Commissioner's De- 
cisions, 1869, p. 110. 
The decision of the examiner is affirmed. 
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George B. Morris and Samuel Watson. 

MOTION. 

July 23, 1870. 

In the matter of the application of Georji:e B. Morris and Samnol Watson for letters- 
patent for an Improved Process for Making Butter. 

Fisher, Commissioner: 

Applicants described in their original specification what they called " a new process 
for making bntter to he nsed in place of ordinary butter .'' They say: " The nature of 
onr invention consists in preparing ordinary butter and combining it with milk and 
other ingredients, whereby It is increased in bulk and weight.'' Again they say : *'To 
prepare the Western Dairy Butter, take say about ten pounds of o^inarv butter and 
wash the same, as cold as it can be worked, in clear lime-water, in which about, four 
ounces of lime to the gallon of water has been dissolved," &o. They next warm the 
butter and mix it with sweet milk and flour into a paste; they then color it with eggs, 
carrots, or annatto, and tumeric, until, at length, the precious mess produces " about 
eighteen pounds of good solid butter, which may be printed in cakes or made into rolls 
or packed." 

Subsequently applicants amended this application by changing the title to a process 
for making " a substitute for bntter," but the remainder of the specification, the pro- 
cess itself, the title of ** Western Dairy Butter," and the statement of the invention, 
remained unchanged. This application was rejected by the primary examiner, but was 
allowed by a majority of the board of examiners-in-chief on appeal. The examiner 
now presents the matter for the judgment of the Commissioner m person. 

In the general adulteration of food it was to be hoped that some articles might escape. 
Milk we Knew was watered, but watered milk would not make butter. We are, how- 
ever, henceforth to doubt whether what we fondly suppose to be the legitimate produc- 
tion of the dairy may not be a mixture of ordinary butter, lime, flour, skim-milk, an- 
natto, and tumeric. 

The attorney for applicant argues that this is not an adulteration of good butter, 
but an improvement in rancid butter. The specification, however, makes no such state- 
ment. No mention is made in it of rancid butter. In the original and amended form 
it is an attempt to increase the bulk and weight of ordinary butter by mixing it with 
flour, paste, and coloring matter, and then palmiuff it off as butter. It is a cheat and 
a fraud; and to throw about it the protection of letters-patent, is to protect and en- 
courage the deception. 

Fortunately the law vests the Commissioner with ample powers to protect the public 
against the advertisement of such mixtures under the sanction of this ofilce. Section 
31, act of July 8, 1870, provides ^'That the Commissioner shall cause an examination to 
be made of the allegea new invention or discovery, and if on such examination it shall 
appear that the claimant is justly entitled to a patent under the law, and that the same 
is sufficiently useful and important, the Commissioner shall issue a patent therefor." 

In the opinion of the CommiBsioner this invention, whether regarded as a new pro- 
cess of iusbking butter, which it is not, or as ^' a new process for making a substitute 
for butter," is not sufficiently useful or important to warrant the grant of letters-pat- 
ent for it, and a patent is, upon this ground, accordingly refused. 



D. M. Nichols. 

APPEAL FROM PRIMARY EXAMINER. 

July 23, 1870. 

In the matter of the application of D. M.Nichols for letters-patent for Improvement 

IN Fluid Jets. 
Fisher, Commissioner : 

This is an appeal from the primary examiner. 

Applicant onginally made several claims which were rejected by the examiner, 
which rejection was affirmed on appeal. He subsequently amended his application and 
divided it. In one division the claim was unexceptional, and a patent issued. In the 
other the examiner, after some interlocutorv action, finally decided that the claims were 
substantially those formerly rejected by the examiner and the board. He then goes 
on to say, "whether the claims were properly rejected or not, it is not the province of 
the examiner to inquire; so far as he is concerned their patentability must be held to 
be rea adjvuUeata by reason of the controlling decision of a higber tribunal. That the^ 
have been made the basis of a new application does not confer upon him any addi- 
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tional authority in the premises. He is compeUed to decline assuming jurisdiction of 
the case.'' 

An appeal is taken to me from this decision, under Rule 44. (Edition, Julv, 1870.) 

If the claims in the new application had differed from those previously consiaered hy 
the board, there would be no doubt of the jurisdiction of the examiner. They were 
properly before him for some consideration. In the course of his examination he 
zound them to be substantially the same as claims previously rejected by the appellate 
tribunal. They were not the same claims, but claims in effect the same. The exam- 
iner was therefore right in saying that the question of their patentability was res ad- 
judicata. He should therefore have rejected the claims for lack of patentability on 
the authority of the former decision of the board. The question would then have 
been appealable to the board to determine whether, in ffKst, their objections to the 
former claims applied equall^r to these. 

But jurisdiction and examination were necessary before these facts could be ascer- 
tained. 

I do not think, therefore, that the examiner could properly decline to take jurisdic- 
tion, and accordingly reverse his decision. 



CRdWELL v8. Sim. 
Intetference, 

APPEAL FROM EXAMINERS- IN- CHIEF. 

July 26, 1876. 

In the matter of the interference between the applicatiqns of P. S. Crowell and Thomas 
Sim for letters-patent for Improvement in Artificial Fertilizers. 

Fisher, Commissioner : 

This case presents the common phase of a conflict of two parties over the same in- 
vention, in which the relations of both to each other, and to the discovery^ have led 
to the mutual charge of a theft of ideas. 

The solution of such cases is always attended with more or less of difficulty. The 
testimony is usually that of the partisans, by friendship or interest, of the rival claim- 
ants. It is often contradictory and confused. The truth is, that, in many of these 
cases, each has contributed something to the perfected invention ; and if, instead of 
quarreling over the question of priority the parties were content to acknowledge the 
contributions of each, and claim a joint invention, there is but little doubt but that, 
in a majority of such cases, it would prove the true solution of the difficulty, and re- 
sult in the issue of a single, legitimate, and impregnable patent. 

A preliminary question is made as to an agreement between the parties relating to 
the introduction of the testimony taken in a former interference. The agreement is 
that the testimony may be read by the examiner in the present case. Counsel for Cro- 
weU claims that this meant nothing more than that the examiner might read the tes- 
timony, but that it was not to be treated as evidence ; and they further assert that 
this was fully understood by the parties. Counsel for Sim den^ this understanding, 
and claim thjbt the agreement meant, and means, that the examiner should read the 
former testiinony as evidence in this case. As the parties cannot agree as to their ver- 
bal statements. I can only construe the paper according to its terms. My opinion is 
that '^reading '^ the testimony can only mean reading it in evidence. Any other con- 
struction would render it practically without meaning, and Sim has so far relied upon 
his own understanding of it as to take no other testimony. 

Upon the main question, after a careful examination of the testimony, I have arrived 
at certain conclusions of fact, which I shall state in narrative form, without attempt- 
ing to repeat the details of the evidence from which my deductions are drawn. 

The invention in controversy consists in a new fertilizing compound, of which the 
ingredients are, first, the residuum of cotton seed, from which the oil has been extracted 
by the use of bi-sulphide of carbon or other equivalent chemical means ; and second, 
bone phosphates. It does not include a compound composed of bone phosphates and 
the waste of cotton seed, from which the oil has been mechanically extracted, and this 
distinction assumes some importance in the consideration of the case. 

Both specifications are somewhat loosely drawn. In both the invention is described 
and claimed in general terms. In neither is any percentage of ammonia spoken of, 
nor any proportions of the ingredients named. It seems to be the opinion of both par- 
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ties that any compound of the two elements above recited will make a good and prac- 
ticable fertilizer. 

Dr. Sim is a surgeon and chemist. He was in South Carolina in ld6d. While there 
his attention was directed to the deposits of South Carolina phosphates, and also to 
the utilization of cotton seed. This latter he applied at one time as a fertilizer in its 
raw state, in combination with marsh muck, containing a percentage of phosphate of 
lime. He was also engaged in experimenting with bi-sulphide of carbon m the preser- 
vation of meats. Coming to Baltimore in November, 1858, for the purpose of patent- 
ing his process for the preservation of meat, he met an old friend, Jesse L. Hutchinson, 
his brother, Elias Hutchinson, and one D. W. Riddle. To each of these he made a state- 
ment, which was in effect that he had made a new discovery, to wit, that the waste of 
cotton seed^ from which the oil had been extracted by the hi-aulphideof oarhonf would, 
when combined with the South Carolina phosphates, make a good fertilizer. For this 
invention or discoverv he proposed, in December, 1868, to file a caveat, but was dis- 
suaded by one of the Hutchinsons, who rightly doubted if it would afford him much 
protection. From Baltimore he went to Boston, where, under a contract with Crowell, 
he commenced a series of experiments, having in view the extraction of animal oils by 
the bi-8ulphide of carbon, under a process substantially the same as that already pat- 
ented to one Deiss, and to which he had previously called the attention of Crowell. 
\7hile thus engaged, Crowell brought to him various substances from which he desired 
that the oil might be extracted. Sim and Hutchinson (who was with him) suspecting 
that Crowell desired to forestall him, threw away a portion of the residuum, but, finallv, 
at the request of Crowell, furnished him with the cotton-seed waste. Sim subsequently 
came on to Washington, and on February ii7, 1868, applied for a patent for the inven- 
tion. 

Crowell and all of his witnesses are members of the Pacific Guano Company. He 
and they were in search of sources of ammonia, and eagerl v availed themselves of all 
suggestions in that direction. He visited Charleston and the southern coast in search 
of hsh scraps, and after conversation with Sim, and with Dr. Ravenel, the advising 
chemist of the company, he brought back with him to Boston a bag of cotton seed for 
experiment. His ideas in August, 1868, and subsequent to his return to Boston, were 
so far from a completion of the invention that he at first submitted the raw seed to Dr. 
Hayes for analysis, and subsequently was at the pains to send a portion of it to Rhode 
Island, in order that the oil might be expressed by pressure. The residuum thus ob- 
tained was also submitted to Dr. Hayes, who analyzed it and combined it with phos- 
phates, and applied the compound as a fertilizer to some house plants. This compound, 
which was made as late as December 22, 1868, was not the fertilizer in controversy ; 
which, as has been stated, is limited, by both specifications, to the residuum of cotton 
seed, firom which the oil has been removed by chemical means. Crowell did nothing 
further until Sim came to Boston and commenced his experiments with the Deiss pro- 
cess. It is true that he then brought to Sim peanuts and cotton seed, that he might 
extract the oil by the bi-sulphide of carbon ; and that the residuum of the cotton seed 
thus obtaitied was turned over to Hayes, who analyzed it and combined it with phos- 
phate as before ; but it does not appear that Crowell obtained from all this experiment- 
ing any information beyond that which Dr. Sim had already communicated to the 
Hutchinsons and Riddle, viz : that a fertilizer could be made by the union of phos- 
phate with the waste of cotton seed, from which the oil had been extracted by the bi- 
sulphide of carbon. It does not appear that experiment was necessary to ascertain 
this fact ; and it is certain that the experiments did not result in establishing that any 
special processes or proportions were essential to success, since both specifications are 
silent as to such details. 

It must be remembered that Sim was a chemist, while Crowell was not. The former 
may be presumed to have possessed some knowledge that the other had not yet ac- 
quired. It is impossible to call every step in the process of theself-education of Crow- 
ell an essential step in the progress of invention. A chemist may declare that certain 
chemical agents, when united, will produce a certain compound. An unlearned man 
may doubt or deny this, and may choose to go to the expense of elaborate experiments 
to test the assertion. He satisfies himself that the chemist is right, but he is hardly in 
a condition to claim priority of invention. Nor is his position strengthened because he 
chooses to employ the chemist himself to conduct experiments in demonstration of his 
own statement. Like Pharaoh's daughter, he only brings the babe to the real mother 
to nurse, and although the incident may add to the interest of the narrative, it cannot 
change the laws which regulate maternity. 

At all events, when CrowelPs experiments were all over, he was only able to say, as 
Sim had said in the November previous, that a combination of cotton-seed waste (the 
oil having been chemically extracted) and bone phosphate would make a new and use- 
ful fertilizer. 

With the steps which he took to satisfy himself of this fact we need not concern 
ourselves, for Sim was satisfied before Crowell began to experiment. 

The decision of the board of examiners-in-chief is affirmed. 
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CONTINENTAX WINDMILL COMPANY, ASSIGNEES, &C 

Rei88U€, 

APPEAL FROM PRIMARY EXAMINER. 

July 27, 1870. 

1 1 the matter of the application of the ContiDental Windmill Company, assignees Sec, 
for the reissueof Jetter8-patentNoa3,136, for "Self-regulating Windmill,'' aranted 
to Addison P. Brown, July 3, 1855. 

Duncan, Acting Commissioner : 

This case comes before the Commissioner under Rule 44 of the Patent Office Rules 
and RegulatioDB (Edition July, 1870) upon a preliminary question in regard to the 
form of the claims, no action having yet been had upon the patentability of the subject- 
matter of the application. 

The claims, as they now stand after certain amendments, are the following : 

''1. As a means of governing the motion of windmills under varying pressures of 
wind, 90 COIN binifiy weighta, substantially as described, with the sails, that the said weights 
shall act by centrifugal force to shift the inclination of the sails, as set forth. 

" 2. In combination with the weights connected with the sails to shift their incliua- 
tion by centrifugal force, the means, auhstantially as de«c»*t(tf<2, for shifting the inclination 
of the sails by the direct pressure of the wind, as set forth. 

"3. The arrangement of the gearing for comnmnicating motion from the wind- wheel 
shaft to the driving shaft, by interposed reversing coff-wheels, substantially as described, 
in cornHnatian foiih the turn-table or equivalent, and the vane for holding the wind wheel 
to the wind, as set forth. 

*^ 4. A weight or its equivalent in combination with and to resist the centrifugal 
action of the weights which shift the inclination of the sails, substantially as described.'' 

To the first claim, the examiner objects on account of its participial form ; to the 
second, because the means whereby the pressure of the wind upon the sails changes their 
inclination are not recited nominatim; to the third, because an arrangement of certain 
devices in combination with certain other devices is regarded by him as a *' solecism 
in mechanics and in language," and because of the use of the words " or equivalent ;" 
and to the fourth, because the office cannot patent unknown equivalents, and because, 
as he asserts, a weight is, by the language of the claim, assumed to combine with the 
action of other weights. 

The objection to the first claim in its present form is the same as was urged against 
it in its ori|rinal form, the justness of which applicant's attorney appears then to have 
conceded, since he offered an amendment whicn was intended solely to relieve the claim 
of the objection urged. In this, however, he has failed. The claim is no more accept- 
able now than formerly. While it is possible that, so far as mere form is concerned, it 
would not be pronounced absolutely invalid in court, yet it is not free from objection. 
It falls into the category of those claims of which Mr. Justice Nelson more tlian inti- 
mates grave doubte as to whether they are not " a mere result h*om the arrangement and 
combination of the parts, and not the subject of a patent at all." (Sangeter vs. Miller, 2 
Fisher, 563.; 

It certainly is the duty of the Commissioner of Patents to see to it that, so far as this 
result is possible of achievement, none but unambiguous claims are sent forth from the 
office. It is not sufficient that the claim be such as by a bare possibility may be saved 
through a liberal construction by the courto. (N, J, Simonds, Commissioner's Decisions, 
1870, p. 25. ) The ideal claim is one which admite of but a single interpretation, and that 
of the most literal character. The closer the Commissioner approximates to this stand- 
ard in the exercise of his discretionary power in the revision oi claims, the more nearly 
will one prolific source of misunderstanding and controversy be entirely avoided. 

The examiner's position in reference to this claim is sustained. 

The words, " the means substantially as described," in the second claim, can refer to 
nothing else than the oblique slote in the outer collars by which the sails are oonfiined 
to the radial arms, and the pins projecting from the ramal arms and traversing said 
slots. The expression is entirely tree from ambiguity, and the examiner's objection 
does not seem to be well taken. 

The examiner's observation upon the third claim would be just were he criticising 
it merely upon points of rhetoric. The claim is clumsily constructed at best, and reflects 
but little credit upon the professional skill employed in framing it : yet despite its 
rhetorical faults, it can have but a single interpretation, and in a legal aspect is unob- 
jectionable. The words ''or equivalent," as applied to the turn-table, add nothing that 
the applicant would not be entitled to without them. An issue upon this point woold 
hardly be advisable. 

As regards the fourth claim, the specification distinctly indicates that the pendent 
weight used to counteract the centrifugal action of the weighte which shift the inclina- 
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tion of the Bails, is equivalent in its function to the spiral spring upon the outer 
extremity of the wind-wheel shaft. The word *' equivalent " is therefore rightly in the 
claim. A careful perusal of the claim will also show that the examiner is somewhat 
in error as to the fframmatical construction of the language used. As the conjunction 
** and " connects tine nhrase *^ in combination with " to the phrase ''to resist the centri- 
fugal action of/' it follows that this is a claim for the combination of a weight having 
a certain specified function with certain other weights having a different function as 
specified) and not, as the examiner supposes, of one weight with the cenU'ifugal action of 
certain other weights. 
The examiner's objection to the first claim is sustained, but on the others overruled. 



Edwin Strain. 

MOTION. 

July 27, 1870. 

In the matter of the application of Edwin Strain for letters-i ateut for Sewino Ma- 
chine Needles, filed December 18, 1839. 

Duncan, Acting Commissioner : 

This application was reiectcd a second time by the primary examiner February 2r> 
1870, and upon appeal duly taken his decision was affirmed by the board of examin- 
ers-in-chief March 30. 

Since this decision by the board the case seems to have been reconsidered by both 
the primary examiner and the examiners-in-cbief, numerous affidavits having been 
filed by applicant bearing upon the alleged novelty and utility of the invention. In 
these subsequent proceedings the examiner adheres to his former position, reiterating 
the references before cited, which in his judgment should defeat the application on the 
score of novelty : while the board in their second decision, rendered July 20, over- 
rule the adverse decision of the examiner, basing their judgment upon ** the affidavits 
filed since the case was last before them." 

All the proceedings in this case since the first decision rendered by the board have 
been irre^lar and without authority. While it was competent for the applicant to 
support his argument by affidavits, there was no authority for the examiner to reopen 
the case for further action, and the subsequent action of the board is in contravention 
of the rule that ** cases which have been heard and decided by the examiners-in-chief 
will not be reheard by them, except upon the order of the Commissioner." 

The later proceedings in this case, therefore, are set aside, and the application re- 
manded to the status which it properly held immediately upon the first rejection by 
the board. 



Matthew Andrew. 

MOTION. 

July 28, 1870. 

Id the matter of letters-patent No. 101,808, for Improvement in Door Knobs, granted 
to Matthew Andrew, April 12, 1870. 

Duncan, Acting Commissioner : 

This patent is for an improvement in door-knobs, and relates to a mode of adjusting 
the distance between the two knobs according to the thickness of the door upon which 
they are used, the adjusting mechanism consisting of a series of ratchet teeth upon the 
spindle, operating in connection with a spring detent located within the chamber or 
socket of the knob into which the spindle is to be inserted, the spring being made 
somewhat wider than the spindle, so that it can at any time be released by a proper 
instrument inserted by the side of the spindle, through an orifice provided for that pur- 
pose. The claim is for "The flat spring C, attached to the knob apindU and adapted 
to engage with the ratchet-teeth a, a," &c. 

Unquestionably the word "spindle" is erroneously used in the claim, and the pat- 
entee, by attorney^ now moves that the specification be reprinted for the purpose of 
correcting the claim by erasing the interpolated word therefrom, on the ground that 
its insertion was a purely " clerical error." 

It is found upon examination of the papers that the claim as it stands in the patent 
is in the precise language in which it was drawn by Andrew's attorney when his ap- 
plication was pending before the office. The error originated with applicant's duly 
authorized agent, and if in consequence the present owner of the patent is to any 
extent debarred his right to the full enjoyment of his invention, the appropriate rem- 
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edy is as provided in section 53 of the patent act of July 6, 1870. It is an instance of 
a " defective specification/' in which the error has arisen by '* inadvertence, accident, 
or mistake,^ the word specification being employed in this connection in its generic 
sense, to include claim as well as mere description. 

As this case clearly comes within the category of those for which the remedy by re- 
issue has been provided, it wonld be unwise, to say the least, if not, in fact, an act of 
questionable authority, to attempt to correct the error in the manner propoeed. 

Of reissue patents, goine out as they do with a new date and a distinctive number, 
the public are bound to take notice, the same as they are of original patents; but there 
is no official mode yet adopted of advertising to the world the fact and the character 
of changes made in the specification of a patent by the process sought to be applied in 
the present instance. 

The proposition is to issue a new patent which is to retain the same date and number 
as the old one ; and the public, not advised of any alteration in the original instru- 
ment, as they would be if a reissue had taken place, are to continue to use whatever 
certified or otherwise official copies have passed into circulation, in the full, thoush 
erroneous, belief that these copies are, in all particulars, faithful transcripts of a public 
record, wnich has, in point of fact, been changed, though without notice to the world. 

I am clearly of the opinion, therefore, for reasons of public policy, as well as be- 
cause of the express provision of the statute applicable to this case, that the patentee, 
if he finds himself hindered in his rights to any extent by reason of the error in the 
specification, should cure the- defect by a reissue. 

The motion is denied. 



Paul and W. C. Beamwell. 

MOTION. 

July 28, 1870. 

In the matter of the application of Paul and W. C. Bramwell for letters-patent for a 
Spinner for Carded Wool, filed April 7, 1869. 

Duncan, Acting Commissioner: 

Applicant's invention consists in a combination of old devices whereby, as is alleged, 
the difficulties in the way of the continuous spinning of carded wool are obviated. 

These devices are a set of feed rolls, a draft roller, a false twister, a set of drawing rolls, 
and a ring and traveler. The original application was filed April 7, 1869, and was re- 
jected by the primary examiner May 4. On the 24th day of November applicants, 
through their attorney, filed a letter formally abandoning the application, on the ground, 
as distinctly alleged in their letter, that they had ** filed a new application on the same 
invention." The new application, filed November 23, presented the invention in a 
somewhat improved form, and because of a single device not found in the former appli- 
cation, viz., a tension bar, and which ultimately was made an element in the various 
combinations claimed, a patent was issued to them January 25^ 1870. They now come 
in and move for leave to revive the earlier and abandoned application, at the same time 
presenting a new substitute specification. The argument filed in support of this mo- 
tion admits that the model upon which the application of November 23 was based, 
was " the same in its principles of operation as tne old model, the only addition beins 
that of a tension bar in front of the draft roller,'' and that the specification then filed 
was ** substantially the same in its scope as the ori^al specification, except that it de- 
scribed and covered the tension bar." These admissions are not made inadvertently. 
A careful comparison of both the original specification and the substitute now ofifered 
for consideration \rith that form of the invention upon which the patent was issued 
shows that there is nothing claimed in either which, if patentable, might 9ot have been 
included in the patent already granted; and, in point of fact, the very claims which it 
is now sought to assert were at first incorporatod in the specification of November 23. 
but subsequently were erased therefrom, being rejected by the examiner for want of 
novelty upon references duly cited. These a&iissions, then, or rather the facts upon 
which they are made, are fatal to the grant of the motion. 

A party having deliberately abandoned his original application in order that in a new 
one he may present his invention in a more complete and perfect form, and who receives 
a patent through the medium of such later application, cannot be permitted subse- 
quently to revive the old one. If he finds himself justly entitled upon his invention to 
more than is secured to him by the patent already granted, the safe and proper remedy 
is by reissue. 

The present motion is denied. 
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JABEZ W. Hayes. 

Extension. 

August 2, 1870. 

In the matter of the application of Jahez W. Haj'^es for the extension of letters-patent 
No. 15,514, for Fruit Box, gradated him August 12, 1^56. 

Duncan, Acting Commissioner : 

The fruit box which forms the subject of these letters-patent is formed of two thin 
strips of veneer, crossing each other at right angles, (preferably interlocked,) and 
turned up at the ends, thus making the bottom double, while the sides are of single 
thickness only. 

The inventor held his patent, mannfacturin^ only what boxes he needed in his own 
business, until 1868. During this year, failing in one attempt to dispose of the patent, 
he at last, on the 3d of October, sold tne remaining twenty-two months of the original 
term and the seven years of the extension, (reserving only the richt to manufacture 
boxes for his own fruit-,) to the American Basket Company, for $*^,000 cash and 1^2,000 
of the company's stock. The inventor has assumed no responsibility in relation to the 
extension^ so that the price paid him by the company is absolute and beyond recall. 
His only interest, therefore, m the extension prayed for is the effect it may have upon 
the value of the stock in which he is a one-thirtieth owner. 

No data are given upon which to estimate the depreciation of this stock by reason of 
a refusal to grant the extension, neither is the naked statement that the inventor esti- 
mates the value of the patent to himself for the extended term to be $5,000, unsup- 
ported by the data upon which he bases his calculation, of any weight. 

While the nominal capital of the company is (60,000, its actual value— whether 10 
per cent, of this or par — ^is nowhere indicated; and whatever this may really be, the 
^Kg^gskte depreciation of the stock in the contingency supposed cannot even approxi- 
mately be calculated therefrom ; since even if the patent be now thrown open to the 
world, this company, with an established business and machinery already erected, will 
have advantage over all rival manufacturers, and since also this is but one, though 
doubtless the most important, of four patents owned by the same company. 

The worst possible supposition, but one that is hardlv tenable, is, that the non-ex 
tension of the patent will utterly ruin the busLness of the company and reduee its as- 
sets to nothing. But in such an event the inventor will still have the $2,000 cash 
already paid him. Is this a " reasonable remuneration for the time, ingenuity, and 
expense bestowed ui>on the invention and introduction of it into usef '' 

As reeards the '' ingenuity " displayed, the invention certainly has no special claims 
to a hi^ rank. It is but one of many devices designed to meet a common want, and 
all claiming their special features of excellence. The want once existing, numerous 
inventions to supply it were sure to follow ; nor can their development be regarded in 
any sense as a severe draft upon the inventive genius of the aee. It bears no just com- 
parison with the efforts put forth to solve the problem of aerial navigation, the vulcan- 
ization of rubber, or the burning of petroleum as fuel. 

As regards the 'Hime and expense'' bestowed upon the invention, the applicant him- 
self says that he can give no detailed account of the expense incurred in perfecting it 
and procuring his patent, and he does not even favor us with any i^proximate aggre- 
gate statement. The fair inference is that his expenses were small ; not more than or- 
dinarily attend the procuring of a patent. For the only expense incurred since the 
issue of the patent, viz., |300 for machinery for making boxes himself, he acknowledges 
himself to have been amply compensated. 

With the exception of the boxes thus made, which were for his own use as a fruit- 
grower, he appears to have put forth absolutely no efforts to introduce the invention 
into public use until he entered into the arrangement above recited in the year 1868. 
This inactivitv he now attempts to excuse upon the plea that the invention was really 
made before its time, and that the comparatively trifling demand prior to 1868 for 
boxes or baskets for small fruits held out no inducements for efforts looking towards 
tbe introduction of this particular invention. 

This plea is essentially erroneous in fact, since increased attention to horticulture 
And enlarged facilities for transportation had created a large market for the small 
fruits long prior to the year named; and certainly it does not speak the language of 
the diligent and resolute inventor whom the law is designed to reward, and who, no 
present market for his invention existing, creates a demand for it by energetic and per- 
sistent efforts. 

Considering the comparatively little importance of the invention to the public, and 
the small amoujit of time, ingenuity, and expense bestowed upon it, it must be adjudji^ed 
that the inventor has been adequately remunerated. Add the further consideration, 
that by far the larger part of the amount already received by him is on account of the 
right of extension, nothing warranting the belief that this amount would be largely 



78 DECISIONS OF COMMISSIONER OF PATENTS FOR 1870. 

iDcreased bv an actual extension, and the impolioy of granting the prayer of the ap- 
plicant is obvions. 
The extension is refused. 



J. T. Ores. 

APPEAL FROM EXAMINERS* IX- CHIEF. 

August 3, 1870. 

In the matter of the application of J. T. Cree for letters-patent for an Improved Bot- 
tle Stopper. 
Duncan, Acting CommisBioner : 

Applicant's bottle stopper, as claimed, is a combination of two elements, an adjustable 
clasp embracing the neck of the bottle, and a bale having the inside of the U-shaped 
cnrve which is formed upon its upper part beveled down to a knife edffe, the object 



of this latter construction being to cut a groove into either side of the cork, as the bale 
is swung up into place, in case the cork cannot, without endangering the safety of the 
bottle, be oriven in sufficiently far to permit of the bale passing over its top. 

The adjustable clasp is old, being shown in Richards's patent of 1868. By way of an- 
swer to the peculiar construction of the bale, the examiner cites the patents of John 
Klee, September 15, 1868 ; T. B. Way, November 7, 1865 ; Daniel Miller, May 14, 1861 ; 
and others not necessary to be specially considered. 

In Klee's patent the bale is passed over the beveled. sides of a conical topped plug. 
In Way's patent the curve of the wire bale is made to fit a groove, previously formed, 
near the top of the solid plug which the inventor uses to compress a rubber packing 
within a recess formed on the inside of the neck of the bottle. As in both of these in- 
ventions the plug must be of solid, unyielding material, in order to press the elastic 
packing upon its seat, it follows that the plug must have a special form given it in order 
that the bale may embrace it. Nothing of this kind is necessary in applicant's case, since 
he employs the ordinary cork, and not a wood enplug ; and it is hardly reasonable to 
assume that either of tnese devices should have suggested the idea of the knife edge 
to cut into the substance of the cork not previously prepared for receivivg the bale. 

Miller's patent shows a bale of flattened wire, intended, like most similar devices, to 
be passed over the top of the cork, but which the examiner asserts *' is susceptible of be- 
ing forced into the sides of the cork, which in its soaked state are easily displaced." 
While this might be done, it is a use entirely foreign to that contemplated by the in- 
ventor, and at best would be a bungling operation, requiring a considerable expendi- 
ture of force and, instead of simply cutting into the cork, forcing out a part of it and 
thus impairing it for future use. Miller evidently flattened the wire in order to pro- 
vide a greater bearing surface upon the top of the cork, and there is nothing to indi- 
cate that he ever conceived the idea of sharpening the inner edges, or of using it with- 
out such sharpening in the mode now suggested. The inconvenience of so using it is 
sufficient to resolve all doubts as to the patentability of the knife edge. 

So far, then, as the references go, it must be judged that applicant is entitled to a 
patent upon his peculiar bale. 

The present claim, however, is objectionable. There is no relation between this special 
construction of bale and the adj ustable clasp around the neck of the bottle. The functions 
of the two are entirely distinct and they cannot properly be claimed in combination. 

For this reason the decision of the examiners-in- chief is affirmed, but with leave to 
applicant to amend his claim and specification before the primary examiner. 

No notice is taken in this decision of *^ minor objections '^ hinted at by the examiner,, 
but not by his decisions put at issue. 

David Munson. 

JExtension. 
August 4, 1870. 

In the matter of the application of David Munson for the extension of letters-patent 

No. 15,491, for Improvemekt in Lightning Rods, granted him August 5, 1856. 
Duncan, Acting Commissioner : 

The actual proofs filed in this case to establish the value of the invention and the 
degree of diligence exercised in its introduction are very far from satisfactory. The 
statements contained in the evidence are of a general character, and in the main beg the 
questions at issue, asserting the very things that should have been left for the inference 
of the Commissioner and not presenting the facts upon which the assertions are made. 



DECISIONS OF COMMISSIONER OF PATENTS FOR 1870. 79 

There are, however, filed in the case certain printed papers which, althongh through 
the carelessness of applicant's attorneys not of evidence, and which wonld necessarily 
be excluded were any one of the public sufficiently interested in opposing the exten- 
sion to move therefor, have in the absence of such opposition been read, and which re- 
move the doubt, otherwise existing, as to the value of the invention and the diligence 
exercised by the inventor. 

Under the circumstances it wonld seem a hardship that the applicant should be 
made to suffer for the carelessness or incapacity of his attorneys. The extension prayed 
for is granted. 



Abneb H. Love. 

APPEAL FBOM EXAMINEKS-IN-CIIIEF. 

August 6, 1870. 

In the matter of the application of Abner H. Love for a patent for an alleged Improve- 
ment IN Wooden Pavements, tiled March 19, IS70. 

Duncan, Acting Commissioner : 

This invention relates to the supports for the blocks coystitutinff a wooden pave- 
ment, said supports consisting of independent centrally-Hanged sills, spanning the 
street from curbstone to curbstone and Laving the requisite convexity upon the upper 
side. 

The reference cited by the examiner against the alleged novelty of the invention viz., 
English patent of John Browne, No. 7,8^3, A. D. 1838, shows centrally-flanged sills tra- 
versing the street transversely. These ribs or sills, however, are not independeut, but 
any desired number of them are united by beiug secured within or cast as a part of 
a rectangular inclosing frame ; and, instead of a single frame spanning the entire street, 
the arch is shown as made up of two frames abutting respectively upon either curb- 
stone and meeting at the crown of the road bed. 

Applicant urges his claim as against the reference on the grounds of economy in ma- 
terial and of greater stability in the structure when laid, it being alleged as a '^ fatal 
objection^' to the frames that, resting necessarily on a foundation of unequal solidity 
at difiterent points, they will in wet weather find a fulcrum on which they will tilt 
when pressed on either end by the weight of heavy vehicles. 

This latter objection is1)ased upon the erroneous supposition of applicant's attorney 
that the frames in the reference are placed longitudinally of the street. In point of 
fact they lie transversely; and not only so, but they are securely interlocked by lugs 
and corresponding recesses, or any other available means, so as to form a continuous 
arch across the entire way. On the score of stability, therefore, the advantase mani- 
festly resides with Browne's frame rather than applicant's indejMndent siU, since, 
while the former is as securely locked between the surbs as the latter, it at the same 
time has a broader base. That the frames are made shorter than the width of the 
street is doubtless a matter of convenience merely, having in view greater facility in 
handling them. To double the length of the sill when the frame is omitted is not in- 
vention. 

To entitle applicant to a favorable consideration of his case on account of any alleged 
economy^ of material effected b^ his proposed construction, it is at least incumbent 
npon him to show that the saving from this source is not counterbalanced by the 
g^reater stability attaching to that mode of construction which is cited as an anticipa- 
tion of this invention. Tnis is not done. It would be a difficult thing to do. 

The reference is deemed pertinent, and the decision of the examiners-in-chief af- 
firmed. 



W. H. King. 

JExtension. 

August 16, 1870. 

In the matter of the application of W. H. King for the extension of letters-patent No. 

15,566, and dated August 19, 1856, for an alleged new and useful Machine for 

Sweeping Gutters. 
Duncan, Acting Commissioner : f^ r^r^^]^ 

The alleged invention consists in giving the revolving brush a diagonal position 
relatively to the path of the machine, it beiug assumed that by causing that end of the 
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brash nearest the curb to travel in advance of the other the dirt will be swept ont of 
the gutters and deposited in a line or windrow on the further side of the machine and 
near the middle of the street. In front of the brush and parallel with it is placed a 
fender, or ** guidiuff board/' against which the brush throws the dirt, and which is 
supposed to aid in the operation of delivering it at the side of the machine. 

The examiner reports adversely upon the question of novelty, citing specially the 
American patent of Pliney Robinson, July 20. 1843, and BlundelTs English patent. No. 
13,720^ of ld51, in both of which a diagonal revolving brush is shown, and in the latter 
of which there is a fixed brush on the under side ox the main frame, placed a little in 
advance of the revolving brush, and parallel with it, the function of which seems to 
be the same as that of King's fender or " guiding board," though perhaps the fixed 
brush, which lightly touches the ground, is for this reason somewhat superior to the 
rigid fender, since the lower edge of the latter must necessarily be slightly raised 
alH>ve the ground. 

So far as the principle of the machine is concerned, it is immaterial that King's 
fender merges into a platform above the brushy since to provide one of these machines 
with a cover or platform is no invention ; and it is also immaterial to the present inquiry 
that BlundelFs umsh is so hung as to throw the dirt from the streets into the gutters, 
while King especially designs to clear the gutters by bringing the dirt out from them 
into the street. 

The invention is manifestly wanting in the first requisite to support a patent, viz. 
novelty, and the extension must be refused. 



Mary J. Osborn, Administratrix of Wm. Osborn, Deceased. 

Extension. 

August 17, 1870. 

In the matter of the application of Mary J. Osborn, administratrix of the estate of 
Wm. Osborn, deceased, for the extension of letters-patent No. 15,570, of August 19, 
1856, for Machine for Pressing Bonnets and Bonnet FRABfES ; reissued Febru- 
ary 17, 1857 ; again reissued March 27, 1860 ; and subsequently reissued in two divis- 
ions, Nos. 2,257 and 2,288, bearing date respectively May 29 and June 19, 1866. 

Duncan, Acting Commissioner : 

The value of this invention, and the diligence exercised in perfecting it and intro- 
ducing it, are sufficiently established by the evidence, and may be paswd by without 
further remark. 

The question of novelty, however, and the degree of ingenuity displayed, demand 
more careful consideration. 

The specification of the original patent describes a machine of which the principal 
parts are a stationary ''former" or lower die, armed with suitable pins for confining 
the work in place, and an upper movable die of cosresponding size and shape, sur- 
rounded with heaters and actuated by suitable mechanism. 

The claim is : '' Forming the flaring face-piece and side crown of a bonnet or bonnet 
frame in one piece at one operation, substantially in the manner herein set forth and 
irrespective of the particular form of the bonnet or frame." 

It is admitted in the argument of counsel that prior to Osbom's invention a pair of 
dies had been used for the purpose of giving the general shape to bonnets ; but it is 
asserted that the flaring face-piece or brim, the side crown or body, and the tip of the 
bonnet then in vogue were formed separately and united afterward : that Osborn was 
the first to devise a mechanism whereby the several parts, one and all, could be pressed 
into shape and Joined together at a single operation ; and that this abridgment in the 
process is of great practical value in the manufacture. 

Graatin^ all this, still it cannot be claimed that large ingenuity was involved 
in conceiving the idea that the dies previously used for forming a part of the bonnet 
might be so enlarged that the several parts could be introduced into them and operated 
upon at one and the same time. And especially does this hold true when the 8t;^le 
of bonnet becomes so changed as to reduce the frame within even narrower limits 
than that covered in the year 1856 by the one part spoken of as the side crown. 

It may well be questioned whether, for "ingenuity" of this character, the profits 
already received by the administratrix of the deceased inventor's estate, viz., $2,036 49, 
is not a reasonable remuneration. For the "time and expense" bestowed upon the inven- 
tion by Mr. Osborn during his lifetime, it appears from the sworn statement that proba- 
bly he was fully reimbursed by the benefit resulting from the application of the inven- 
tion in his own business. 
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the original patent. The patent has been three times reissued ; the last time in two 
divisions, Nos. 2,257 and 2,288, these being the patents now offered for extension. The 
existing claims are as follows: 

In No. 2,257 : " 1. Manufacturing, stretching, or shaping, by means of heated dies, the 
whole of the bonnet frame, or similar article to be worn upon the head, at one opera- 
tion, substantially as described. 

'* 2. Manufacturing by stretching, forming, or shaping, by means of heated dies, the 
flaring face>piece and side crown of a bonnet, or similar article to be worn upon the 
head, jointly, at one operation, substantially as specified.'* 

And in No. 2,288 : "A pair of dies fitted to press the whole of a bonnet frame, or sim- 
ilar article to be worn upon the head, at one operation, substantially as specified, whether 
said bonnet frame or similar article is formed of one or several pieces, and irrespect- 
ive of the particular size and shape.*' 

Here is a manifest attempt to enlarge the claims beyond what is warranted by the 
scope of the original Invention. Osborn was seeking to simplify the manufacture of 
bonnets and bonnet frames when composed of several parts, the several parts having 
previously been finished separately, and then united. His real invention was a me- 
chanism whereby these several parts could be pressed into shape and unit^jd atone and 
the same operation. It had no relation whatever to a bonnet, or " similar article to be 
worn upon the head," when formed from a single piece of fabric. Yet the first claim of 
reissue No. 2,257 was intended to control the manufacture of hat« as well as bonnctn, and 
when made from a single piece of fabric as well as from several pieces, provided they be 
pressed into shape and united by means of heated dies and at a single operation ; and 
a similar remark is applicable to the claim of that division of the reissue which is for 
the mechanism. 

If the claim should be restricted within legitimate limits, the importance of the 
invention would, it is apprehended, dwindle at the present time into almost ioKignifi- 
cant proportions. As, however, applicant has assumed thus umluly to enlarge the 
claims by the process of reissne, she must be ready to accept the logical consequences. 
By expanding the scope of the invention she finds herself brought face to face with the 
English patent of John Mollady, No. 13,968, A. D. 1852, cited by the examiner in his 
supplemental report; said patent being for ^"^ certain improvements in the machinery 
or apparatus for manufacturing hats and caps," and having special relation to the 
manufacture of soft-felt "rustics," though not necessarily limited to this particular style. 
Mollady has a pair of matched dies mounted upon a frame, the upper die being mova- 
ble vertically. He takes the conical hat body and, in order to give it approximation to 
the desired shax>e, soaks it and stretches it upon a block to dry ; it is then placed in 
the heated dies or molds, where by the requisite pressure it has imparted to it the exact 
shape and the finish intended. 

This preliminary approximate shaping of the hat body is manifestly no more essen- 
tial to the successful operation of Motlady's mechanism than of Osbom's ; in fact, a per- 
fectly flat piece of fabric might be placed in the former machine, withont preliminary 
mechanical treatment, and pressed directly into the required shape with th») same ease 
and success as in the latter. 

It is urged against the pertinency of this reference that Osborn's reissued patent. No. 
2,257, is not for mechanism at all, but for a proceasj and claims in substance the shaping 
of the article to be worn upon the head at a single operation ; and that this claim is not 
answered by Mollady's process, since he brings the hat into shape by two operations 
and not one only, and that while his mechanism may be capable of use without the pre- 
liminary operation named, yet, in fact, he never did use it in this way, and never con- 
templated doine so. 

If this could be deemed a sound argument, it might be answered that even accord- 
ing to this reasoning, Osbom's merit, so far as concerns the manufacture of hats, con- 
sisted, in contemplation of law, in discovering that Mollady's mechanism might be used 
without the preliminary process. If this is to be dignified by the name of invention at 
all, it must be rated as invention of the very lowest order, the ingenuity involved in 
it being amply remunerated by the profits already realized. And, again, to apply the 
argumeHtum ad ftominem, if Mollady's patent is to be interpreted with such literal exact- 
ness, an equally severe rule should be applied in Osborn's case, and his invention be 
construed as relating simply and solely to the manufacture of bonnets and bonnet 
frames when composed of several pieces of fabric ; and thus restricted, its enlarged im- 
portance diminishes until at the present time its value would be little, if anything, 
more than nominal. 

Bnt the correct view doubtless is that Mollady had a perfect right to use his machine 
for pressing and finishing hats and caps, even though he omitted the preliminary process 
of partially shaping them upon an independent block; and, if so, the English patent 
is a complete reference to the reissue now under consideration. 

It is true that the Osborn patent, in the form which it has assumed under the last 
reissue, has lieen in the courts upon a bill for an iniunction and account, ( Doubfeday vs. 
Skettnanf li Fisher, 369;) that the answer to the bill set up, among other things, the de- 
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fenae of lack of novelty ; and that, npon hearing, a decree was entered for a perpetual 
injunction and for an account as prayed for ; but it is stated in the opinion of the court 
that no attempt was made on the part of the defendants to prove any of the defenses 
of want of novelty set up in the answer, and accordingljr this question was not passed 
upon. And in a suit for injunction under the former reissue {IMmbledayYB. Bracheo, 2 
Fisher, 560) the defense appears to have proceeded entirely upon the plea of non- 
infringement, and not to have attacked the validity of the patent at all. 

For the above reasons I cannot regard the invention as entitled to the special favor 
prayed for, and the extension is accordingly refused. 



Levi Averill. 

Extension. 
August 17, 1870. 

In the matter of the application of Levi Averill for the extension of letters-patent No. 
15,549, granted August 19, lb56, for Improvement in Lime Kilns. 

Duncan, Acting Commissioner: 

This case is a very ^ood illustration of the carelessness which many attorneys, and 
those too whose experience should make them more regardful of the interests placed 
in their hands, di8x>lay in the preparation of testimony in support of an extension ap- 
plication. 

Aside from the naked statement of receipts and expenditures, a statement prepared 
in a homely manner and apparently by the applicant himself, there is nothing in the 
case which would justify the extension. 

The various affidavits assert in a general way that ** the applicant has not in any 
way been negligent in his endeavors to make his invention available;'' that *'he has 
labored assiduously to introduce his improvement;'' that the affiants "know that he 
has used due diligence," or that they "believe that ho has used due diligence" or *' all 
reasonable exertions," to bring his invention into use ; that *' he has received no com- 
mensurate return for his efforte ;" that the invention " is conceded to be of great value 
in the manufacture of lime ; " and that the inventor ** is entitled to an extension." 

These general expressions constitute the substance of the flimsy affidavits. They 
are mere expressions of the individual opinions of the affiants, and present no facts 
whatever that can serve as a basis for an intelli^nt judgment upon the various ques- 
tions involved in the consideration of an extension application. The Commissioner of 
Patents would be an unsafe depositary of power were he to grant an extension merely 
because an inventor's kind-hearted neighbors declare under oath that it should be 
granted. 

If the merits of the present case were to be ascertained from these affidavits alone, 
the extension would be refused. Fortunately for the inventor, however, his statement 
of account, although not so full in some particulars as could be desired, does show, 
though only inferentially, that he has used a good degree of diligence in introducing 
his invention ; and the examiner's report alleges that " the value of the invention 
and its importance to the public are believed to be very considerable," his opinion to 
this effect being based upon the fact, as shown by the records of the office, that the 
principle embodied in applicant's lime kiln has been adopted and applied with vari- 
ous modifications, in a number of kilns since patented. 

The small profit named in the statement of account is not deemed under the circum- 
stances a *' reasonable remuneration," and the patent is therefore extended. 



Henby a. Bains. 
Extension. 

August 17, 1870. 

In the matter of the application of Henry A. Rains for tbe extension of letters-patent 
No. 15,575, dated August 19, 1856, for Improvement in Cart Saddles. 

Duncan, Acting Commissioner : f^ r^r^^^]^ 

The invention is a mode of sewing the pad to the tree-bar of a cart saddle. 
The patentee's statement shows that ''on attaining his luajoiity he used what means 

he had in procuring the patent and in an unsuccessful attempt to introduce it in Phil- 
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adelphia;" that snbseqnentl^jr, "saving from the proceeds of employment for some time, 
he made another attempt to introduce it in PiMtiicah, in Kentucky, without success f 
that during the war nothing was done with the invention ; that in 1806 he took out 
two other patents, one as sole inventor and the other a Joint inventor with another 
party, for improvements in cart saddles ; that thereupon the firm of Willett, Osborne & 
Bains was formed, the partners Willett &, Osborne furnishing the capital, and Rains 
contributing his three patents and his experience, his time and labor being charged 
among the the current expenses ; and that up to January, 1870, the firm expended 
about $16,000, having about $5,000 of assets but not having as yet been able to make 
any dividend of prolit«, though the gross receipts of the firm are Aot named. 

There is not a word in the statement or the testimony to show the character and ex- 
tent of the eiforts made by Rains before the war to introduce the invention, or the 
expense attending them ; and no explanation whatever is offered for his subsequent 
lon^ cessation of efforts to this end except the existence of war, which event, unex- 
plained in its special bearing upon him and upon his invention, cannot be accex)ted as 
a satisfactory excuse for his inactivity. This cannot, therefore, be considered a case 
in which due diligence has been exercised. 

Furthermore, it is not proved that the invention is one of any special value to 
the public. The only testimony relating to this is that of three practical saddle and 
harness makers, who state that they '* believe the cart saddle as now made by the firm 
of Willett, Osborne &, Rains is of value to the public.'' This statement does not as- 
sume to distinguish the invention now under consideration from the two others with 
which in manufacture it is connected ; and even if it referred to this alone, it is of too 
general a character to be allowed any weight in determining the importance of the 
invention. 

The extension asked for must be refused. 



Charles Moore. 

Extensi<m. 
August 17, 1870. 

In the matter of the application of Charles Moore for the extension of letters-patent 
No. 15,594, dated August 19, 1H56, for Improvement in the Pkoccss of Prkparinq 
Linseed, &c., foh Pressing, in Extracting Oil. 

Duncan, Acting Commissioner: 

The only evidence offered as to the importance of this invention is the statement of 
the patentee himself, that he estimates its value *^ in connection with the whole process 
of manufacture and with the machiueiy to which it relates, at not less than $10,000,'' 
no data, however, being given upon which the correctness of this estimate can be veri- 
fied, and the bald statement of the three witnesses, that they consider it ^* a valuable 
and important invention in connection with the other machinery to which it belongs." 

This wonderful invention, which is deemed so meritorious b^ its originator that it 
is now presented for the special privilege of an extension, consists in the brilliant con- 
ception that, if the meal of linseed or other seeds or substances from which oil is to be 
expressed be molded or packed into cakes prior to its introduction into the press, it 
will be reduced into a smaller compass, and thus a larger charge can be introduce^ 
into the press at a single time. The specification of the patent describes a mold for 
this pnrpose, bnt the patent is really for an improvement m the process of extracting 
oil and is independent of the particular mold employed, the claim being in these 
words, viz : *' What I claim as my invention and improvement in the process of ex- 
tracting oil, or other liquids, from the pulp of ground or prepared linseed, or other 
seeds or other substances, is forming it or them into cakes by molding and partially 
pressing, or packing it or them, substantially as described for the purposes set forth." 

For this happy thought the inventor acknowledges himself to have realized as profit, 
over and above mani^actuier's profits on the building of the machines the sum of 
$1JG97.5«. 

For an invention calling into exercise no greater degree of ingenuity, and making 
no larger demands upon the time and purse of the discoverer, and upon which even he 
does not assume to fix any higher value, even when he names an arbitrary figure, than 
that given in his statement, it must be held that the profits already realized are 
a reasonable remuneration for the time, ingenuity, and expense bestowed upon the 
invention and the introduction of it into use ; and the extension asked for is accord- 
ingly refused. ^^i^'^^^ ^^ ^iK_/v^/giv 
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DissTON V8. Emerson. 

Monox. 

Angnst 25, 1870. 

In the mntter of the interference between the application of Thomas S. Diaston for 
let tera-pa tent for an Improvement in Saws, and the patent of J. £. Emerson for a 
similar invention. 

Duncan, Acting Commissioner: 

This is a motion for the reopening? of the interference, which is now before the Com- 
missioner on appeal from the decision of the examiners-in-chief in favor of the ap- 
plicant. 

Thei patentee has taken no testimony, while the applicant appears to have carried 
bis invention back to a date prior to the filing of the application upon which the 
patent was granted. 

Patentee now moves for a rehearing on the gronnd that since the closing of testi- 
mony new evidence has been diHcovered which he deems material to the issue, said 
evidence being to the effect that applicant saw the invention going into public use, 
but neglected to assert his right thereto by warning the public t-o denittt from the prac- 
tice of that to which he himself was laying claim, and, further, that applicant de- 
nounced the invention as visionary, worthless and impracticable : the apparent object 
of this evidence being to show that at best applicant only regarded tlie invention as 
experimental and problematic in his hands, until after it was reduced to practice and 
introduced into public use by another, or. if it is to be regarded us pei*fected by him, 
that the neglect on his part was such as to constitute a forfeiture of his right to a 
patent. 

Standing alone these alleged facts would not establish either of the conclusions 
named — the authorities cited do not go to this extent; yet from an a<ldendum to the 
opinion of the examiners-in-chief it appears that there is already in the case evidence 
of laches on the part of applicant. Said opinion is signed by but two members of the 
board, and one of these appended a postscript in these words: '*l subscribe this with 
hesitation, having donbts whether Disston can be said to have exercised reasonable 
diligence in adapting and perfecting the invention." 

Under these circumstances it seems desirable to have the further evidence now 
offered, bearing upon the question of laches. Taken in connection with the facts 
already proven, it may have a significance that would not attach to it if considered 
separately. 

It will be to the advantage of both parties doubtless that the question should be ex- 
haustively investigated before the Patent Office, rather than slighted here, to become 
of necessity a bone of contention before the courts. 

Applicant can hardly complain of the delay that a reopening of the case will occa- 
sion, as the record shows that he rested nearly two years after his rejection upon 
reference to the patent which he is now seeking to destroy before taking action to 
determine the question of priority, the parties owning the patent being allowed to go 
on mean while, developing a large manufacturing enterprise by a liberal expenditure of 
capital, all unwarned ana unconscious of impending danger. 

The motion is granted, and the case will be reopened. 



Henry Voelter. 

Uxtension. 

August 26, 1870. 

In the matter of the application of Henry Voelter for the extension of letters-patent 
for Improvements in Reducing Wood Fibers to Paper Pulp, granted August 10, 
1858, (being antedated to August 29, 1856,) and reissued April 6, 1869. 

Duncan, Acting Commissioner: 

Question arises in this case as to the sufficiency of the proceedings under which the 
application was filed. 

The law requires that a patentee who is desirous of extending his patent beyond the 
term of its limitation shall make application in writing, &,c,, and that such application 
shall be filed at least ninety days before the expiration of the patent. 

Under this ninety days' limitation Yoelter's application should have been in the 
Patent Office as early as June 1. In point of fact, the petition which bears his own 
signature was not received until July 2 ; but on the 23d day of May a duplicate of this 
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petition was filed in the office by the inventor's retained counsel, the inventoi-'s name 
being signed by such counsel in his character of attorney or agent. 

The requisite extension fee was paid on the same day, and the petition was accom- 
panied with an affidavit by the party tiling it in which he set forth his relations to 
the case, and alleged that he had prepared and seasonably forwarded the original peti- 
tion to the inventor's residence, in Oermany, for his proper signature, but that, from 
recent telegraphic correspondence with him, it was feared that this would not be re- 
ceived back in time to meet the requirement of the statute if dependence were to be 
placed upon it alone. 

No serious question can be made as to the imperative character of the provision of 
law which fixes a limit of time for filing the petition. It is not an enactment addressed 
to the discretion of the Commissioner, but it is mandatory upon him ; and he is as much 
required to insist upon a literal compliance with it as with those provisions of law 
which make it obligatory upon an applicant for a patent to take and subscribe the oath 
of invention, to complete the application within two years after filing the petition, or 
to pay the final fee within six months after notice of allowance. 

Passing this point, then, we come to the inquiry whether tlie filing an application 
for an extension is an act that must be done by the patentee in propria persona or one 
that may also be performed by his dnly authorized agent. 

For obvious reasons the law requires that the specification of a patent be signed by 
the inventor himself if living. The oath, too, in original applications for patents, if 
not also in applications for extensions, is a personal matter, and must be made by the 
applicant himself. 

But the petition stands on a different basis. This is a matter of form merely'. Its 
object in an extension case is simpy to notify the office that the petitioner enters suit 
for an extension of the patent ; and the object of the requirement that surh notice 
be filed ninety days before the expiration of the original term is to enable the 
office to give the necessary publicity to the application by publishing it in the mode 
prescribed for sixty days prior to the day of bearing. Manifestly this can be done 
equally well whether the original notice comes from the hand of the party in interest 
or from his recognized agent. There is nothing in the law that seems, directly or im- 
pliedly, to forbid the reception of the petition when signed by attorney ; and in the ab- 
sence of any such statutory prohibition it is believed that a liberal policy in this regard 
is fully warranted by the analogies that obtain in the general law of principal and 
agent. 

If so, it is immaterial in the present case that the inventor's agent has not produced 
a written power of attorney for the performance of this specific act. His employment 
as counsel for the extension in the inventor's behalf, and the responsibility put u\H}a 
him of preparing the papers relating thereto, are sufficient to establish the fact of 
agency ; and no principle is better established than that an agent who is intrusted 
with general powers has all the implied powers within the scope of his employment. 

It would be unnecessary even that the agency be antecedently created, since an ac- 
quiescence by the principal in the assumed-agency of another when the acts of the vol- 
unteer agent are brought to his knowledge- is equivalent to an express authority. 

In the present instance, however, not only was ihere the pre-existing general agency, 
but the specific act of filing the duplicate petition was in effect ratified by the princi- 
pal when he signed and filed the original. It is held, therefore, that the law in rela- 
tion to the filing of applications for extensions has been complied with by the present 
applicant. As regards the merits of the application itself, but little need be said. It 
is seldom that a case arises so easy of determination. The invention is radical in its 
character, and clearly proved to be of great value and importance to the public. To 
its full development and its introduction the inventor has given the best years of his 
life, laboring therefor with an energy and zeal and a singleness of pnr|1ose that find a 
parallel oiily among the great inventors whose labors have become historic. 

The costly experiments necessary to perfect the invention, requiring the employment 
of a retinue of mechanics, clerks, draughtsmen, and engineers, were c(mtinued through 
the space of ten years and consumed the larger part of the inventor's time ; and when 
the invention was so far completed as to warrant the taking of patents upon it, a much 
larger expense was incurred in advertising it, in exhibiting it at international and 
other exhibitions, in constructing and operating experimental machines, and in com- 
bating the prejudice of the public to the use of the material furnished by the new pro- 
cess. 

Yet the inventor persevered in spite of every obstacle and discouragement, devoting 
nearly all his time and energies after the grant of his patents to the success of the in- 
venticm, saciificing health and freely investing a large fortune in the enterprise. 

As the result of this lavish expenditure and these constant and untiring labors, pre- 
judice at last gives way and the invention begins to be duly appreciated, when the in- 
ventor finds himself close upon the expiration of thepatents with a "balance sheet show- 
ing a net loss of more than J70,000. 
it is under these circumstances that he asks the extension of the American patent. 
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The more Rtntenient of facts is enongb, nerhapa, to determine the question at issae. 
But spiicial emphasis may be placed npon the essentially radical character of the inven- 
tion, it is clai med, and apparently tmly, that Voelter was the first who developed a suc- 
cessful machine for the production of paper pulp by the mechanical reduction of wood 
fiber. The fundamental principle of his machine is the defiberin^ of the wood by pre- 
senting the block to the revolving stone with the fibers parallel with the axis thereof; 
the accessory ideas being the comminution of the detached fibers by passing them suc- 
cessively under the various blocks, which for this purpose are specially arrange<l in rela- 
tion to each other; an automatic feed, regulated by the velocity of the stone; and a 
separating and assorting mechanism ; all which are found to be new, and which in their 
combination constitute a machine that stands in opposition to the means hitherto em- 
ployed for the production of paper pulp from wood fiber by chemical treatment. 

It is only within two years that the invention can be said to have been practically 
introduced in this country. In this short time 134 machines have been constructed, 
and 5,750 tons of pulp manufactured. According to the testimony this has been made at 
a cost of only about three cents a pound, while the chemical process would have raised 
the cost to eight cents, rag pulp at the same time costing not less than ten cents. It is 
further alleged that for the purpose to which it is applied the pulp made by the Voel- 
ter machine is fully equal to that for which it is substituted, thus effecting a saving 
in the amount already manufactured in this country of $805,000 over rag pulp, and 
$575,000 over chemically-prepared wood pulp. Considering the short time elapsed 
since the invention gained a foothold in the United States, a large increase in the man- 
ufacture may reasonably be expected. The real value of the invention is to be esti- 
mated by millions. 

Voelter's interest in the extension is $6,000 per annum, twenty-five ][>er cent, of which 
belongs to his agent, Prang. This will give the inventor $31,500. 

It is to be regretted that the man who, by years of study and costly experiment, by 
the exercise of a sublime faith, and by active and persistent ettbrts, has given the world 
so valuable an invention, should have no larger interest in it at a time when the public 
appreciation of it might amply com][>en8ate him for the ingenuity displayed, for his 
many trials, and for his unstinted expenditure of time and money. 

The amount above named is barely half sufficient to reimburse him for the losses 
already sustained. Yet it is by no means a trifling sum, and if, having due regard to 
the public interest, the extension can be granted, it would be a hardship to withhold it 
from one so worthy. 

Specific and sufficient data have been put in evidence to show that the extension of 
this patent is not open to the objection which recently was successfully urged against 
the Bessemer patent, viz: that the grant of an extension would, by continuing the 
manufacturers in this country in subordination to the patent, destroy their ability to 
compete with their transatlantic rivals, who, as the European patents expire, will be 
free to carry on their operations without restraint. {See case of Henry BeHaenwr, Com- 
missioner's Decisions, 1870, p. U.) The cost of the raw material in £uro}>e, and Ihe 
^reat danger of injury to the pulp if transported so long a distance by sea, to say noth- 
ing of the expense for fi'eights, insurance, storage, duties, d^c, and the high cost in 
Europe of power for manufacturing purposes, are sufficient to remove all doubts in the 
direction indicated. 

For the reasons above stated the extension is granted. 



George Johnson, Administrator of Joseph D. Cawood, De- 
ceased. 

Extension. 

September 3, 1870. 

In the matter of the application of George Johnson, administrator of Joseph D. Cawood, 

deceased, for the extension of letters-patent for Improved Machine fou Repairing 

Railway Bars, granted to said Cawood September 9, lb&6. 
Fisher, Commissioner : 

In this case the examiner reports that the machine in question was new when pat- 
ented, and that it is of great utility. Upon the latter point there are several affidavits 
which fully confirm the opinion of the examiner. 

From the reported cases, and from the statement of applicant, it would appear that 
the improvement patented had been the subject of much litigation, which finally re- 
sulted m the success of the assignee of the patent against alleged infringers. 

Although, if the proofs as to the liack of novelty of Ca wood's machine offered in 
those suits were now before' me, I should probably feel bound by the adjudication ot 
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the coQTts as to their safflcieiicy, and hold that the patent should he sustained, yet such 
evidence might disclose so slight an advance upon the art as to destrov all the equity 
of the claim for a prolongation of the monopoly of the patentee. But there is no oppo- 
sition to the extension, either from the former or present defendants in the suits, and 
no adverse proofs have heen presented. Upon the testimony furnished hy the office 
records, I must therefore hold the improvement to he new and valuable. 

As to the other questions, it sufficiently appears that Cawood was diligent to the ex- 
tent of his ability in introducing his iuvention ; that the patent has been constantlv in 
litigation against powerful and wealthy companies, and that the expenses have hith- 
erto exceeded the receipts. 

These facts make a proper case for an extension of the patent, which is accordingly 
granted. 



William P. Maxson. 

Extension. 

September 3, 1870. 

In the matter of the application of William P. Maxson for the extension of letters- 
patent for Improvement in Harvestebs, granted September 9, 1856. 

Fisher, Commissioner : 

In this case the applicant has furnished no exhibit of his receipts and expenditures, 
no statement of the ascertained value of his invention, aud no testimony as to dili- 
gence. 

The extension is therefore refused. 



BoBEBT A. Smith. 

Extension, 
September 3, 1870. 

In the matter of the application of Robert A. Smith for the extension of letters^patent 
for Improvement in Machines for Sweeping Streets, granted to him September 
9,1856. 

Fisher, Commissioner : 

The petition of applicant for this extension was filed June 7, 1870. 

By Rule 72, edition July, 1870, the applicant is required to furnish to the office a 
statement in writing, under oath, of the ascertained value of the invention, and an 
account of his receipts and expenditures, within thirty days after tiling the petition. 
The time for filing this statement expired July 7, 1870. 

In accordance with the usual order, it was directed that testimony be closed August 
9, 1870, and that the examiner's report be filed August 19, 1870. 

But on August 19, 1870, a statement was received at this office, which was sworn to 
by applicant on the 18th, at Philadelphia, and on August 23d certain affidavits were 
received which were taken on the 19tb and 20th of the same month. 

These papers cannot be received or considered, and in default of a compliance with 
the i-ecxuirements of the law, the extension is refused. 



Thomas E. Jones. 

appeal from examiners-in-chief. 

September 3, 1870. 

In the matter of the application of Thomas E. Jones for patent for Improvement in 
Car Coupungs, filed April 9, 1869. 

Duncan, Acting Commissioner : 

Applicant's device is a chambered bufter head, within which are arranged two dogs 
or jaws notched at their outer ends so as to retain the arrow-headed coupling link 
when driven between thera, the dogs lifting sufficiently to admit the head of the link 
and then being forced down upon the shaft of the same and held there by means of 
spiral springs located between the jaws and the inner walls of the chamber. In order 
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to release the link, the jawB are forced apart by a doable cam placed between them 
and operated by a lever outside the buffer head. 

Applicant claims ^Hhe combination of the dogs, the doable eccentric and the springs, 
when arranged within the recessed buffer head.'' 

Among the references cited by the examiner is the coapling patented to John Van 
Dyne December 15, 1863, in which jaws of the same shape as in applicant's invention 
are forced apart by means of a double cam operated by an outside lever, and are held 
together by means of springs. The springs used by Van Dyne are flat, while those of 
applicant are spiral. They are, however, similarly located, and have precisely the 
same function. It is not even claimed by applicant that the form which he oses has 
any advantages over that shown in the reference. Manifestly there is no invention in- 
volved in substituting the one for the other. It is impossible to conceive of a clearer 
case of mechanical equivalents. If the doctrine of equivalents is ever to be applied 
to protect an existing patent against a subsequent application, the present case im- 
peratively demands it. 

The board of examiners-in-chief were right in saying that the invention is ''clearly 
anticipated.'' Their decision is affirmed. 



Albert A. Gray. 

Uxtension, 

September 5, 1870. 

In the matter of the application of Albert A. Gray for the extension of letters-patent 
for Improvemekt ln Horse-Powers, granted September 9, 1856. 

FlsiiKR, Commissioner : 

In this case the examiner reports that the invention was wanting in novelty. I 
have examiued the references >\hich he gives, and cannot agree with him in his* con- 
clusions. In my opinion, there is novelty in the devices claimed, and, I think, atility 
also. 

The application is, however, fatally defective in that the applicant has made no at- 
tempt, either in his original or amended statement, to state, "under oath," "the ascer- 
tained value of the invention or discovery." The law requires this, and I have no 
right to dispense with it. 

An extension is accordingly refused. 



Michael H. Simpson. 

Extension. 

September 5, 1870. 

In the matter of the application of Michael H. Simpson for the extension of letters- 
patent for Improvement in Machinery for Combing Wool, granted September 

Fisher, Commissioner : 

This case presents the necessary requisites for an extension. The examiner reports 
in favor of tlie novelty and utility of the invention ; the remuneration appears to have 
been small and the diligence of the patentee fully shown. There is some confusion 
of values and a lack of fullness in the accounts. This is, however, explained by the 
applicant, and his estimates are more than sustained by the testimony. ^. 

An extension is accordingly granted. 



E. H. Garrigues, Administrator op L. A. Dole. 

Uxtension. 

September 6, 1870. 

In the matter of the application of R. H. Garrigues, administrator of L. A. Dole, de- 
ceased, for the extension of letters-patent for Improvement in Saw Gummebs, 
granted to said Dole September 9, la56. Digitized by vjk_/i^/ v iv 

Fisher, Commissioner : 

The patent sought to be extended contains two claims, both of which relate to mecban- 
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ism for operating the punch hy a cam lever. The examiner reports that this improve- 
ment is new and useful. Its utility is apparent from the fact that in the manufacture 
of saw gummers, even by the opponents of the extension, it has always been employed. 

It is true that the utility of the improvement is attacked by the remonstrants, who 
claim that the complete gummer as described in the original patent was a failure, be- 
cause the punch was not properly attached to the bar; but this mode of attachment 
was no part of Dole's invention, and may well be rejected as surplusage. His improve- 
ment was applicable to any mode of attachment, and has been useful when applied to 
at least one form not shown in the patent. I agree with the examiner, therefore, that 
the invention patented was new and useful. 

A petition for the extension, signed by the administrator, per attorney, was filed June 
9, 1870, and one by the administrator himself was filed on June 16. The first of these 
was filed more and the second less than ninety days prior to the expiration of the patent. 
It is insisted by the opponents of the extension, whose notice of opposition, it may be 
remarked, is liable to the same objection, that the law requires the petition to be signed 
by the applicant in propria pereonUf and that the petition signed by the attorney is a 
nullity. 

This precise point has just been decided by the Acting Commissioner in the case of 
Henry Voelter's extension^ I agree with him in the opinion which he has expressed 
and sbdopt his conclusion as my own. Undoubtedly it is the better practice for the ap- 
plicant himself to file the petition, and I should require some reason to be given in 
cases where the act is soueht to be performed by attorney. Satisfactory reasons are 
given in Voelter's case and in the one under consideration. In the present case it ap- 
pears that the estate had been fully administered and distributed, and the administra- 
tor, doubting his right to do so, was reluctant to appear. He did not perhaps realize 
that his relation to the patent was rather that of trustee for the benefit of the heirs 
than of administrator of undistributed assets. When convinced of his right to prose- 
cute the application the time was so far spent that the rights of the heirs could only 
be saved by a petition filed by attorney. 

The statement, however, is duly made and sworn to by the administrator. The peti- 
tion is a formal paper, bringing the case before the office, preliminary to the substan- 
tial pleading, which is the statement, and no good reason is percf)ived for refusing to 
receive it when executed by the applicant through the medium of an agent, whose acts 
are duly authorized or ratified, when the circumstances are such as to justify the em- 
ployment of such agency. 

The statement and account are very ^meager, and under ordinary circumstances would 
be insufficient. 

It appears, however, from the testimony that the former partner of Dole, and present 
assignee of the patent, who now appears in opposition to the extension, attempted to 
frnstratethe present application by denying giccess to the books of the firm, and byre- 
fusing to deliver np the patent for the purposes of this application. It became impos- 
sible, therefore, to obtain the data for an accurate statement, but in the course of the 
examination of the opponent's witnesses the facts and figures were fully developed. 

It would appear that Dole was diligent in the pursuit of his business of manufactur- 
ing the saw gummers; that he derived but little profit from it; that after his death the 
patent, although having four years to run, was sold for scarcely more than one-tenth 
of its value to the present opponents, who appear to be the only persons likely to be 
inconvenienced by the extension. For them, under the circumstances, I can have no 
sympathy. 

The extension is granted. 



Samuel Blue. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

September 5, 1870. 

In the matter of the application of Samuel Blue for letters-patent for Improvements 
IN Cooking-stoves, filed March 25, 1870. 

Duncan, Acting Commissioner : 

Applicant places a register in the lower front wall of the oven beneath the ash-pit, 
for the purpose of introducing cool air. The air, becoming heated in the oven, passes 
through an opening the size of which may be regulated by a damper, into a hot-air 
chamber attached to the side of the stove above the oven door, and ttience may b^ dis- 
tribnted by pipes as desired. The object is to convert the ordinary cooking-stove, when 
not actually employed for culinary purposes, into a hot-air fnmace. 

The application stands rejected upon the patents of Deisher, July 7, 1863, and Norton, 
Februai^ 27, 1849. Deisher admits air to the oven by a register in the lower front wall, 
the heated air passing through an opening in the top of the oven into a closed passage 



90 DECISIONS OF COMMISSIONER OF PATENTS FOB IM'O. 

which traverses the space between the oven and the top plate of the store. In Nor- 
ton's stove the heated air is conveyed away by a pipe passing vertically from the top of 
the oven through the upper plate of the stove. 

It is objected to both tne lef erences that these hot-air passages or pipes obetmct the 
fines in which they are situated; and, further, to Norton's patent that the ascending 
jiipe occupies space on top of the stove that wonld be valuable for other purposes. The 
side chamber, it is alleged, obviates both of these objections. It is possible that in 
Deisher's stove the hot-air passage may somewhat obstruct the central flue, though 
whether seriously is matter of doubt ; but in Norton's construction it is apparent that 
no difficulty can arise from this source, since at the point where the flue connects with 
the smoke-pipe its sectional area is contracted much more than at the point where the 
hot-air pipe traverses it. Viewed, then, as an improvement in this oirection, appli- 
cant's invention appears to be void of any special utility. 

As regards the suggestion that by carrying the hot air away at the Hde of the oven 
a larger available space is obtained tm the top of the stove, it is plain that in this there 
is no invention, the smoke-pipe of stoves having very generally been previously 
arranged on this very plan. 

The decision of the examiners-in-chief is affirmed. 



A. J. Dexteb. 

▲FPEAL FROM EXAMIMSRS-IN-GHIEF. 

September 7, 1870. 

In the matter of the application of A. J. Dexter for letters-patent for an Improybd 
Spring for Buooiss and other purposes, filed February 14, 1870. 

Duncan, Acting Commissioner: 

Applicant's object is to produce a spring, specially designed for buggies, which shall 
maintain substantially the same elasticity under varying loads. To this end a flat 
spiral spring coiled around a central post is inclosed in a cylindrical case which is 
firmly secured to the bolster of the carnage, the body of the carriage resting upon and 
being attached to an arm which pauses within the cylindrical case and presses upon 
the top of the spring, and free vertical play of said arm being permitted by a slot in 
the siae of the case. Thus far the invention, as is admitted by the written argument 
of applicant's counsel before the examiners-in-chief, is anticipated by the invention of 
S. J. Sweetland, for which a patent was unsuccessfully sought in 1839. 

A feature not shown by Sweetland, hotwever, is the decrease in the thickness of the 
spring from the middle towards either end. By this construction it is calculated that 
under a light load the spring will yield mainly in the thinner parts, and that, as the 
load is increased and thes pnng closes up in these parts, the requisite elasticity will be 
derived from the thicker middle portion. 

As an answer to this feature, the examiner cites the spring shown in the withdrawn 
application of H. W. Fuller of 1852, in which the spring blank is made tapering, as a 
consequence of which the volute, into which form the blank is coiled for use, possesses 
similar properties with those obtained by applicant by the varying thickness of his 
spring. Reference might also have been made to the ordinary elliptical carriage-spring, 
in which the same principle is applied, the several leaves being for this very purpose 
made thinner, and sometimes tapering from the center outward. 

In reply applicant insists that lie is the first to apply this principle to a spring like 
that described by Sweetland. Granting this, it does not follow that he is for that 
reason entitled to a patent. The idea of adapting the elasticity of the spring to the 
changes of pressure to which it is to be subjected, by decreasing its thickness toward 
the ends, is one of general application. When once revealed it may require no inven- 
tion to apply it to a particular existing spring. In the present case it must be held 
that applicant has not displayed invention in merely applying to Sweetland's device a 
moditication which the world already knew might be applied to any spring employed 
for the same purpose. 

The decision of the examiners-in-cliief, therefore, is affirmed. 

It may be added that the case has been considered on this appeal more with reference 
to what, as appears from the specification and argument, the applicant has intended to 
claim than the technical claim actually presented. This last is inartificially drawn, 
and is sufficiently answered by Sweetland's invention alone. 
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StBEETBB V8. Stoddabd. 
Interferenee. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

September 7, 1870. 

In the matter of the interference between the application of J. C. Stoddard for letters- 
patent for an Improvement in Horse Rakks, and the patent of H. A. Streeter for 
the same inyention. 

FiSHERy Commissioner: 

Streeter applied for and obtained a patent, dated May 4, 1869, containing the follow- 
ing claims : 

1. The combination with the axle, rake-head, and clearer flnger-bar of the cnryed 
metallic bearing arms G G, which carry the rake-head, finger-bar, and clearing fingers, 
when said arms are constmcted with an open bearing for the rake-head and a support 
for the clearer finger-bar, and are held to the axle so as to project from the rear of the 
same, in the manner shown and described. 

2. The arrangement in connection with the shaft L of the rotating shaft O, and the 
treadle and forK which it carries, and the spring 6 and pin 5, as and for the purposes 
shown and described. 

3. The combination and relative arrangement with the main frame and supporting 
wheels of the driver's seat F, rake-head H, curved metallic arms G G, clearer fin^er^ 
bar J, shafts O and L, treadles 9, 10, and fork 11, said parts being constructed and 
arranged with relation to each other as and for the purposes set forth. 

4. The combination with shaft L and pin 5 of spring 6, made in the form and applied 
in the manner described and shown in the drawings. 

Stoddard made amplication June 16, 1869, for letters-patent for the same invention, 
with claims almost identical with those of Streeter. 

I agree with the board of examiners in-chief that a patent ought not to have been 
granted to Streeter upon the claims as presented. 

It appears that on January 5, 1869, a patent was granted to Stoddard which con- 
tained every element set forth in the first, second^ and third claims of Streeter's 
patent, except that those elements were somewhat difterentW arranged. That differ- 
ence consisted in the fact that, in the machine patented to Stoddara, the rakes were 
located before the axle, while in that patented to Streeter they were located behind 
the axle. Bat rakes had been previously located both before and behind the axle. No 
change was made by Streeter except to take the parts shown in Stoddard's machine 
and transfer them bodily to the rear of the axle, making no more alterations than 
such as were of the most obvious character, hardly involving mechanical skill, much 
less invention. 

It is a pernicious fallacy to say that every change in the '' arrangement " of the ele- 
ments of a combination may form the foundation of a legitimate claim. This matter 
is fully discussed in the cases ot Nathan Martz (Commissioner's Decisions, January, 1870, 
p. 18) and of John Underwood^ (Commissioner's Decisions, April, 1870, p. 24.) In addi- 
tion to what is there said it may be remarked that the word ^^ arrangement " has been 
construed by the courts to be synonymous with " combination." (See Smith v. Hig- 
gins, 1 Fisher, 540; Bell v. DanielSy ibid., 372; Hotoe v. Nwrtfrn, iJnd,, 589.) To make a 
claim ffood for the arrangement of parts it is necessary that all the elements should 
exist which are necessary to constitute a valid combination of the same partiS, to wit: A 
novel union of the parts, a co-operation of the parts united, and the exercise of the 
inventive faculty as distinguished from the skill of the mechanic. 

Thus A-f-B-f-C may constitute a legitimate combination when used in a certain rela- 
tion. So A-f-C4-D may constitute another legitimate combination, provided D be not 
the mere equivalent of B, or a substitute the employment of which involves no inven- 
tion. Now, if one discovers that by employing B in the first combination in a new 
and modified form, by the use of which a new and useful result, or a better result, is 
obtained thau by the original combination, how shall we state the formula of his in- 
vention T Obviously it is a combination of A with C and with B, as modified. If, 
therefore, we designate the new form of B by B', the formula of the combination will 
be A-f-B'-|-C. But this same element may be farther modified, not by change of form, 
but by change of location, by which the result is materiallv changed or a new result is 
attained. If we designate the element with the additional condition of the new loca- 
tion imposed upon it as B^'. the combination will now be A-f B'^-f-C 

But it must be obvions tnat, t-o constitute a patentable subject-matter, the elements 
designated as B' and B'' must differ from the original B, in the same manner in kind 
as D differs from it in the second combination proposed; that is, they must not be 
mechanical equivalents for B, nor obvious substitutes for it, nor such modifications of 
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it', either as to character or location, as belong to the skill of the mechanic rather than 
to the gcniiis of the inventor. 

I do not mean to assert that a change of location may not enter as an element into a 
legitimate combination ; but it is subject to the same conditions as any other element. 
It must be a new location, considered in the light of the eifect which it produces. It 
must require invention to adopt it, and when it has once been employed no invention 
is involved in its use in any subsequent combination, except in tnose cases in which, 
to avail himself of it, the inventor is compelled to exercise further invention in the 
reorganization of his machine. 

In the present case we may represent the axle by A, the rake located in front 
of it by B, and the remaining element by C. We may also represent the old and 
well-known location of rakes behind the axle as B^ Stoddard's combination was 
A-fB+C. Streeter claims that his is A-fB'-fC, and that it is different. The answer 
is that B and B' are well-known substitutes, and that the change from one to the other 
has not changed the character of the combination. Tested in this way no difficulty 
could arise ; but, by baptizing it a ^' new arrangement," with the further assumption 
that changes in arrangement rest upon some lower basis of invention than changes of 
substantive elements, an examiner may soon become lost in a fog-bank, from which 
he is apt to find it convenient to extract himself by the issue of a patent. 

If, therefore, these two cases were before me in the form of applications, I should 
have no hesitation in refusing a patent to both. Unfortunately, Streeter has received 
a patent ; and the question now before me is whether one should now be granted to 
Stoddard. 

Aside from the substantial existence of the inventions claimed by Streeter in the 
prior patents of Stoddard, I find Stoddard to be the prior inventor of the precise 
" arrangements " claimed by Streeter. He made a machine in 1866, which was seen by 
several persons, and the existence of which is fully proved. He swears to the making 
of another in 1868, at Dayton, Ohio, and this is not contradicted. He preferred in his 
earlier patent to locate the rake in front of the axle, because he thought that when 
the farmers fully understood it they would rather use it in that way, and he wished it 
to be fully tried. The other form was made, explained to others, and held in reserve. 
I have already held that it involved no invention to pass from the one to the other. 
Nevertheless, having issued a patent to Streeter, it is probably no more than just to 
issue a like grant to Stoddard, the real inventor of both forms, in order that he may 
be able to present to the public a grant as complete in the form of its claims as that 
which has inadvertently.been made to his competitor. The decisions of the board of 
examiuers-in-chief awarding priority of invention to Stoddard is affirmed. 



Ethan Eogers. 

Uxiension. 
Septemb€r 8, 1870. 

In the matter of the appliration of Ethan Rogers for the extension of letters-patent 

for Impovement in Hydraulic Brick Press, granted September 23, 1856, 
Fisher, Commissioner : 

In this case the machine is complicated and very costly. The examiner reports that 
the improvements claimed in its construction are radical in character, and new and 
useful. The inventor appears to have exercised due diligence, to have incuned large 
expenses, and to have expended much more than he has received. 

I am of opinion that the public interest will be promot«>d by further encouragement 
to a meritorious inventor of a good machine, and accordingly grant the extension for 
which he prays. 



E. J. GATLINa. 

APPEAL FROM EXAMINE RS-IN- CHIEF. 

September 8, 1870. 

In the matter of the application of R. J. Gatling for letters-patent for Improved Re- 
volving Battery Gun, filed January 17, 1870. 

Duncan, Act ing Commissioner : ^^^^-i ^ 

Applicant shows two forms of the cartridge extractor. There can be no pretense 
that the form illustrated in Fig. 7 is not fairly and fully met by the extractor shown 
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ia Fig. 1 of Richards's patent of Angnst 18, 1868. In view of this previous patent 
applicant seems to have recognized the impossibility of establishing a claim to the 
device for himself ; and accordingly, although he has described it at great length, he 
has not accompanied the description ^itb a formal claim to it. 

This form of the extractor bein^ old, and having no special relation to the other 
mechanisms upon which applicant is seeking a patent, if the question be asked wby it 
should be described at all in the pending application, it would be difficult to give a 
satisfactory answer. It would be as germane to the application to describe at length 
id well-known mode of rifling gun-barrels, because, forsooth, Gatling may choose to use, 
in connection with the devices of his special invention, a rifled barrel rather than a 
smooth-bore. As regards the entire description referred to, the specification must be 
regarded as unduly pi*olix. Either the description should be erased, or, if permitted 
to remain, should be accompanied by an explicit disclaimer of the device as old ; a 
matter to which the examiuer*s attention is invited whenever the case may again come 
before him. 

As regards the other form of the extractor, illustrated in Fig. 9, there seems to be 
no patentable difference between it and that shown in Fig. 6 of Richards's patent. 

In both cases the slotted lever is made short and inelastic ; in both the spring be- 
neath the rear end of the lever yields sufficiently to allow the hook upon the front 
end to rise over the flange of the cartridge; in both, too, the spring operates to restore 
the lever to its normal position and cause the hook to engage with the flange ; and in 
both the head of the lever is formed with an inclined face, so as to facilit-ute the rais- 
ing of the lever during its advance, the hook at the same time being made of such 
form as will, it is calculated, by the aid of the spring, retain its hold upon the shell 
during the retrograde movement of the extractor. 

These features of identity between the two devices render them one in principle. 
It is inanifest that Richards's spring has the same function and is capable of tbe same 
operation as applicant's. The slight difference in form is utterly immaterial as bear- 
ing upon the question of invention; as is also the mode adopted for securing the 
spring in position. Neither can the fact that Richards's lever has a projection upon it 
for locking it flrmly in contact with the cartridge shell destroy its character as a per- 
tinent reference. 

Neither party defines even approximately the degree of elasticity to be given to the 
spring. Richards is entitled, therefore, to make his spring as strong as he chooses, 
and thus manifestly may make his extractor, independently of any locking mechanism, 
as effective as applicant's can be. 

The locking device is simply an additional safeguard, since without it, in applicant's 
mechanism as well as Richards's, the resistance of the shell might be so great as to 
overcome the tension of the spring and allow the hook to be drawn on from the 
flange. 

The reference is held to be a good one, and the decision of the examiners-in-chief is 
affirmed. 

If applicant continues in his specification a description of this second form of ex- 
tractor, he should be required, wbeu the case again comes before the examiner, to 
insert a disclaimer to it, as in case of the form first considered. 



Jeffers vs. Duchemin. 
Interference. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

September 13, 1870. 

In the matter of the interference between the letters-patent granted to Albert Jeffers 
and the application of William Duchemin for letters-patent for an Improvement in 
Machine for Rounding, Molding, and Channelling the Soles of Boots and 
Shoes. 

Fisher, Commissioner : 

The proofs in this case are very voluminous, and they relate wholly to a question of 
fact. Upon the proper solution of this question the examiner in charge of interferences 
and the examiners-in-chief are agreed; and after reviewing the case, I find that the evi- 
dence fully justifies the conclusion to which they have come. (See Blanchard vs. Strain, 
Commissioner's Decisions, April, 1870. p. 26.) 

An attempt is made to prove that Jeffers made this Invention while in the army, by 
the evidence of descriptions and rude sketches made around the camp-fire. Such 
proof as this, always to be regarded with suspicion, cannot be tolerated for a moment 
in the case of a machine involving so many complicated details. It is simply impossi- 
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ble that it oould bare been reduced to a praetioable form at that time. The next 
attempt at invention was in 1867, when Ducbemin and Jeffers came together. As 
Dncbemin was an ingenious mechanic and Jeifers was not, but had some means, a 
partnership was formeid, by virtue of which Duchemin was to do the work and Jeffers 
was to furnish the money. At this time, and subsequently, the machine in controversy 
was constructed, and unquestionably b/ Duchemin, who also offers proof of previous 
thought, conversation, experiment, drawings, and patterns in this direction. 

There is much contradictory testimony as to what part each one played in the inv^en- 
tion of the machine. Confusion has probably arisen from the fact that two inventions 
were being perfected at the same time. But we are not left to grope our way throngh 
the evidence of conflicting witnesses. The parties themselves, bv a sealed instrument, 
solemnly executed in July, 1867, and affirmed in the following November, have placed 
the matter beyond doubt, and their own admissions upon this subject must be conclu- 
sive of the present controversy. 

The macnine, it must be remembered, was made by Duchemin. The question is 
whether he did this as inventor or workman ; whether the suggestions of Jeffers did or 
did not amount to invention. Upon this point Jeffer's own statement must be of 
more value than the testimony of any witness. In the contract of July, 1867, it is re- 
cited that Duchemin and Jeifers have invented a new and useful process for channel- 
ling the soles of boots and shoes, for which they have made joint application, and that 
''Duchemin has made other new and useful improvements in the manufacture of boots 
and shoes, by means whereof the soles, in and by the same machine by which the chan- 
nelling is done, may be molded and rounded ready for lasting, which improvements 
when used in combination or connection w^ith the improvements in the mode of 
channelling as aforesaid will increase the value of said process, and for which last- 
named improvements the said Duchemin has made application for letters-patent of the 
United States, which it is intended shall issue to him exclusively." 

This last-named invention was the one now in controversy, and from his deliberate 
admission that it was the invention of Duchemin, for which alone he was entitled to 
receive a natent, Jeffers cannot now escape. He is estopped from denying the truth 
of his declaration that he had no part or lot in the invention. (See HewiM vs. Spoonery 
Commissioner's Decisions, September, 1870.) 

The decision of the board of examiners-in-chief is affirmed. 



Emily J. Lamson, Executrix of Daniel Lamson, Deceased. 

Extension. 

September 13, 1870. 

In the matter of the application of Emily J. Lamson, executrix of Daniel Lamson, 
deceased, fcr the extension of letters-patent for Improvement in Machine for 
Notching Hoops, granted September 23, 1856. 

Fisher, Commissioner: 

The examiner reports that the invention was new when patented, and a great stride 
in advance of pre-existing machines. It is unqnestionabiv valuable. The inventor, 
who was a poor man, was diligent in attempting to introduce his machine until the 
breaking out of the war, when he enlisted in a Massachusetts regiment. He was killed 
at Fredericksburg. Since his death his widow has continued the manufacture and has 
prosecuted the business with ener^, but with small profit. 

The case is one in which it is emmently proper that an extension should be granted^ 
which is done accordingly. 

HBWINS V8. Spooner. 
Interference. 

APPEAL FROM THE EXAMINERS-IN-CHIEF. 

September 13, 1870. 

In the matter of the interference between the application of E. H. Hewins and D. B^ 
Spooner, for letters-patent for Improvement in Liquid Meters. 

FiPHF.R, Commissioner: 

Both parties claim to have made improvements upon a water meter, constructed in 
accordance with letters-patent granted to C. W. Baldwin, December 31, 1867, and May 
25,1869. 

The history of this controversy is briefly as follows : Hewins, Spooner, Austin, Wood, 
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Baldwin, and Cnrtis were the owners of the Baldwin patents. Ten meters were con- 
stracted for them, which were beffun by Baldwin, bat finished under the snperiuteiid- 
ence of Hewins. These meters did not give satisfaction ; they operated under a full 
pressure, but did not work when the pressure was low. The partners were desirous of 
improTiuff them, and this became the subject of discussion at rarious meetings in 
Boston, where Spooner, Hewins, and the others made yarious suggestions. Spooner, 
returning to Syracuse, where he lived, took with him a meter for further experiment. 
Hewins, with the help of one Finger, attempted to continue the work of improvement 
in Boston. Spooner and Hewins corresponded, each informing the other as to the 
general nature of the progress that he was making, and they appear to have made 
some small wager as to who should first succeed. By the last of July both meters were 
substantially finished, and Hewins went to Syracuse to exhibit his own and to see 
Spooner's. 

Under a pledge of secrecy, Spooner's meter was exhibited to him. He saw it in oper- 
ation. It was opened for his inspection, and he examined the interior. He expressed 
himself greatly pleased with it, said it was new, that it was perfect, that it could not 
be improved, and that he gave up beat. 

Spooner, expressing a desire to patent his improvements, Hewins volunteered to pre- 
pare his specifications and drawings. He made a draft of a specification, with claims 
covering the improved devices, and he witnessed the drawings which were filed by 
Spooner with his present application. As to his own meter, he declared that it did not 
work well; that it was inferior to Spooner's ; that it was worthless, and that the model- 
maker might cot it up if he wished to use the parts for further experiments. 

Strong objection was made by the other owners of the Baldwin patents to the issue 
of a patent to Spooner, in his own name. They insisted that he was bound by the 
articles of partnership (by which term I indicate the contract in relation to the Bald- 
win meter) to ^ve to the others an interest iu any improvement he might invent or 
any patent which he might obtain. Every one of the partners seems to have thought 
that Spooner might be compelled to do this, including Curtis, the legal member of the 
company, except Hewins. He insisted that there was no way in which to prevent 
Spooner from obtaining a patent or from keeping his invention to himself, except by 
buying it from him. He said that Spooner expected the company to pay well for the 
invention ; that he had a right to charge them, or had it in his power to do so, and 
that their best plan was to keep on the right side of him, and to get their respective 
shares as cheap as possible. Austin asked him if he had any plans, any drawings or 
sketches, or any means by which the others could secure their interests without being 
obliged to pay so much to Spooner ; but he answered, ** No ; " the only way he knew of 
was to get the invention ** as reasonable as thej could'' by paying for it. He agreed to 
accompany Spooner to Washington to assist him in securing a patent for his met«r. 
This he thought Should be done as quickly as possible. At the last moment, however, 
he changed his mind. Instead of going to Washington he went to Boston, where, with 
the assistance of Mr. Cartis, he prepared specifications describing the same invention 
and claiming it as his own. He then burned to Washington and made the applica- 
tion in controversy. During his stay in Syracuse he made no claim of invention for 
himself. He had, in fact, acknowledged Spooner to be the inventor of the devices 
shown in his meter, though he now swears that by this he meant no more than that he 
was an arigifial inventor. His explanation of what he subsequently did may be given 
in his own words : 

** During mj stay in Syracuse I had been assisting Mr. Spooner in preparing plans 
and specifications for the Patent Office, but finally became convinced that Mr. Spooner 
had at least no right to take out the patent in his own name, and that it was my duty 
to do what I could to prevent it. Accordingly, at the earnest solicitation of every 
other owner in Baldwin's meter patents, on my return from Syracuse to Boston, on the 
3d day of September last, I made application for the patent which is now in inter- 
ference between Mr. Spooner and myself." 

The proofs of the invention of Hewins, aside from his own testimony, are exceed- 
ingly meager. They consist of some verbal suggestions to Baldwin in the fall of 1868. 
He swears to a small sketch of the rubber partition, which he says he made and dated 
November 26, 1868, but which was not shown to anv one. The rest is found in the 
construction of his meter in July, 1869. On the other hand, Spooner and Greenough 
testify that when Spooner spoke of the rubber partition in the very form in which 
Hewins claims to have sketched it in 1868, the latter approved of it '* as important to 
secure Mr. Spooner's rights." 

The meter of July was an imperfect and abandoned device. Under the doctrine 
stated in WhiUHy vs. Swayne, 7 Wallace, 685, it is hardly probable that any device con- 
nected with it was ever so far embodied in a practicable form as to be worthy of the 
name of invention. Whether this be so or not, the acts and declarations of Hewins at 
Svracuse must be regarded as a complete estoppel. He cannot now be allowed to 
claim the devices of Spooner. To permit him to do so would be to encourage a gross 
breach of faith, and to ofifer a premium to perjury. 
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I am free to say that I am inclined to think, from the evidence, that Hewins himself 
meant to deal Justly with Spooner when he wa« at Syracuse. It was only at the 
'* earnest solicitation of every other owner of the Baldwin patent " that he consented 
to join in the attempt to ^^ prevent,'' at all hazards, the issue of a patent to Spooner. 
It is unfortunate that in doing this the onus of making oath fell upon him. The con- 
duct of these parties, hoth before and after this application, fully justifies the charge 
of a coDibination to wrest the invention from Spooner. To this Wood, Curtis, and 
Hewins were parties. They set about " preventing " him from getting his patent ¥nth 
deliberate purpose, and with but little apparent concern as to the character of the 
means. 

I have read the testimony carefully, with the anxious desire to escape from so unwel- 
come a conclusion. The proof is so clear, and the conclusion so inevitable, that it be- 
comes my duty to speak i^lainly of the nature of this opx)osition to Spoouer. I affirm 
the decision of the board of examiners-in-chief. 

In the course of the testimony a letter from Mr, Frederick Curtis, of Boston, a solic- 
itor of patents, and one of the parties named above, was put in evidence. I do not 
see that this letter is relevant to any of the issues of this case, and I have given no 
weight to it as testimony. I refer to it now, as the publicatitm of this opinion affords 
me a convenient opportunity of expressing the view which I entertain of its contents. 

The letter was written in February, 1869, to Spooner, in relation to obtaining the 
second patent upon the Baldwin meter. In this letter Curtis says : " I have a way 
now of obtaining the allowance of a patent in six hours after it reaches the Patent Office, 
by payment of $75, and I intend to have large fees paid me in excess of this for accom- 
plishing this sort of a thing." 

The first remark which this statement demands is that it is false in fact. No solic- 
itor or any other person has " a way of obtaiuing the allowauce of a patent in six 
hours after it reaches the Patent Office." Cases are received, recorded, and examined 
in their regular order. They do not reach the examiner until a day or two after they 
are filed, since they roust itass through other rooms, where the fees are received, the 
cases classified, the ai>plication completed, the files made up, and other formal mat- 
ters attended to. The examiners, under the great pressure of the numerous applica- 
tions submitted to them, cannot reach a new case under a week or two after it comes 
into their rooms ; so that under the most favorable circumstances, the thing asserted 
in this letter is simply impossible. No order is ever granted under the present admin- 
istration of the office to take cases up out of turn, except as provided in the printed 
rules, even when inventors have come to Washington to attend to their own applica- 
tions; and this because it is simply just that those who send their cases to the office, 
and trust to the operation of its rules, shall not be set aside at the demand of the clam- 
orous lew who choose to attend in person, or to demand special privileges by friends or 
attorneys. This rule is imperative, and it has been faithfully and rigidly adhered to. 

But the writer of this letter intimates that this just rule may beset aside by the pay- 
ment of money. ^' Cases may go through in six hours," he says, ** by the payment of 
seventy-five dollars;" and the advantage of knowing this secret he deems to be so great 
that he intends ** to have large fees " paid to him ^' for accomplishing this sort of thing." 
This insinuation is also false. It is simply a libel upon the Patent Office — a libel which 
has not the slightest foundation in fact. Mr. Curtis never had a patent allowed in six 
hours after the application reached the Patent Office, and he never paid to the Patent 
Office or any officer thereof seventy-five dollars or any other sum to secure the allow- 
ance of cases out of their regular order. Inventors ought to know that if they are 
foolish and wicked enough to pay their money upon such pretenses, it will never reach 
the pockets of the government officials for whom they suppose it to be designed. It 
goes Eo further than the unscrupulous attorney or agent, who, assuming to trade upon 
the supposed corruption of sworn officers, is willing to slander honest men, and destroy 
public confidence in the administration of public affairs, in order that he may enrich 
himself at the expense of his credulous client. Instances have come to my knowledge, 
where money has been extorted from clients, by agents, after patents had actually been 
allowed, but not yet issued, upon the pretense that it was necessary to bribe the exam- 
iner. I know of no case where the money went beyond the solicitor. No practitioner 
can assert, with truth, that he possesses any facilities by which he is enabled to pro- 
cure patents in advance of any of his competitors, beyond his knowledge of the forms 
and routine of the office, and his skill and care in the preparation of his cases. To 
take money from his clients under the pretense that it is to be used to procure such 
facilities, is to add theft to falsehood. 
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William Mont Storm. 

Extension. 

September 13, 1870. 

In the matter of the application of William Mont Storm for the extension of letters- 
patent granted to him March 11, 1856, for Improvement in Revolving Fire-Arms. 

Fisher, Commissioner : 

The applicant was anthorized by act of Conipress to apply for this extension afterthe 
expiration of his patent. 

It appears that no pistols were manufactured. The applicant endeavors to ac- 
count for this failure to introduce the invention into public use, but I am constrained 
to say, after an examination of his original and amended statements, that his reasons 
do not satisfy me. A good and valuable invention in so common a thing as revolving 
pistols, will command capital if it be diligently soneht for. The failnre to make the 
pistol is therefore evidence, either of lack of utility m the thing patented, or of lack 
of diligence on the part of the patentee. 

An extension is refused. 



HosEA Ball. 

APPEAL FROM EX AMINERS-IN- CHIEF. 

September 14, 1870. 

In the matter of the intejrference between the application of Qosea Ball for letters- 
patient for Improvement in Grate Bars, and the letters-patent of A. C. Fletcher 
for the same invention. 

Fisher, Commissioner: 

The proof shows that Ball made a sketch and model of the invention in 1861, but 
did nothing more nntil he applied for a patent, in September, 1868. Meanwhile Fletcher 
made the invention, applied for and received a patent, dated Auffust 18, 1868. 

Under circumstances similar to these it has been uniformly held, in a number of 
cases decided during the past year, that the inventor who lays aside his invention for 
a series of years, forfeits his right to a patent as against a subsequent inventor, who 
has followed up his invention with diligence, and has already received a patent. 

This doctrine, announced in Erbe vs. Milly Commissioners' Decisions 1869, p. 29, and 
other cases, following Johnson vs. Boot, 2 Fisher, 291, is now so well settled that appli- 
cants and their counsel may rely with some degree of confidence upon its application 
to such future cases as may come before me on appeal. 

The decision of the board of examiners-in-chief is affirmed. 



Israel Townsend. 

APPEAI^ from EXAJflNERS-IN-CHIEF. 

September 14, 1870. 

In the matter of the application of Israel Townsend for letters-patent for an Improve- 
ment IN Canal Locks. 
Fisher, Commissioner : 

This case is remanded to the primary examiner, at his request, for the purpose of 
giving further references to the applicant. 



HoLMAN V8. Foley. 
Interference. 

APPEAL from EXAMINERS-IN-CHIEF. 

September 14, 1870. 

In the matter of the interference between the applications of D. O. Holman and Patrick 
Foley for letters-patent for Improvement in Double-Acting Pumps. 

^ ^ . , Uigitizedby VJ!K_/K../Vl^ 

Fisher, Commissioner: o 

The proofs in this case are more than usually contradictory. Each of the parties to 
7 -p Tl 



98 DECISIONS OF COMMISSIONER OF PATENTS FOB 1870. 

the interference has been sworn in answer to the t«^8timony of the other, and each has 
ffiven a strins of denials contradicting in detail nearly every fact alleged by the other. 
It is impossible to reconcile these statements. It becomes necessary to adopt one and 
reject the other. 

Foley has a patent for a pump dated August 4, 1868. Reengaged Holman, who is a 
machinist, to make some of them. In the coarse of this manufacture HoUnan says that 
certain improyements occurred to him, which he sketched upon a board, and subse- 
quently explained to Foley. The latter approved of them and directed future pumps 
to be made in that way. In this statement Holman is corroborated by a number of 
witnesses, while several more swear that, after this time, Foley spoke freely of the im- 
provements that Holman was making in the pump. 

Foley, on the other hand, denies the statements of Holman, and of all his witnesses, 
and claims that he suggested the improvements to Holman, and that, the drawing on the 
board was made in accordance with directions previously given by him. He is unable 
to support himself by the testimony of other witnesses upon this point, but he calls his 
father and two persons, one of whom was, and the other of whom is, interested in his 
patent, who swear that the^r separately heard Holman admit, in substance, that the 
improved pump was Foley's invention. Against this, however, is Holman's flat denial, 
ana the testimony of workmen present at tnese conversations, who say that they think 
they would have heard such statements if Holman had made them, but that he did not 
make them. Foley attempts to prove that he invented and described these improve- 
ments in 1868, but this is strongly negatived by the fact that he did not order the first 
Eumps to be made in this way ; whereas, after the improved pumps began to be made 
e recommended parties who wished pumps to wait for the new ones, which he said 
Holman was improving. 

The one fact that stands amid all this contradiction is that Holman drew the plan, 
prepared the patterns, and made the improved pump. Prima fade he was the inventor 
of what he made. There was nothing m his relations to Foley to raise a presumption 
against him. He was employed to make pumps in ac^rdanoe with Foley's patent. He 
was not a workman in the general employ of Foley, nor was he specially employed to 
embody an invention which Foley was perfecting; he was employed to make a specific 

Cip. In the course of manufacture certain improvements suggested themselves to 
which he proceeded to develop. There is no presumption against him, but, on the 
contrary, the presumption is in his favor, unless Foley proves that the description of 
the invention came from him. This he has failed to do. The weight of the testimony 
is otherwise. 

I do not suppose that at first the idea of patenting the improvements occurred to 
Holman. He supposed that they were fairly additional to the Foley pump, and he 
probably proposed to add them to it, receiving as his consideration the exclusive man- 
ufacture of the original and improved device. This would account for the statements 
sworn to by White &, Clark, even if they were not contradicted. It would also account 
for the name and date of Foley's patent which Holman still put on the improved pumps. 
That name clearly implied nothing as to the ownership of the improvements, for Foley 
had not patented them. 

From all the testimony I am brought to the conclusion that Holman was the inventor 
of the improvements in controversy. I therefore award priority to him. 

The decision of the board of examiners-in-chief is reversed. 



Sophia and P. L. Moen, Administratoes of Augustus R. Moen, 

Deceased. 

Extermon. 

September 14, 1870. 

In the matter of the application of Sophia and P. L. Moen, administrators of Augustus 
R. Moen, deceased, for the extension of letters-patent for Improvbment in Mode of 
CoNSTRUCTixG WALLS AND FLOORS OF CELLARS, granted February 26, 1856. 

Fisher, Commissioner : 

This application is authorized by act of Congress approved May 4, 1870. 

The invention consists in a mode of constructing walls and floors of cellars b^ lay- 
ing thein in water cement with brick previously dried and coated or dipped m as- 
phaltum and then applying to the surface of the coated brick as many layers of as- 
phaltum as may be desired. 

This invention is shown by the testimony to be useful, and the examiner reports that 
it is new. Notwithstanding the applicant was diligent in prosecuting the introduction 
of his process, he failed to receive from it any considerable remuneration. This ex- 
tension is prayed for for the benefit of his widow and heirs. 

An extension is granted. 
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Samuel Thomas. 

Extension. 
September 15, 1870. 

In tbe matter of the application of Samael Thomas for the extension of letters-patent 
for an Improvement in Ore Washers, granted September 30, 1856. 

Fisher, Commissioner: 

The invention is not of the first importance. Other ore washers have been patented 
which are capable of snccessf nl nse. The form adopted by the patentee is, however, 
useful, and presents some features not found in other machines. 

The examiner reports that the invention is new and iisefnL The inventor, without 
fault or neglect on his part, has failed to reap a reasonable remuneration for it, and is, 
under the circumstances, fairly entitled to an extension. 

A notice of opposition is filed by F. £. Felton, but no proofs are ofiered in support of 
the reasons alleged. 

The extension is granted. 



TeATJT and TEAUT V8. DlSSTON AND MOESB. 

Interference. 
order. 
September 15, 1870. 

In the matter of the interference between T.A.Trant and J. A.Traut, and Henry Diss- 

ton and J. Morse. 

Fisher Commissioner : 

In this case the primary examiner, upon the filing of an application of one of the 
Trauts as sole inventor, made an order dissolving the above interference. 

This order was irregular. After the declaration of an interference it cannot be dis- 
solved, except by the order of the examiner in charge of interferences, or the Commis- 
sioner, or by the board of examiners-in-chief or Commissioner on appeal. If facts come 
to the notice of the primary examiner which render it proper that the interference 
should be dissolved, or if new cases are filed which he thinks should be included in the 
interference, he can only act through the examiner in charge of interferences, to whom 
application must be made. 

The order made by the primary examiner is set aside, and the case remanded to the. 
examiner of interferences. 



James Duthie vs. G. W. Casileae. 
Interference. 

MOTION. 

September 15, 1870. 

In the matter of the interference between the application of James Duthie for letters- 
patent for Improvement in Revenue Stamps, and tbe letters-patent of G. W. Casi- 
fear for the same invention. 

Fisher, Commissioner: 

This is a motion to dissolve an interference. Several reasons are urged by the attor- 
ney for the motion, of which only one will be considered. 

It appears that Duthie's patent was twice rejected by the examiner and once by the 
examiners-in-chief. Subsequently, through oversight or change of opinion, the exam- 
iner allowed a patent to Casilear. He afterward took up the application of Duthie, 
and without amendment or order from the Commissioner, reconsidered it and placed it 
in interference with the patent of Casilear. This course was irregular. After the de- 
cision of the board the case was removed from the Jurisdiction of the examiner, and 
he could not reconsider the case without an order from the Commissioner. It is some- 
what ^fficult to see, also, if the inventions interfere, how a patent was granted to Cas- 
ilear, a subsequent applicant. At all events the irregularity in the reconsideration of 
Dnthie's case and in the declaration of interference are such that the motion to dis- 
tolTO the interferenoe must prevail. The interference is dissolved. 
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John Ellerbt. 

ATPEAL FROM EXAMIXERS-IN-CHFEF. 

September 15, 1870. 

In the matter of the applicatioD of John Ellerby for letters-patent for Improvement 

IN Glove Fasteners. 

Fisher, Commissioner: 

The supposed invention of applicant consists in the employment in combination with 
a chain and post or button attached to one side of a glove, of a hollow-headed button, 
rigidly attached to the other side, and formed with two holes, through which the other 
end of said chain is passed, and with a slot, in which said chain is secured by slipping 
the links into it. 

Reference is made to the device patented to £. G. Belknap for improved fastenings 
for garments, which shows a chain, attached to a button, which passes through another 
button provided with a hole or slot precisely like those shown by anplicant. This but- 
ton is rigidly fastened to the glove. In fact, Belknap makes a claim to a bar which 
prevents it from turning, and adds that, if that is not sufficient, the button can be 
sewed on. 

Applicant's counsel seemed to suppose, as the patentee speaks of a catch or catch 
plate, that some other device was used, but it appears that whal is called the catch 
plate and guard is no more than that part of the button between the upper and lower 
disks through which the hole and slot are made. As to the mode of fastening, Belknap 
says: ''Draw the chain through the eyelet (hole) until that portion of the substance ou 
which the stud (post) is fixed and that on which the instrument is fixed, are in the re- 
quired positions, and then draw it into the catch (slot) as shown in Fig. 5< When in 
this position the chain cannot pass forward or backwaid, as the links ou either side of 
the one in the catch cannot pass through it." This is precisely the operation of EUer- 
by's device, and there is not difierence enough to hang a doubt upon. 

The decibion of the board of examiners-in-chief is affirmed. 



Willi 131 Gage. 

JExtension, 

September 15, 1870. 

In the matter of the application of William Gage for the extension of reissued letters- 
patent No. 3,128, and No. 3,169, for Improvemexts in Harvesters, bearing date 
respectively September 22, 1868, and November 10, 1868, the original patent having 
been issued September 16, 1856. 

Duncan, Acting Commissioner : 

It is urged at the outset by the remonstrants, by way of objection to the grant of 
this extension, that the application was not filed in conformity with law, and therefore 
cannot even be entertained. The facts are as follows. On the last day on which a 
petition could be received, viz : on the 18th day of June, Andrew Whiteley, who has 
represented Gage in the prosecution of this application, placed on file in the Patent 
Office what purported to be petitions for the extension of the two -divisions of the 
reissued patent. These papers were without signature, but were accompanied with 
an alleged telegraphic dispatch from Gage to the Commissioner of Patents in these 
words; "I hereby sign the petition for extension sent me by L. L. Bond." On the 

Eapers appeared also the following indorsement : " Petition sen tWilUam Gage, and by 
im returned with letter of June 7, 1870. — L. L. Bond." The government fees were 
paid when these papers were filed, and the office proceeded at once to advertise the 
application in the usual manner. On the 25th of June there were received from Gage 
two petitions signed with his own hand and in language the duplicates of those filed 
without signature some ten days previously. The letter of transmittal distinctly 
acknowledged that the telegram received on the 18th was sent by Gage ; and ou the 
27th of the same month another letter was received from him explaining at length 
why he had resorted to that mode of filing the petition in the first instance. 

While such exceptional proceedings, even in the preliminary steps for securing an 
extension, are to be deprecated, it is believed that they are not of such legal significance 
as to prove fatal to the application. This view is strengthened by a recurrence to the 
rulings upon similar points in the recent extension cases of Henry Voelter and R. H. 
Garrigues. j\jwi\. 

In determining the merits of the present application the main difficulty haS^been to 
define the exact scope of the invention. 
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The machine for which the origiDal patent was granted is a one-wheeled combined 
reaper and mower. The main frame supporting the driWu^ wheel forms the base of 
a trianj^ular coupling frame, by which connection is established between the main 
frame and the cutting apparatus. The finger-bar is supported at its inner end by a 
device, technically styled ^^ the shoe/' which, in addition to its other functions, consti- 
tutes the sole meaium of connection between those parts which it supports and the 
frame. To the outer end of the finger-bar is attached a small wheel or carrier, which 
is made adjustable according to the various elevations at which it may be desired to 
ude the cutters. 

The shoe is the important feature of the invention, and the one around which the 
controversy seems to center. This is curved upward in front, so as the more readily 
to pass over obstructions ; it has a horizontal slot, so as to permit the nearest cutter 
blade to cut against it as against one of the ordinary slotted fingers ; it has a vertical 
guide-way, through which the heel of the cutter-bar is reciprocated; it has two verti- 
cal Drojections, t]m>ugh which an axial bolt passes, securing the shoe to depending 
lugs or ears upon a plate attached to, and constituting the apex of, the coupling frame, 
and around which bolt as an axis of motion the whole cutting apparatus is capable 
of oscillation; and it is also provided with an additional bolt, which, in connection 
Tvith serrated jam-nuts and curved slots in the vertical projections of the shoe, cons\)i- 
tutes a means by which the finger-bar can be rigidly clamped to the coupling frame at 
any desired angle with it. The coupling frame is also maae adjustable with reference 
to the main frame, so that the two can be set at any desired relative angle. By means 
of this double adjustability it is made possible to raise the cutters from the ^ound to 
any height within the limits provided for, without affecting the vertical position of the 
drivin*^- wheel or the horizontality of the finger-bar. The carrier wheel, being adjusted 
according to the elevation at which the cutters are moving, constitutes, so long as a 
rigid joint is maintained between the finger-bar and the mam frame, the second point 
of support for the aggregate mechanism. 

No question has ever been made as to the Inventor's intention to use the clamping 
bolt between the coupling frame and the finger-bar whenever the machine was to be 
employed as a reaper. In no other way could the cutters be raised from the surface of 
the ground and their horizontality be maintained. The reissues, however, were granted, 
after a prolonged controversy, upon the theory that it was not within the inventor's 
intention to use this clamping bolt when employing the machine as a mower ; but 
that at such times the shoe was to formthe second point of support for the frame, 
and the joint between the frame and the cutting apparatus was to be left fiexible, so 
that, within the limits allowed, the finger-bar would be free to follow the undulations 
of the ground. 

This view is not warranted by the specification of the original patent, in which the 
following language occurs, viz : " In raising the cutters fiom their position in mowing 
to their position in reaping the cutter-bar would be left on an angle upward, insomuch 
as to render the machine useless for reaping were it not for the compensating principle 
of this shoe, by which the cutters can be kept level or in a horizontal position." But 
it is urged that in this very particular the original specification was defective, and 
hence, among other reasons, the reissue ; and as evidence of the capability of the ma- 
chine in this direction, and of the inventor's real intention, and so of his right to the 
reissue which he obtained, testimony is adduced to show that a machine built in 1854, 
and another in 1857, were actually used, on one occasion each, as mowers with a fiex- 
ible finger-bar. Athough the testimony as to the manner in which they performed is 
very meager and far from satisfactory, yet it is sufficient to establish the fact that they 
were actually used in the manner alleged, and that this mode of use may have been 
within the inventor's original intention ; and I am of the opinion that a reissue accu- 
rately describing the operation and functions of the several parts when thus employed 
would properly nave been granted. 

The actual reissue, however, does not meet this condition. The leading claim — claim 
1 of Division E, (reissue No. 3189) — ^is in these words, viz : "The shoe M, or an equiva- 
lent thereof, which, when disconnected from the frame of the harvester to which it is 
connected, leaves the finger-bar of the cutting apparatus entirely disconnected from 
said frame, and which shoe has in combination the guide-way i, the horizontal slot Jt, 
and the projections I ly fitted to receive the axial bolt e, or equivalents of these parts, 
for the purpose specified." 

This IS an imperfect and faulty description of the shoe which constitutes a part of 
Gage's flexible jointed mower. An important and essential function of the shoe when 
thus employed is to serve as a second point of support for the machine ; and any de- 
scription of it which omits mention of this feature, is the description of an essentially 
different shoe from that actually used by Gage. For this reason the reissue claim, if it 
is to be interpreted according to applicant's present intentions, i. e., as covering the 
shoe when divested of its function as one of the points of support, as in all the " floating 
finger bar" machines as well as others, iii not a legitimate one and should never have 
been granted. Under cover of it the patentee, who himself has made but a single mar 
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chine since the grant of the patent, now comes forward with the sweepins assertion that 
his invention is ''the very ufe of all ffood machiDes/' and " is contained in every first- 
class mowing machine in the world ;" and upon this basis, assuming the production in 
the United States darincr the next seven years to be 750,000 machines, and the value of 
the improvement on eacn one to be from |5 to |7| he estimates the valne of the inven- 
tion to the country for the term of the extension at from t3|750,000 to $5,250,000, and 
even carries his estimate in gross as high as $7,000,000. 

The '^ floating fiuser-bar,'' which is a principal element in many of the most success- 
ful mowers of the day, is not found in the machine under consideratioD. In this the 
flnffer-bar is not free to rise and fall with the undulations of the ground, and independ^ 
ently of the up and doicn motion ofeiiher side of the mainframe, while the two frames 
are made adjustable with relation to each other, vet when once ac^usted for a given 
purpose they are rigidly clamped together, so as for the time to constitute in relation 
to tne cutting apparatus but a single frame; and the finger-bar being jointed to this 
compound frame, the inner ends of both bar and frame must rise and fall together. 
The machine when in action never had, and from the very nature of things never could 
have, that second axis of motion between the cutting apparatus and the frame which 
is absolutely essential in a floating finger-bar machine. To convert it into such a 
machine, it would be necessary to relieve the shoe of the load thrown upon it as one 
of the supports of the frame; to unclamp the two frames, so as to secure the necessary 
second axis of motion : and to provide a second wheel or other support for the main 
frame, which else, being left entirely unbalanced, would fall to the ground. 

Such changes would be far more radical than those made by Oftge upon pre-existing 
machines. A disclaimer found in the specification of division £ of the reissue (No. 
3,189) is in these words : ''We are aware that the use of a harvester's shoe, which con- 
tained all these features just named in shoe M, except that of its connection to the 
frame of the machine being made by one axis of motion which was about at right angles 
to the finger-bar, so that the outer end of the cutting apparatus could be vibrated 
within the limits allowed it upon this axis, was well understood previous to this inven- 
tion, but we are not aware that the harvester's shoe ever existed previous to this inven- 
tion which contained all the features named in the preceding paragraph as contained 
in shoe M, including the projections 1 1 and their one axis of motion therein described, 
to whatever part ot the machine this shoe was connected." From this it appears that 
Ga^e was not the first to invent and use a shoe having a horizontal slot and a vertical 
guide- way. Neither was he the first to connect the frame and the cutting apparatus to- 
gether by means of a hinge or flexible joint ; this, too, had been done before. But, both 
the shoe and the flexible joint being old, what he appears to have been the first to do was 
merely to use the hinge for connecting the frame and a cutting apparatus of a particular 
character, viz., one the inner end of which is supported by a shoe having the characteris- 
tics named. This may perhaps have been something of an advance in uie art, but it was 
only a small step toward the creation of the fioating finger-bar harvester; and to say that 
the man who stopped at this point and left it for others to develop, reduce to practice, and 
give to the world a machine m which a free second axis of motion is introduced between 
the cutters and the frame, and the other changes rendered necessary thereby are made, 
is entitled to control the perfected machine, is as repugnant to a natural sense of just- 
ice as it is opposed to the doctrine upon which the Supreme Court proceeded in the 
case of Whitetey vs. S^cayne, (7 Wallace, 685.) The doctrine there announced, that '' he is 
the first inventor and entitled to the patent who, being an original discoverer, has first 
perfected and adapted the invention to actual use," is fatal to the claim that Gage is 
the real author of the fioating finger-bar. As regards this device, so simple, so efift- 
cient, so beautiful in its operation, and the culmination of so many experimental and 
imperfect devices, aU that Gage ever did is to be viewed as "unsuccessful experiment 
and failure,'' and therefore, in the language of Judce Grier in Goodyear vs. Day^ (2 
Wall., Jr., 283,) "it gives no right to claim a share of the honor or the profit of the 
successful inventor." 

According to applicant's statement, he did construct a model in 1850, and in 1853 
built an experimental machine, and in the following year a full-sized working machine, 
in all of which a genuine floating finger-bar was introduced ; but that invention was 
not the present cue, and if. from Tack of api>reciation of the value of the more perfect 
invention, or the supposea greater cost of its construction, or from whatever other 
cause, he chose to abandon it and to take out a patent for a later and inferior oae, he 
cannot avail himself of the process of reissue to enlarge the scope of such patent so as 
to cover the abandoned invention when he at last awaxes to a realizing sense of its real 
value. 

It is unnecessary to consider in detail the remaining claims of the patents sought to 
be extended. Applicant's estimate of the value of his invention rests entirely upon 
the theory, not that the machine in the form in which it was patented has anv estab- 
lished and recognized value, but that certain devices found in it are also round in 
other machines which have gone largely into use. There is no evidence whatever that 
he intends or desires to enter upon the manufacture of machines under the patents. 
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The manifest fact that snch machines woald be far inferior to those that now command 
the market raises a strong presumption, in the absence of any declaration to the con- 
trary, that he does not so intend. He evidently relies for future gains upon the collec- 
tion of damages from alleged infringers. This raises the question whether, even ad- 
mitting that applicant's view of his riehts is correct, it would comport with the public 
interest t« extend a patent when the object sought is not to build up the manufacture 
of the patented machine, but simply and solely to lay other and really valuable ma- 
chines under contribution and burden the honest manufacturers of the same with 
vexations and expensive litigation. 

But, as applicant's theory as to the scope of his invention is not established and can- 
not be admitted without positive proof, there is no good ground for regarding the in- 
vention as of any value or importance to the public. 

An examination of the history of the invention leads to the same conclusion. In 
the hands of the inventor himself it seems hardly to have passed beyond the experi- 
mental stage. Nearly two years before takine out his patent Gage built six machmes. 
Nothing more definite is known as to the working capacity of these than the general 
and unsatisfactory statement of Gage himself that **they all worked well and were 
sold to farmers.'' The purchasers are not put upon the stand, nor is there any word 
from them as to how the machines proved in practice. Since the grant of the patent 
the inventor has bnilt but one machine, which he exhibited at the New York State fair 
in 1857, and which he tried in the grass for about six hours. There is no evidence that 
any of tliese machines are now in existence. The only other machine bnilt under the 
patent was one made by Andrew Whiteley in 1869 as an exhibit in a suit. There is no 
evidence as to its working; capacity. 

The invention, snch as it was, was given to the world at a time when the public were 
less critical as to the merits of the harvester than at the present day, but yet at a time 
when, by reason of the growing demand for this great class of labor-saving machines, 
capitalists and manufacturers and speculators were on the alert to possess themselves 
of every real improvement in the art. Ga^ was personaJly acquainted with many of 
these parties, who were fully capable of aiding him in developing and introducing his 
invention had they bee& so disposed ; yet, althongh he frequently pressed his inven- 
tion upon their attention, no one of them seems to have recognized it as possessing 
any merit. This perhaps is the strongest argument possible against applicant's theory 
that his invention is ** tne very life of all good machines." 

As regards the question of diligence, applicant mnst be judged in accordance with 
that theory upon which he has^ chosen to take his stand. The reissued patents have 
been in existence during two harvests, and in this time there mnst have been con- 
structed, if applicant's estimate of the luture manufacture of harvesters is applicable 
also to tne years 1869 and 1870, not less than 200,000 infringing machines which can be 
compelled to pay as damages for such infringement not less than $5 each, making an 
aggregate of 91,000,000, one-half of which amount, under an assignment executed in 
1865, would belong to Mr. Whiteley, but the remaining half to Gage ; and yet in Feb- 
rnai^, 1869, when, it is to be presumed, he as fully comprehended the new phase put 
upon his invention by the reissue as he does at present, by an instrument in writing, 
duly executed and recorded in the Patent OfiSce, he assigned to Andrew Whiteley for 
the remainder of their term both of the reissued patents, together with any and all 
patents that might be issued upon four other divisions (A, B, C, and D) of the applica- 
tion for the reissue of the original patent, said assignment carrying with it by express 
terms, ** all the righU which had in any wise accrued to him Hnce and Inf reason of the sur- 
render of said patent" 

The consideration for this assignment was '* $1, and other good and valuable consid- 
erations," the ^< other good and valuable considerations" being a note from Whiteley 
for $9,000, payable February 3, 1870, and as the only security upon which he took from 
Whiteley an agreement whereby, after the maturity of the note, he. Gage, might sell 
any patents previonsly issued upon divisions A, C, D, and E, and any patents that 
might thereafter issue upon divisions B and F ; the amounts thus realized to be credited 
npon the note. 

It is needless to say that the security was absolutely worthless, and that the note has 
never been paid. If the invention was really as valuable as was claimed by Ga^e, 
there can have been no possible excuse for such a bargain as this one made with 
Whiteley in 1869 ; and npon the same supposition, it must be adjudged that he delibeA- 
at-ely threw atvay a franchise under which he claims that he was entitled to make recov- 
ery to the amount of not less than half a million of dollars. 

In addition then to the question of public policy as involved in the extension of 
snch patents as those now presented, it does not appear— which is essential to the grant 
of an extension — that the inventor's failure to receive adequate remuneration for the 
time, ingenuity, and expense bestowed upon the invention and the introduction of it 
into use, has been without neglect or fault on his part. uigmzed by vj Kj\.fw i v 

The extensions asked for mnst be refused. ^ 
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F. M. Shepard. 

APPEAL FROM EXAMINER8-IN CHIEF. 

September 16, 1870. 
In the matter of the application of F. M. Shepard for letters-patent for Improvemeih' 

IN THE SOLEd OF BoOTS AND SHOES. 

FiSHERy CoDiioissiouer: 

The invention of Shepard, as set forth in his specification, consists in the constmc- 
tiou of the soles of riihber boots and shoes so that they cannot be cnt and worn to any 
aerions extent, by the sliarp edges of stones in wet weather, by embedding metal heads 
in the soft rubber, and then vulcanizing it so as to inclose the sbank, and leave a pro- 
jecting metallic surface. He claims " as a new article of mannfactnre, a boot or shoe 
made of vulcanized India rubber, or allied gum, with the outer surface of the sole pro- 
vided with metal surfaces secured thereto, substantially as described.'' 

Applicant is referred to a patent for a clog, granted to C. W. Steams, April 22, 1851, 
which shows a vulcanized rubber sole having two rows of metal studs upon each side, 
which are inserted and secured in the same way as his own. To this he replies by 
amending his specification by the following disclaimer: *'I am aware that clogs or 
stilted soles have been made provided with metallic projecting studs ; for instance, the 
patent ofC. W. Steams." * * * **I do not therefore wish to be understood as 
claiming broadly soles for boots or shoes made in this way." 

It is difficult to see, if applicant admits, as he seems to do by this disclaimer, that 
the sole of Stearns's clog is the same as his, how invention can be predicated npon the 
application of such a sole to an entire boot. It is, however, nnnecessarv to discuss this 
point, as Stearns, in his original specification, expressly declares : '^ I also contemi^late 
applying the above-described plan of nails, with their heads inclosed and points pro- 
jecting, to the soles of India-rubber overshoes, &c." 

Here we have the entire shoe, and as applicant neither describes nor claims any par- 
ticular disposition of the metal surfaces on the sole, but speaks only of a sole " pro- 
vided with metal surfaces secured thereto substantially as described/' it is obvious that 
he is fully anticipat-ed. 

The decision of the board of esamiuers-in-chief is affirmed. 



Thomas J. Flago. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

September 17, 1870. 

In the matteroftheapplicationof Thomas J. Flagg for letters-patent for Improvement 

IN Men's Drawers. 
Fisher, Commissioner : 

The claims sufficiently indicate the nature of the invention. They are as follows : 

" The combination, in men's drawers, of the lower end of the leg with the elongated 
ankle band, constructed substantially as before set forth. Also, the combination of the 
lower end of the leg with three buttons arranged substantially as before set forth. Also, 
the combination in the same drawers of the drawers-leg with the elongated ankle band 
at its lower end, and the pointed waist band at its upper end, substantially as before 
set forth. Also, the combination in the same drawers of the drawers-leg with three 
buttons arranged as before described at its lower end, and with a pointed waist band 
at its upper end, substantially as before set forth." 

Ankle bands are not new, but applicant claims that his ankle band being elongated 
or ranning for a short distance up the leg, is substantially different from those which 
preceded it. The arrangement of this band and buttons is useful, and probably new, 
but it would be a great stretch of liberality to say that such a thing involved inven- 
tion. If so, then every fashion plate would present patentable novelties. Some patents 
have been granted for shirt yokes, and some for drawers, upon the theory that, by 
special adaptations, the strain of the parts was diminished or a saving of material effect- 
ed. I consider these patents of very doubtful validity, and I am not inclined to increase 
the number. 

The third and fourth claims are obnoxious to the charge that the parts claimed in 
combination do not co-act or cf>-operate. There is no mutual action between a waist 
band and an ankle band. It would be quite as legitimate to claim the combination of 
a hat and a pair of boobs. The waist baud would support the drawers as well without 
as with the aukle band. Itsfuuctiou would be precisely the simi if the drawers were 
allowed to dangle about the ankles without any fAsteain;^ wliitever. Sj, too, the 
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ankle bands would perform their functions, in the same way and to the same extent 
if the waist of the drawers were tied with a string. Neitherlndnences the other. It is 
not enouffh to say that the drawers, as a whole, are improved by making them with 
an ankle band and a waist band of this description. That may be true, and yet there 
may be no legitimate combination. A railway car is improved by having the best form 
of trucks and the latest improvement in seats ; yet he would be a bold man who would 
claim a combination of the seats in the car with the trucks beneath it, notwithstand- 
ing by means of floor, and beams, and bolts, he might succeed in traciug a connection 
between them. 

Where parts act upon each other, either mediately or immediately, so that the action 
or character of one is influenced, eflected, or produced by the action or character of the 
other, legitimate combinations may be formed; but to hold that mere assemblages or 
arrangements of parts are combinations which the law was designed to protect, would 
enable every mathematician, who was expert in permutation, to obtain as many patents 
as he could ring the changes upon the parts of existing forms of mechanism. 

The decision of the board of examiners-in-chief is aflirmed. 



John Farrel. 

APPEAL FROM EXAMIXERS-IX-CHIEF. 

September 17, 1870. 

In the matter of the application of John Parrel for letters-patent for Improvement in 
Compound Plates for Safes. 

Fis her, Commissioner : 

The applicant claims " making compound plates for burglar-proof safes, vault doors, 
and such like structures, by combining Iranklinite or equivalent metal with lamina of 
wrought iron and hardened steel, substantially as and for the purpose specified.-' 

James R. Floyd patented in 1^:62, by reissue of an original patent of 1860, " the uhc 
or introduction of the crystallized or cast franklinite, or similarly constituted metal, by 
whatever name known, in the construction of safes or parts thereof, to render such 
strnctnres proof against the use of all kinds of cutting tools.'' 

W. H. Butler patented in 1867, *' employing in burglar-proof structures, composed of 
more than one layer of plates, plates composed of soft iron joined with plates coutain- 
iuji; hardened steel, &c.'' In his specification he says that " all the plates may be made 
of my improved material, or a portion may be of this, and a portion of common iron or 
of homogeneous hardened steel.'' 

In lieu of common iron or homogeneous hardened steel, applicant substitutes frank- 
linite, the properties of which were well known, the same substance having been 
already applied to this very purpose. This substitution did not constitute a p ttenta- 
ble combination. (See Hotchkiss vs. Greemroodj 11 How., 248.) 

The decision of the board of examiners-in-chief is affirmed. 



Geoege Petey. 

APPEAL from examiners-in-chief. 

September 17, 1870. 

In the matter of the application of George Petry for letters-patent for Improvement 

in Eeflectors. 

Fisher, Commissioner: 

The invention claimed is '* a reflector, having the entire reflecting surface stamped, 
or otherwise raised from the plane or edges on which the glass is fixed, sufficiently to 
form a continuous chamber without obstructions between the reflecting surface and 
the glass, which are parallel to each other thronghout their whole area." 

This claim embraces two features. One is the separation of the reflecting surface 
from the plane or edges of the glass so as to form a continuous chamber between them. 
The purpose of this is to prevent any moisture which may settle upon the fflass from 
tarnishing the reflecting surface. This part of the device is old. Precisely such a 
chamber, performing exactly the same function, is shown in the patent of Schmidlin & 
Driscoll. 

The second feature of applicant's claim is, that the reflecting surface and the glass 
must be parallel, *'so that the direct rays from the light shall pass through the glass, 
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and strike the reflectinic Btirface at right augles.** This is also old. It is found in 
Frink's reflector and many others. 

Applicant attempts, however, to make these features help each other hy conpling 
them together. In this he must fail. There is no necessary connection between tnem. 
The chamber will prevent the moisture from tarnishing the reflector in the same way, 
and to the same extent, whether the glass and the reflecting surface be parallel or not. 
The moisture is no more likely to collect; nor can its collection be more readily pre- 
vented, in a chamber with parallel sides, than in oue where the reflecting snrface is 
curved. On the other hand, the direction of the rays of light is in nowise affected by 
the existence or non-existence of the chamber. The features are independent ; their 
union, both being old, does not form a patentable combination ; nor can one act as a 
coefficient to the other. 

The decision of the board of examiners-in-chief is affirmed. 



Benjamin Gbeelet. 

APPEAL FROM EXAMINER8-m-CHIBF. 

September 17, 1870. 

In the matter of the application of Beivlamin Greeley for letters-patent for Improve- 

MEKT 119 Suspenders. 

Fisher, Commissioner: 

The attorney for the applicant has filed an elaborate and ingenious argument in this 
case, and he appears so much in earnest in his belief that his client should receive a 
patent, that I have examined the case with unusual care, in order to discover, if possi- 
nle, some fair doubt of which I could give him the benefit. 

Applicant claims, ** as an article of manufacture, the metallic button hole and link, 
combined, constructed, and operating substantially aa described." He also claims two 
of these metallic button-holes combined or ** arranged" with a web and slide. 

The English patent of R. A. Brooman, granted in 1861, shows a metallic button hole 
and link combined. No amount of ingenious reasoning can make it otherwise. The 
link portion and the button-hole portion stand in the same relation to each other that 
they do in applicant's device. The link performs the same fhnction, and so does the 
button hole. The difference, if there be one, is one of degree only. In each there is, 
first, the link for attachment to the web ; second, the enlarged body of the device for 
the insertion of the button ; third, the loop at the bottom for retaining the button. It 
may be true that buttons will enter applicant's button hole sideways; but this difiGor- 
ence is not material, and certainly does not invclve invention. As a combined device, 
the same essential elements are found in each, disposed and operating in essentiaJly 
the same wav. The remaining claim depends for its validity upon the patentability 
of the metallic button-hole ; the web and slide in combination with ordinary button 
holes being old. 

The decision of the board of examiners*in-chief is affirmed. 



Egbert Mushet. 

Uxfension. 
September 19, 1870. 

In the matter of the applicatTon of Robert Mushet for the extension of letters -patent 
for Improvement in the Manufacture of Iron and Steel, granted May 26, 1857, 
antedated September 22, 1856. 

Fisher, Commissioner : 

The history and character of the invention covered by the patent sought to be ex* 
tended may be given in the words of applicant. He says : 

" When Mr. Bessemer's patents for making steel by decarbonizing melted oast iron 
by means of high-pressure blasts of air forced through the melted cast iron were taken 
out, I foresaw that unless the iron thus decarbonized could be freed from oxidized 
matters, its conversion into ^ood cast steel would be at all times imperfect, and gen- 
erally impossible. I concluded that if I could present a highly oxidizable metal to 
the decarbonized cast iron when in the melted state, the oxidized matter in the iron 
would be reduced at the expense of the metal thus introduced, and the product would 
thus be cast steel snsceptible of being rolled or forged in the usual manner, and suited 
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for beiof; applied to the mannfactuie of rail, axlee, plates, &o., of tongh homogeneoaa 
steel. Manganese, as the most readily procurable metal suited for my purpose, was to 
be found combined with carbon and iron in the product termed in Rhenish Prussia 
' Spiegel eisen,' such beins in effect manganesic pig iron smelted in that district. I 
tried this manganesic pig iron by adding it to the extent of from one to five per centum 
to melted Bessemer metal, and the results were perfectly successful. I took out my 
patent, dated 22d September, 1656, being number 2,219 of the English patents for that 
year, and in that patent I claimed the addition of a triple compound of iron, carbon, 
and manganese to molten cast iron decarbonised by the action of air while in a molten 
state so as to become mixed or combined therewith in the process of manufacture, the 
cheapest and most conyenient form of the triple compound being ordinary Spiegel eisen. 
I placed my patent in the hands of trustees, viz: Mr. Thomas Brown, ot the Ebbw 
Yale Iron Works, and Mr. Samuel Holden Blackwell, ironmaster, of Dudley, whose 
duty it was to look after the patent, and endeavor to get it introduced at home and 
abroad. During the three first years of the patent there were no works established for 
the production of Bessemer steel, excepting the experimental works of the Bessemer 
company, so that I derived no advantage rrom my process during that time. At the 
end of these three years from the date of my patent the customary duty of £50 fell 
due, and this the trustees, deeming, I imagine, that both Mr. Bessemer's and my patent 
were worthless, neglected to pay, and also neglected to inform me that they nad not 
done so. In consequence of tnis non-payment the English patent lapsed and became 
public property, so'that I was wholly cut off from any benefit I shonla otherwise have 
enjoyed, though, as it subseqaently appeared, the use of my patent process was abso- 
lutely necessary to insure the production of marketable steel at all the pieumatic steel 
works in Great Britain. At every Bessemer steel works in England and abroad my 
process has been adopted, and the triple compound of iron, carbon, and man^nese has 
been found indispensable, and a large and increasing demand for manganesic pig iron 
has in consequence sprung up." 

The examiner reports that *' the invention of Mushet is everywhere employed where 
the pneumatic process is in operation. It is an essential element for the successful 
working of the process at present, and is therefore highly useful and important. I find 
that the invention was new at the date of the patent, and that the patent was prop- 
erly granted." 

The savins by the use of this process, in connection with Bessemer's, during the next 
seven years is estimated at 170,000,000, of which applicant claims that one-half will bo 
due to his invention. 

In the consideration of this application the patentee is met at the outset with the 
objection that his patent has already expired, and, therefore, has passed beyond the 
power of the Commissioner. 

It is provided by section 63, act July 8, 1870, ''that no extension shall be granted 
after the expiration of said original term." The present invention was patented in 
England, September 22, 1856, for a term of fourteen years, but, by the English law, 
(Act 16 Vict., C. 5, sec. 2,) it is provided: ''All letters-patent for inventions to be 
granted under the provisions of the said patent law, amendment act, 1852, (except in 
the cases provided for in the fourth section of this act,) shall be made subject to the 
condition that the same shall be void, and that the powers and privileges thereby 
granted shall cease and determine at the expiration of three years and seven vears, re- 
spectively, from the date thereof, unless there be paid before the expiration of the said 
three years and seven years, respectively, the stamp duties in the schedule to this act 
annexed expressed, to be payable before the expiration of the third year and of the 
seventh year, respectively, and such letters-patent, or a duplicate thereof, shall be 
stamped with proper stamps showing the payment of such respective stamp duties, and 
shall, when stamped, be produced before the expiration of such three years and seven 
years, respectively, at the office of the commissioners, and a certificate of the produc- 
tion of such lettcffs-patent. or duplicate so stamped, specifying the date of such pro- 
duction, shall be indorsed oy the clerk of the commissioners on the letters-patent or 
duplicate, and a like certificate shall be indorsed upon the warrant for sucn letters- 
patent filed in the said office." 

It woold appear from this provision, if the patentee fails to pay the additional duty 
at the end of uiree or seven years, that the patent immediately expires. It is not void- 
able but void, and letters-patent more than three years old, which do not bear upon 
their fiice the appropriate stamps, showing the payment of the additional duty, are 
worth no more than waste paper. The grant ceased, determined, expired, at the end 
of the third year, in the same manner, and to the same extent, and witn the same effect 
as if it had been made for three years only. I cannot doubt, therefore, under the state 
of facts recited in the petition, that the English letters-patent granted to Robert 
Mushet expired on September 22, 1859. 
The act of July 8, 1670, section 25, reads as follows : 

" That no person shall be debarred from receiving a patent for his invention or dis- 
covery, nor shall any patent be declared invalid by reason of its having been first 
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Eatented, or caused to be patented, la a foreign country, ^iroyided the same shall not 
avebeen introduced into public use in the United States for more than two years prior 
to the application, and that the patent shall expire at the same time with the foreign 
patent, or, if there be more than one, at the same time with the one having the short- 
est term ; but in no case shall it be in force more than seventeen years.'' 

If this act was designed to affect the terms of patents already in existence, the 
patent of Mui^het expired on July 8, 1870, the date of the passage of the act, since the 
foreign patent had then already expired. I do not, however, so understand the 
statute. The first clause, " no person shall be debarred from receiving a patent,'' &c., 
clearly refers to patents to be granted after its passage, and, in my opinion, the lan- 
guage which immediately follows, '* nor shall any patent be declared invalid," must 
receive the same construction, and be held to apply only to such patents as should be 
issued thereafter, otherwise the law would be ex post facto in its operation, and would 
impair and annul existing rights. Viewed in this light, the expiration of the English 
patent did not have the effect to shorten the term of the American patent otherwise 
than is provided in section 6, act of May 3, 1839. 

But the clause of the act of 1870, under consideration, presents another question of 
a different character. The extensiou of letters-patent is not matter of right, but of 
favor. The seven years for which the existence of a patent may be prolonged is in no 
sense, prior to the actual grant of the extension, a part of the original term. When, 
therefore, the statute declares that the patent shall expire at the same time with the 
foreign patent, I am very clearly of the opinion, that if, at the expiration of the orig- 
inal term, it appears that the foreigu patent has already expired, no prolongation of 
the term of the American patent can be permitted. Tlits is in accordance with the 
letter and the spirit of the enactment. 

The intention of Congress obviously was to obtain for this country the free use of the 
inventions of foreigners as soon as they became free abroad. This is indicated by the 
use of the phrase ^* first patented or caused to be patented in a foreign country," for it 
was presumable that American citizens would obtain their first patent here, while a 
foreigner would first patent his invention in his own country. 

The statute was designed to prevent a foreigner from spending his time and capital 
in the development of an invention in his own country, and then coming to this to en- 
joy a further monopoly when the invention had become free at home. The result of 
such a course would be, that, while fche foreign country was developing the invention 
and enjoying its benefits, its use could be interdicted here ; while, if the term of the 
monopoly could be further extended here, the market could be controlled long after 
the foreign nation was prepared to flood this country with the unpatented products of 
the patented process. 

It appears in this case that under the Bessemer patents, assisted by the Mnshet pro- 
cess, English manufacturers have been enabled to send to this country 100,000 tons of 
steel railroad iron, against 10.000 tons manufactured here. If, now, when both patents 
are free to all Euglish manufacturers, the American manufacturer must pay a royalty 
for those inventions, he is immediately placed at a disadvantage as compared witli his 
foreigu competitor, and this by the act of the patentee, either in neglecting to obtain 
that extension abroad, for which he sues in this country, or by devoting his time dur- 
ing the original term to the development of the invention abroad to the neglect of the 
American field. This subject is fully discussed by Acting Commissioner Hodges in 
Bessemer's extension. Commissioner's Decisions, January, 1870, p. 11, and the view 
there and here expressed fully justifies the legislation of Congress upon this subject. 

To these considerations it must be added that Mr. Mushet failed to enjoy his Euglish 
patent by his own fault. His trustees wore his agents, and their acts were his acts. 
There is no reason to believe that, if the patent had not been placed in their hands, he 
would have paid the fee which they neglected to deposit. At all events he cannot deny 
the effect of their neglect, or claim exemption from its consequences. Having, there- 
fore, allowed his English patent to lapse, and having failed to reap the remuneration 
from it which he might have obtained from the eleven lost years of his home monopoly, 
he cannot ask this country to pay him for the time which he threw away in England 
by prolonging his monopoly here for twenty-one years. I cannot say, under sucS cir- 
cumstances, that *^ without fault or neglect on his part, he has failed to obtain from the 
use and sale of his invention or discovery a reasonable remuneration for the time, in- 
genuity, and expense bestowed upon it, and the introduction of it into use." Still less 
can I say '* that it is just and proper, having due regard to the public interest, that the 
term of the patent should be extended." 

The exiension is refused. 
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William King. 

MOTION. 

September 19, 1870. 

In the matter of the appUcntioa of William Kiii^ for lettera-patent for a '^ Design for 

A Trade-Makk.'' 
Fisher, Commissioner : 

Applicant tenders $30 and asks for a patent for fourteen years for a " design for a 
trade-mark.'' He says : *' The distinctive features of ray design consist of my portrait 
placed in the center, lengthwise, and sarmounted by the British coat-of -arras, about 
which is arranged in a semicircular form the words, ' King's Sauce Royal.' Upon the 
left of my portrait is a shield or tablet containing the words, * Shake well the bottle 
before using,' and upon the opposite side a similar tablet containing the words, ' None 
genuine without my portrait and signature, W. King,' said signature being a fac-siuale 
of my hand-writing. Although the above-named tablets are used, they are not con- 
sidered as essential to the design, and may be omitted if desired. 

*' Having thus fully set forth the nature and merits of my invention, what I claim 
as new, is : The hereinbefore described design, substantially as shown." 

Prior to the act of July 8, 1870, no protection was afforded by statute for trade- 
marks eo nomine. They were left to the protection of the common law ; except where 
the design was of such character as to fall properly within the subjects patentable as 
designs. In such case they have been patented, usually with the addition of the 
words, *' for a trade-mark." These words were, however, merely descriptive, and car- 
ried with them no guarantee as to the use of the trade-mark. In other words, if goods 
had been sold with such a design affixed, the only penalty that could have been recov- 
ered, under the statute, would have been for the infringement of the design, as an or- 
nament, and no recovery could have been had of the damage resulting to the injury to 
the trade of the manufacturer, by a violation of his trade-mark in the sale of the arti- 
cles to which it was attached. 

It was to remedy thia evil, and to give promptly, by statute, that protection to trade- 
marks which the common law tardily afforded, that Congress passed so much of the 
act of July 8, 1870, as relates to this subject. By the provisions of that act, a trade- 
mark, whether old or new, may be registered in the Patent Office by its owner, and by 
the payment of $25 protection is afforded for thirty years. As this protection is more 
ample, and covers more than doable the time for less money, it is difficult to see 
why applicant, or any one else, should now seek a design patent for a trade-mark. 
The folly of the application does not however relieve me from the necessity of decid- 
ing upon its legality. 

The only clause of the designs act under which trade-marks can possibly fall is that 
which enumerates " any new and original impression, ornament, pattern, print or pic- 
tare, to be printed, painted, cast, or otherwise placed on or worked into any article of 
manufacture." This manifestly refers to the external ornamentation of manufactured 
articles, and it requires, first, a specific article of manufacture to be ornamented ; and, 
second, an impression, ornament, pattern, print, or picture to be placed upon it. It 
was only by a forced construction of this clause that designs, which were to be used 
only as trade-marks, or selling labels, could be included within it. 

But the subject is relieved of all difficulty by section 77 of the late statute. It is 
there enacted that any person, corporation, &c., " who are entitled to the exclusive use 
of any lawful trade-mark, or who intend to adopt and use any trade-mark, for exclu- 
sive use within the United States, may obtain protection for sack lawful trade-mark by 
complying with the following provisions." This provision, by prescribing the statu- 
tory mode of obtaining protection for a trade-mark, excludes all other modes not ex- 
pressly provided for, and operates as a construction of section 71, in excluding trade- 
marks from the list of subjects intended to be protected as designs. 

In accordance with this opinion, the present application, and all others which are 
intended to cover trade-marks, or ** designs for trade-marks," must bn presented under 
the provisions of sections 77-84 of the act of July 8, 1870, and not otherwise. 



Wm. W. Williams, Administrator of Eli Sanders, Deceased. 

APPEAL FROM KXAMINER8-IN-CHIEF. 

September 19, 1870. 

In the matter of the application of William W. Williams, administrator of Eli Sanders, 
deceased, for letters-patent for Impkovemext in Horse-Rake^; w^^ 

FiflHER, Commissioner : 
In this case it appears that Sanders made application for this invention in 1352, and 
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was rejected JamiaTy 32, 1853. He did nothing more nntil November 10, 1862, when 
he died. His administrator now comes in witn a new application, which was filed 
April 10, 1869. Meanwhile, between 1853 and 1869, and more than two years before 
the latter year, the same invention has been shown iu the mechanism of other pat-ents, 
and is, presumably, now in public use. 

I cannot distingaish this case from that of Gatoi vs. Benton, decided in June last by 
Chief Jostice Cartter^ on appeal from the Commissioner, the opinion in which I believe 
to be a correct exposition ot the law. 

The decision of the board of ezaminers-in-chief is affirmed. 



HosEA Ball. 
Extension. 

September 19, 1870. 

In the matter of the application of Hosea Ball, for the extension of letters-patent for 
Improvement ik Ovens, granted September 23, 1856. 

Fisher, Commissioner: 

The original patent has been twice reissaed. The improvements claimed in the last 
reissue are as follows : 

" 1. One or more swinging bread-holders, suspended from the arms or end plates of 
a rotating reel, in combination with a furnace so arranged and connected that the pro- 
ducts of combustion will pass into or through the chamber within which the bread- 
holders move. 

*' 2. In combination with a rotating reel and swinging bread-holders, a flue in one or 
more sides of the chamber in which the reel rotates, communicating with said chambers 
through apertures in the wall between them. 

** 3. In combination with a swinging bread*bolder^ revolving in an oven, a discharg- 
ing chute and tripping device, by which the bread is delivered from its platform and 
into the chute, sulMtantially as and for the purposes described.^' 

The i4>plicatiou for extension is opposed by Duncan McKenzie, to whom letters- 
patent were granted May 1, 1860, for improvement in baker's oven, in which substan- 
tially the same oven was described, except that, instead of introducing the products 
of combustion into the oven through apertures in the side and rear walls, as m Ball's 
oveu, he uses short inclined flues, extending from the top of the arches of his fnrnace 
to a point in the floor of the oven near the side waUs. So far as this arrangement is 
shown in McKeozie's patent, it does not seem materially different in effect from the 
lower row of apertures in Ball's oven. It is probable, however, that a modification of 
both, by which the heat should enter directly from the top of tfle arches by vertical 
flues, would be preferable t.o either. 

McKenzie bases his opposition upon three points. He asserts : 1. That the invention 
of Ball lacks patentable novelty ; 2. That he has been sufficiently remunerated for all 
the invention displayed in his oven ; and, 3. That he has not been diligent ; or, as the 
statute phrases it, that, if he has not been sufficiently remunerated, it has not been 
" without fault or neglect on his part." 

The examiner reports that the invention is new and useful. The remonstrant does 
not, in one sense, deny this. He offers no proof that the precise device or combination 
shown by Ball existed before his invention. His claim is that, in view of the state of 
the art, the combination claimed by Ball, although new, did not require invention. 
He shows that " swinging bread-holders suspended from the arms or end plates of a 
rotating reel " are old j but admits that they were used in furnaces in which the pro- 
ducts of combustion did not pass into or through the oven. He also shows that ovens 
containing mechanical bread-carriers, into and through which products of combustion 
did pass, were also old ; but admits that the bread-carriers were not swinging bread- 
holders suspended from a rotating reel. In other words, he shows that both reel and 
oven are old, separately considered, and he claims that their union did not constitute 
a patentable combination ; that the reel operated in the same manner, whether the 
products of combustion were introduced or excluded, and that the products of com- 
bustion produced the same effect, in the same way, whether they entered a chamber 
containing a reel or an endless chain. 

If these premises are correct, the conclusion urged by remonstrant would inevitably 
follow. (See Geo. Petry, ex parte; Commissioner's Decisions, September, 1870.) 

It must be remembered that the iuveation is an improvement in ovens, and that the 

single purpose to be attained is the bakiog of bread. The reel and the heat are but 

accessories to the production of this result. The office of the reel is not merely to re- 

olve as a piece of mechanism, but, primarily, to carry the dough, and to present it at 
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the right moment and in the heat manner to the action of the heat. The action of the 
products of oombnstion, in entering the chamber, is not merely to introduce heat, but 
so to introduce it that it shall be brought to operate most effectively upon the dough. 

Great difficulties ^re encountered m the pre-existing devices, in which an endless 
chain was used in combination with an oven into which the products of combustion 
entered. If the heat entered below the chain, the plates upon which the dough was 
placed were apt to be overheated. If the heat entered above, the tops of the loaves 
were likely to be burned. The bread could only advance in a straight line down the 
middle of a long chamber or flue, which it was extremely difficult to keep at a uniform 
or regulated temperature. 

By the use of the reel, however, the whole oven was reorganized. Instead of a long 
tube, it took the form of a cube, was compact, and easily heated to a uniform tempera- 
ture. It was more roomv, and there was less danger tcom the heat impinging unduly 
upon any given point. The reel, in its revolution, conveyed the bread from the bottom 
of the chamber to the top, and down again, and a much better opportunity was afforded 
for the circulation of the heat around the dou^h to be baked. 

On the other hand, the very size and operation of the reel rendered it unfit for suc- 
cessful use in a chamber which was merely enveloped in the products of combustion, 
but into which they were not admitted. We are not informed as to the success of the 
two reel ovens shown in the French patents, but we may fairly infer that they were 
practically nseless, especially from the stand-point of remonstrant, who is inclined to 
say the same of the oven of Ball, because, although he admits the products of com- 
bustion into the oven, he does not admit them directly from the top of the arch. 

I am strongly inclined to the opinion, therefore, that there was a mutual action 
between the two members of Ball's combination, and that their use in connection did 
affect and enhance the action of each, so that their joint result was something more 
tjian the mere sura of their separate action. 

Having found the substantial novelty of this improvement, I have less difflcultv with 
the other qaestions. This oven, as Ball constructed it, was an important and valuable 
step in the art. It does not appear that the people of this country are indebted to any 
other person for the first introduction of these mechanical ovens. As improved by 
McKenzie, if his improvement be used as described in his patent, which I doubt, it may 
be more valaable; but even as it came from the hands of Ball, he is «^ntitled, upon the 
proofs presented, to greater compensation than he has received; for in the earlier years 
of his invention he fell into the hands of the Philistines, who captured him und his 
patent ; and in the later years the title to his invention has been under a cloud, which 
the remonstrant has done much to create and intensify. He has lost the use of many 
years of the life-time of his patent, without neglect on his part. On the contrary, he has 
been diligent in endeavoring to keep or obtain control of his invention. He had much 
difficulty to do it, and even when it was done remonstrant denied that he had accom- 
plished it. I think he should be permitted to enjoy a few years under his patent of 
undoubted, if not of peaceable, possession. 

The extension is granted. 



A. 0. KOOKWELL. 
MOTION. 

September 21, 1870. 

In the matter of the application of A. C. Rockwell for letters-patent for Improvement 

IX Chuck Rein. 
Fisher, Commissioner : 

In this case, which has been rejected by the board of ezamtners-in-chief, on appeal 
from the primary examiner, the applicant asks that the case may be remanded to the 
boardy with instructions to reconsider their action. 

The grounds npon which this motion is based, as stated by the attorneys for appli- 
cant, are: 1. ''That the action was not made according to law; and, 2. That an entire 
misapprehension existed in respect to the two articles. The examiner gave a reference 
which he considered to be an equivalent for our client's invention, thereby affirming its 
patentability, but denying its novelty. The board, on the other hand, re&se the patent 
on the ffround that the improvement lacked * inventive genius,' therebv denying its 
patentaoility which was not in controversy. It, by this means, reversed the affirmative 
and not the adverse decision of the primary examiner, while it thus, of course, contra- 
vened the law entirely. (See case Stephen Hullf Commissioner's Decisions, 1869, p. 69.) 
Again there is evidently a total misunderstanding with regard to the correspondencies 
which exist between the two devices.'' 

The applicant mistakes the meaning of the words *' adverse decision " as applied to 
the action of the primary examiner. He seems to suppose that these words are equiva- 
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lent to ** reason for adverse decision/' or ** adverse reason " of the examiner ; whereas^ 
Id truth, tbey refer to the conclusion or action of the examiner, and not the reason 
which he gives for it. The decision of the examiner is, that one or all of the claims of 
the application are rejected. This is adverse to the applicant as if denies his ri^ht to a 
patent. He appeals from the fact of rejection, not from the theory apon which it is 
based. That may be wrong, but the action itself may be right, and the board, seeing 
that what the examiner has done or decided is right, must necessarily affirm his decision, 
although they may be of the opinion that he could have given a much better reason for it. 

The appeal in this respect is analogous to the ordinary appeals in equity cases. Noth- 
ing is more common than for the court above to affirm the j udgment of the court below, 
upon grounds quite different from those taken by the tribnnal of original jurisdic- 
tion ; sometimes, indeed, the appellate tribunal expressly repudiates the reasons for 
the decision rendered below, and yet affirms the decision or judgment itself. 

If, therefore, an appeal is taken to the board, it is from the decision, action, jadg> 
ment, or order of the examiner, and not from his reasoning. The board will look into 
the case to see if upon the record the decision or action m right, although the reason 
assigned for it be utterly untenable. If, as in the present case, the application be 
rejected for want of novelty, and the examiners-in-chief find that the alleged invention 
does not involve a patentable subject-matter, they may properly affirm the decision of 
the primary examiner, which decision was, that a patent could not be granted. 

This rule, however, applies only to questions presented by the record which are appeal- 
able to the board, by which I refer to questions arising upon the merits of the appli- 
cation. The examiners-in-chief are not to make examinations for the purpose of procur- 
iugnew testimony upon which to found new reasons, nor are they to reverse or affirm 
the decision of the primary examiner ui>on matters of executive detail. If, for example, 
the claims be rejected for want of novelty, and the board discover upon examination 
that no oath has l)een made, or that the specification is uot witnessed, they are not to 
affirm the decision rejecting the application, especially if tbey find the merits of tne 
case with applicant. The proper course, iu such case, is Co refer the case to tbe examiner. 



suggesting the informality, iu order that it may be corrected before any decision is made 
upon the merits. 

As to the second ground upon which a reconsideration is asked, to wit : that the 
examiners-in-chief misapprehended the character of the application, or of the reference ;. 
that can only be reached by appeal to the Commissioner. That mode of review is ex- 
pressly provided for the correction of any errors, either as to the law or facts, which the 
examiuers-in-chief may make. In order to pass upon this branch of the motion, I must 
examine the case upon its merits. This I can only do upon an appeal regularly initi- 
ated by the payment of the fee prescribed by law. 

The motion is therefore overruled. 



P. MiLIuSPAUGH. 

MOTION. 

September 21, 1870. 

In the matter of the application of P. Millspaugh for letters-patent for Improvement 

IN Apparatus for Testing Fluids. 
Fisher, Commissioner : 

In this case the attorneys for applicant file the following paper: 
'* In the matter of,'' &c., "filed September 20, 1869, and rejected by the board of exam- 
iners June 25, 1870, we beg leave to renew the same, in accordance with act of Congress 
relatiug to patents approved July 8, 1870, and to retain model, drawing, and papers 
heretofore filed, to constitute the renewed application. The case is respectfully sub- 
mitted to the board of appeal for their further action.'' 

The paper is similar to a large number, filed by various attorneys, except that the 
last paragraph is usually omitt^. Some seem to suppose that the effect of such a re- 
quest is to begin the case de novo, while others imagine that by filing such a paper they 
*^ keep the case alive" for two years, during which time they mav or may not take or 
request further action. Both opinions are errors. The act of July 8, 1870, section 35, 
was intended for no such purposes. The sole intent of the second proviso of that sec- 
tion is : 1. To permit withdrawn cases to be refiled, in which case, of course, they 
begin de novo ; and, 2. To permit rejected cases to be renewed ; that is, to be revived 
and continued under the new law. The prayer for renewal is a prayer for farther 
action, and the effect of it is simply to demand such action as shall set the case in 
motion. Section 32 provides " that all applications for patents shall be completed and 
prepared for examination within two years after the filing of the petition, and in 
default thereof, or upon failure of the applicant to prosecute the same within two years 
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after any action therein^ of which notice shall have been given to the applicant, they shall 
be regarded as abandoned by the parties thereto/' &o. It will be observed that the two 
years runs, not from action by the a]»plicant, but action ** of which notice shall have 
been given to the applicant/' t. e., action by the office. 

The petition for renewal is but a part of the action necessary on behalf of the appli- 
cant to revive his case. To complete that action and make it effectual, his petition must 
be accompanied with a specific demand for such proposed action as the status of the 
case may require. Thus, if the case has been but once rejected the petition for renewal 
must be accompanied by a demand for a second examination, or by an amendment. If 
it has been twice rejected the petition will accompany the appeal or the prayer to the 
Commissioner for further leave to amend. If it has been rejected by the board the peti- 
tion must be filed with the appeal to the Commissioner. If it has been rejected by the 
Commissioner there can be no renewal, unless an appeal to the supreme court of the 
District of Columbia has been taken. 

Petitions for renewal do not differ, in this respect, from the petition for an original or 
reissued patent, or for the renewal of an application upon which the final fee has not 
been made, for an extension or for an appeal. In all of these cases action is proposed 
or requested, which, it is expected, the office will proceed to make with reasonable 
diligence. 

I hold, therefore, that the filing of a naked petition for the renewal of a rejected ap- 
plication does not of itself renew the case ; and that if such petition is not accompanied 
or followed up by a demand for the action appropriate to the next stage beyond that at 
which the renewal finds it, the case will, after January 8, 1871, be treated as abandoned. 



Galen •Orb. 
Eeisstie. 

APPEAL FROM THE PRIMARY EXAMINER. 

September 22, 1870. 

In the matter of the application of Galen Orr for the reissue of letters-patent No. 
77,905, May 12, 1868, for an Improvement in Cutting Blanks for Blind Hooks. 

Duncan, Assistant Commissioner : 

The object of applicant's invention is to economize material in onttinp: out blanks 
to be suDsequently wrought into hooks for blinds and shutters. To this end he shows 
in the patent two forms of blanks, either of which he proposes to cut in pairs sac- 
cessively from the end of a sheet of metal. In thus cutting out the successive pairs of 
the second form shown, a slight waste of material occurs at either end of each pair. 
No mode is shown or even hinted at in the patent by which this may be prevented. 
Bat the inventor appears now to have discovered that by cutting the blanks length- 
wise from a narrow strip of metal, of the exact width of one blauK, rather than trans- 
versely from a sheet of metal, the width of which equals the combined length of two 
blanks, this waste will not take place. Accordingly, in his reissue specification he de- 
scribes this new mode, and introduces a new figure into the drawings to illustrate it. 
To this the examiner objects as the introduction of new matter, and from his decision 
to this effect the present appeal has been taken. 

It is true, as nrged by applicant's attorney, that the form of the blank remains un- 
changed; but this particular form, it is to be remarked, was adopted by the inventor 
simply as a means of effecting a saving of material, the real invention consisting not 
so niQch in the foim of the blank, which in its essential features is understood to be 
old, as in the mode in which it is cut from the sheet. If, then, employing the same 
form, he subsequently devises another mode of cutting it out, whereby greater econ- 
omy is effected, this is a substantially different invention. 

The new mode described in the pending application requires that a narrow strip 
rather than a sheet of metal be used, and that this strip be presented to the dies from 
a different direction ; and, by its adoption, it is conceived, also, a portion of the cutting 
edge of the dies may be dispensed with. 

The blmk itself, formerly filed as a specimen, is no evidence as to the mode in which 
it was oat; and neither the original specification nor the drawing accompanying it 
contains anv suggestion of the mode which applicant now insists upon being allowed 
to describe^n words and by drawing. This is manifestly new matter within the mean- 
ing of the law, and the examiner was right in declining to act upon the case until snoh 
matter shall be stricken out. uigmzed by vj!v_/i^/xi^ 

His decision to this effect is affirmed. <^ 

8 P D 
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B. H. MiLLEK. 

APPKAL FROM SXAMIKXR8-IN-CHIKF. 

September 22, 1870. 

In the matter of the application of R. R. Miller for letters-patent for Improvement in 

Axle-Boxes. 
Fisher, Commissioner : 
Applicant makes two claims : 

1. " The glass axle-box B, proTided with shoulder C, neok E, and ears D, oast in one 
piece, and constructed substantially as descrilied and shown.'' 

2. " In combination with the glass axle-box B, the thimble O, the axle K, the arm 
H, and hub A. when severally constructed and arranged substantially as described and 
shown, as ana for the purposes set forth." 

He originally claimed ** glass axle-boxes cast in one single piece." It appears, how- 
ever, that the use of glass as a material for Journal or axle boxes is old. 

Campbell, in 18&5. described and {patented " as a new manufacture, a Journal-box com- 
posed of an iron boav and anti-friction lining surface of glass." 

The application of Gray, rejected in 1856, shows an axle-box with a glass lining cast 
within it, so that the glass forms an interior axle-box cast in a single piece. 

The English patent of McAdam & Chrystal, granted in 1862, describes the applica- 
tion and use of vitrified ironstone ware, earthen ware, china, porcelain, and glass, to 
and in the manufacture of sheaves or pulleys, bushes, bearings, casters, the journals 
of shafts and axles of all kinds, or the bearings for shafts, axles, and the running parts 
of machinery. When made of glass, ** the material is cast in molds, and treated in the 
usual manner of manufacturing articles in that material." 

These references sufficiently show that glass is henceforth to be classed among the 
well-known materials for Journals or axle-boxes, and that there is no more invention 
in manufacturing such articles in that material in forms already in use in other well- 
known materials, than there would be in making a journal-box of brass or composi- 
tion in a form in which it had been previously wrought in iron. All of these materials 
being old for this purpose, a new form of box may be made in any one or all of them, 
at the pleasure of the manufacturer. 

We may, therefore, exclude the word " glass " from these claims as immaterial. The 
question then recurs whether the parts named are formed in any other axle-box of any 
material. 

I agree with the examiner and examiners-in-chief that Tacker's box, patented in 
1867, presents substantially the same combinations. He shows an axle-box provided 
with a shoulder, a neck, and flanges which serve the purpose of the ears, all being 
cast in one piece. He also shows the axle-box, thimble, axle, arm. and hub, in com- 
bination. Tne flanges and ears are both to attach the axle-box to tne hub. They dif- 
fer only as the hubs to which they are to be attached differ, and they are well-known 
devices for this purpose. Precisely such ears as applicant shows are found in Gray's 
rejected application. The application must, therefore, fail for want of novelty. 

The decision of the board of examiners-in-chief is affirmed. 



J. T. & E. E. Smith, Administeators op J. 0. Smith, Deceased 

Exteniian. 
September 22, 1870. 

In the matter of the application of J. T. & R. R. Smith, administrators of J. C. Smith, 
deceased, for the extension of letters-patent for Improvkmbnt in Weaving Long 
Warps, granted November 4, 1856. 

Fisher, Commissioner : 

On August 8, 1870, applicants presented a petition for an extension of the patent 
granted to intestate, which they ofl'ered to 6?e iu the Patent Office. The patent will 
expire November 4, 1870. There would, therefore, be but eig^hty-nine days between 
the day of the filing of the application and the day of the expiration of the patent, if 
both of those days were included. 

Section 63, act of July 8, 1870, provides that the application for an extension '' bltall 
be filed not more than six months, or lees than ninety days, before the expiration of the 
original term of the patent.'^ 

The Commissioner has no power to waive this express provision of the law, or to 
excuse the applicants for non-compliance. The language of the statute is positive, 
and has been universally treated as admitting of no exercise of discretion. Accord- 
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ingly, io many oases in which the delay seemed nnavoidable, Consnress has interposed 
to grant relief by the passage of special acts, as well before as after the expiration of 
the patent. 

The petition in the present case cannot be receive:!. The fee of |50 deposited by 
applicants will be returned to them. 



White vs. Purdy. 
Interference. 

APPEAL FROM BXAlflNBRS-IN-CniEF. , 

September 20, 1870. 

In the matter of interference between the applications of .T(*rison White and Nathan 
Purdy for letters-patent for Impkovembnt ix Box-opkneks. 

Fisher, Commissioner : 

An interference between these parties was decided in 1869, by Mr. Justice Fisher, 
upon appeal from the Commissioner. 

White having subsequently filed a new application, and having also submitted affi- 
davits tending to prove that he would be able to show, beyond controversy, by newly- 
discovered testimony^ that he was the first inventor of the device, a second interference 
was declared, which is now bofore me on appeal. 

The examiner in charge of inteferences, and the examiners-in-chief, have concurred 
in deciding the case in behalf of Purdy. 

So far as the present case depends upon the same facts as were proven in the former 
interference, the decision must follow that already rendered. A second interference is 
not declared for the purpose of permitting a review of the former case, under cover of 
the introduction of new testimony. The conclusions drawn by Mr. Justice Fidier 
from the facts proven must be accepted as a final judgment, unless those facts are 
materially changed by new proofs. 

The greater part of the new testimony on behalf of White has been direct-ed to the 
impeachment of the character for truth and veracity of Purdy, and two of his principal 
witnesses, Howe and Canterbury. For this purpose forty-two witnesses have been 
examined. On the other hand, Purdy has called one hundred and twelve witnesses to 
sustain the characters of himself and witnesses. If the testimony of Purdy, Howe, and 
Canterbury is worthv of belief, White claims that there is still %eu) testimony adverse 
to the facts which they attempt to prove. As to this, however, it may be remarked 
that it is not so conclusive as to relieve the question of doubt, and it is fair matter 
of argument whether, on the whole evidence, the weight of it is with one or the other 
of the contestants. 

Upon a state of facts substantially similar, I held in Fav}ceti vs. Gfoham^ Commis- 
sioner's Decisions, 1869, p. 113, Btancmrd vs. Strain, ibid,, June, 1870, p. 26, and JefferB vs. 
Duchamin, tMd., September, 1870, that where a case in interference turns wholly upon a 
question of fact, and the evidence is conflicting, and both of the tribunals below nave 
decided the same wav, the Commissioner will not reverse the former decisions, unless 
they have been rendered without evidence, or against the manifest weight of the 
evidence. 

As the correctness of this ruling has been challenged by the appellant in the present 
case, it may be well to state more fully the reason and authority by which it is sup- 
ported. 

The appellant seems to suppose that the fact that an apneal is allowed to the Com- 
missioner, necessarily requires that officer to disregard the findings below ; that he 
should treat them as if the^ had never been made, and should take up the case and ex- 
amine it as a case of first impression, giving precisely the same decision as he would 
have done if he had heard it originally, instead of the examiner of interferences. 

This view cannot be admitted to be sound. The appeal is from the decision of the 
examiner or examiners-in-chief, and it can hardly have been intended that the Com- 
missioner should ignore the fact that there had been any decision whatever. On the 
contrary, it would seem manifest that the fact that a decision had been rendered, from 
which an appeal had been taken, must exercise such an influence in a case of doubt, 
or where testimony was nicely balanced, as to determine the appellate tribunal to fol^ 
low and sustain the decision rather than to overturn it. For, in such a case, a mind 
in doubt might well suffer those doubts to be resolved in the direction in which another 
mind, competent to jud^e, had already reached and announced a decision. 

Any other view wonla render the trials before the examiner and examiners-in-chief 
worse than useless. Cases might as well be tried in the first instance b^ the Commis- 
sioner, and the delay and expense of the former hearings be saved, if the decisions 
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upon such hearings are to be treated precisely as thoagb they had never been ren- 
dered. 

The position of the party before the Commissioner, on appeal, is not different from 
that of one who seeks to set aside the verdict of a jury, or the finding; of a judge upon 
a question of fact ; or, who appeals in admiralty or equity cases from the court below to 
a circuit or supreme court. In cases like these we are not without the light of au- 
thority. This will appear from the followiuff cases : 

" A mere difference of opinion between tne court and jury does not warrant the 
former in setting aside the finding of the latter ; that would be, in effect, to abolish the 
institution of juries, and substitute the court to try all questions of fact. It must be 
clear that the jury has erred before a new trial will be granted, on the ground that the 
verdict is against the weight of evidence or unsupported by it ; and if this is the rule, 
as it undoubtedly is, even in the court where a cause is tried, and before whom the wit- 
nesses appeared and testified, a fortiori ought it to be the rule, when another court de- 
cides the motion for a new trial, with no other knowledge of the facts than is derived 
through the imperfect medium of a written statement.'^ {McGatrick vs. Waaonf 4 Ohio 
St. R., p. 556.) 

*' The findings of a court, when substituted for a jury, are entitled to the same con- 
sideration as tne verdict of the latter; and it is well settled that a verdict will not be 
set aside upon the ground of an erroneous finding, unless it is clear that such is the 
case.'' (Mernck vs. Bourp, 4 Ohio St. R., p. 60.) 

*' A decree, like a verdict, will not be set aside on the ground of an erroneous finding, 
unless it is clearly against the weight of the evidence, or clearly unsupported by it. 
Where there is no evidence at all to support a decree, it will be reversed for that rea«on.'' 
{Medina County Mutual Fire Insurance Company vs. Bollmeyer^ 5 Ohio St. R., p. 107.) 

In the case of The Grafton^ 1 Blatch., 177, Nelson, J., said : *' This case involves two 
questions of fact.'' * * * « Soth questions strike mo as being exceedingly close upon 
tne evidence, and are so nearly balanced that it would be wrong for an appellate court 
to interfere. According to the impression which the examination of the proofs has left 
upon my mind, I should not feel justified in disturbing the conclusions of the court below, 
whether for or against the appellant in respect to either question, as I think different 
minds might very well arrive at different conclusions. To warrant a reversal upon a 
mere question of fact, the preponderance of the evidence should be of a somewhat de- 
cided character, such as would justify the granting of a new trial in a court of common 
law, on the ^ound that the verdict was against the weight of evidence. It seems to me 
that this pnnciple should govern this court in reviewing a question of fact determined 
by the district court." 

In the case of The Ship Marcellus, 1 Black, p. 414, the Supreme Court say : " The 
only question pro^wsed by these pleadings is one of fact. In this, as in all other cases 
of tne kind, there is great discrepancy and conflict in the testimony of the witnesses as 
to eveiy averment in the pleadings. We have had occasion to remark more than once, 
that when both courts below have concurred in the decision of questions of fact, under 
such circumstances, parties ought not to expect this court to reverse such a decree, 
merely by raising a doubt founded on the number or credibility of witnesses. The ap- 
pellant in such case has all presumptions against him, and the burthen of proof cast on 
him to prove affirmatively some mistake made bv the judge below in the law or in the 
evidence. It will not do to show |hat on one theory, supported by some witnesses, a 
different decree might have been rendered, provided there be sufficient evidence to be 
found on the recora to establish the one that was rendered." (See also Walsh vs. 
/ioflfcr*, 13 Howard, 284 ; The Water Witch, ibid., 494; The Narragansett, 1 Blatch., 211; 
Cushman vs. Byan, 1 Story, 95 ; and The Grace Girdler, 7 Wall, 204.) 

These cases cover the findings of judges and the verdicts of juries upon questions 
of fact In cases at law, as well as the findings of fact in causes in equity and admiralty 
jurisdiction. They fully establish the principle announced in Fawcett vs. Graham and 
Blanchard vs. Strain, 

In the present case, after a careful review of the testimony of the one hundred and 
fifty-four witnesses called as to the character of Purdy, Howe, and Canterbury, the 
examiner in charge of interferences and the examiners-in-chief have found that the 
weight of it is with Purdy. I find that there is abundant testimony to support this 
conclusion, as well ae the second fact which they have found, to wit, that White saw 
the illustrative shingle drawing in the hands of Purdy, and therefore cannot claim to 
be an original inventor. The testimony is conflicting and not free from doubt, but the 
doubt must be resolved in favor of the previous decisions. 

The question as to whether the sketches upon the shingle and in the memorandum 
book are sufficient evidence of a reduction to practice, must, as far as the controversy ho- 
tween these two parties ia concerned, be considered as settled by the decision of Mr. Justice 
Fisher. 

I affirm the decision of the board of exaniiners-in-chief. uigitzed by vj v_/^/ v i^ 
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Edwin, Abtemas, and Cheney Kilburn. 

Extension. 

September 24, 1870. 

In the matter of the application of Edwin, Artemas, and Cheney Kilburn for the ex- 
tension of letters-patent for an Impkotement in Method of Bending Wood, granted 
October 7, 1856. 

Fisher, Commissioner : 

The reference in this case fully anticipates both the invention as claimed and the in- 
vention as shown. An extension most therefore be refused on the ground that the in- 
vention was not new when the patent was granted. 

The estimate of the value of this invention, based upon the amount of curved chair 
stuff nsed in the United States, is extravagant and worthless. Chair stuff is now uni- 
versally bent by machinery, constructed under other patents, some of them older and 
covering inventions of equal utility and simplicity with that granted to applicants. 
Scarcely any portion of it is bent by machines involving any of the principles of this 
invention. To attempt to fonnd a valuation of the invention upon the hypothesis that 
this large manufacture is due to these inventors, is an attempt to impose upon the 
common knowledge of the country and the common sense of the Commissioner. 

Objection is made to the opposition of one F. E. Felton to this extension, on the 
ground that this person makes a business of opposing extensions, for the purpose, as is 
alleged, of being bought off by the applicants. 

The law expressly provides, " that any person may appear and show cause why the 
extension should not be granted.'' The mere fact, therefore, that the same person ap- 
pears as opponent in many cases, or that he chooses to appear as general opponent in 
all cases, would not, of itself, constitute a ground for refusing to recognize nim in a 
particular case, although it might effectually destroy any moral weight to be given to 
such opposition. Undoubtedly, in snch a case, as in every case, tne mere fact of a 
notice of opposition, unaccompanied by reasons or unsupported by testimony, would 
carry with it no weight whatever. 

If, however, a person were constantly in the habit of giving notice of opposition, 
and then failing to follow it up, and especially if this were coupled with proof of offers 
to withdraw upon the payment of money, it would present a very grave question 
whether such opposition snould be recognized, or whether such conduct, if the act of 
a solicitor, would not merit his exclusion from the office. 

In the present case, however, the notice of opposition appears to have been filed in 
the Patent Office only. There is no proof of service of such notice upon the appli- 
cant. Under these circnmstauces Mr. Felton cannot, in accordance with the rules oi 
the office, be regarded as a party in the case. 



KuDER, Seiple, Kramer, and Andre. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

September 24, 1870. 

In the matter of the application of Kuder, Seiple, Kramer, and Andre for letters-patent 
for Improvement in Sash Fastening. 

Fisher, Commissioner : 

In this case applicants claim *' as an article of manufacture the within-described 
sash fastening consisting of the tapering and slotted plate A, having ears a a, to which 
are pivoted one long and one short L-shaped lever B, resting upon the curved springs 
D D, and operated by the buttons C C, connected to the levers by the pins & 6, all as 
shown and described." 

The field of sash fasteners has been well harvested and carefully gleaned. There is 
now but limited scope for invention. Accordingly, as might have b^n expected, all of 
the contrivances detailed above are old. Slotted j^lates, ears, long and short levers, 
some of them L-shaped, curved, flat, and spiral springs, and buttons, are found in a 
variety of similar contrivances. Keys shows ev^ry one of them, except that the two 
levers are arranged upon separate plates. Noll shows them all, except that the levers 
are not pivoted. Glynn shows them all, except that he uses but one button or thumb 
piece. Eby shows everything, except that, like Keys, he puts each lever on a separate 
plate. Norton shows tapering plate, levers, ears, springs, buttons, and in short every- 
thing, except that his levers are of the first and applicant's are of the third class ; but 
third-class levers are also shown by Qlynn and Keys. 

There is absolutely nothing L: this device upon which to found a claim for a new 



118 DECISIONS OF COMMISSIONER OF PATENTS FOB 1870. 

combination, and this is the onl^ valid claim that oonld be made npon sad 
trivance. To call it a " new article of manufacture/' in view of the'preeent 
the art. is an absurdity. 
The decision of the board of examiners-in-chief is affirmed. 



William and William H. Lewis. 

Extension. 

September 24, 1870. 

In the matter of the application of William and William H. Lewis for the extension of 
letter^patent for Improvement in Plate-bolder for Photographic Cameras, 
granted October 7, 1656. 

Fisher, Commissioner : 

The invention in this case is new, and, in the department to which it appertains, 
useful. 

The remuneration has been small, while the diligence of the inventor is folly proved. 

J^n extension is granted. 

C. C. Walworth. 
Extension. 

September 24^1870. 

In the matter of the application of C. C. Walworth for the extension of lotters-patent 
for Improvement in Vise, granted to him October 7, 1856. 

Fisher, Commissioner : 

The invention is new, simple in construction, and mainly useful in connection with 
other machinery for the manufacture of gas fittings. The result of its use seems to 
have been a substantiTC saving in time and cost of production, resulting in cheapening 
the price of the article manufoctured. The amount received is not large, although it 
would seem that a more satisfactory account mi^ht have been given of the earlier 
(^ns or losses under the patent and of the proportion of profits to be set apart for this 
invention. 

Under such circumstances, there may be cases in which it would be entirely equitable 
to treat the various improvements, although patented at different times, as constitut- 
ing in effect but one complete machine, and charging them as a whole with the entire 
profit. 

The present application for an extension is granted. 



Cablos French. 

Extension. 
September 24, 1870. 

In the matter of the application of Carlos French for the extension of letters-patent 
for Improvement IN Coiled Springs for Railroad Cars, granted October 7, 1856. 

Fisher, Commissioner : 

In this case it appears that the applicant has received profit to the amount of $93,576. 
He proposes to make a further deduction of |79,500, being 25 per cent, upon $317,861 05, 
the amount of money expended, which sum he calls manufacturer's pronts. 

As he made a close monopoly of his invention, and but for his patent would have bad 
no manufacture or profits at all, it is difficult to see how such a deduction can be al- 
lowed in the fistce oi a law which requires account to be ttkken " of the loss and profit 
in any manner accruing to him by reason of said invention or discovery." 

In my Judgement the profit received for this invention is *' a reasonable remuneration 
for the time, ingenuity, and expense beswwed upon it, and the introduction of it into 
use,'' and the extension is therefore refused. 
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Cyrenus Wheeler, Jr., vs. Amos Rank. 
Interference. 

APPEAL FROM EXAMINE RS-IX-CII I EF. 

September 24, 1870. 

In the matter of the interference between the application of Cyrenus Wheeler, Jr., and 
the letters-patent of Amos Rank, for Lmpaovemsnt in Harvesters. 

Fisher, Commissioner : 

Rank made his inyention and an experim3ntal machine in February, 186S. He ap- 
plied for a patent April 29, 1868, and obtained it June 30, 1868. 

Wheeler made application May 3, 1869. He claims that his inyention was made in 
June, 1865, and embodied at that time in an experimental machine and a caveat, which 
caveat he kept alive by renewals until June 22, 1868, nearly two months ttftef Rank 
had filed his application. Aside from this caveat he has no proof of invention prior to 
that of Rank ; but he Insists that he was entitled to notice of the filing of Rank's ap- 
plication ; that if he bad had such notice, his application would have been made within 
the three months limited by law, and that he ought not to be damaged by the failure of 
the office to give him notice. 

The force of these claims depends upon the assumption of the fact that the caveat 
shows or describes the invention in dispute. This is denied by Rank, and it therefore 
becomes of necessity the first question for examination. 

Both inventions relate to improvements in that class of harvesters known as drop- 
pers, in which the grain, after being severed bvthe cutting apparatus, is received upon 
a species of cradle, which, when a gavel is collected, deposits it upon the ground. In 
some of these machines the cradle, or dropper platform, is hinged to the cutter bar, the 
slats projecting backward at right angles, and performing their functions bv rising at 
an angle of about 45^ to receive the grain, and falling to deposit it upon tne ground. 
In others the slats are attached to a species of rake head, and are so arranged as to 
project in lines parallel to the cutting apparatus, when in rear of it to receive the 
cut grain, and, when discharging the gram, to swing bodily around at right angles, so 
as to drop the grain behind the main frame. 

Rank's machine is of the first and Wheeler's of the second kind. In both of these 
machines it is necessary to provide some device which shall receive and support the 
falling grain during the intervals when the dropper is either depressed or swung in 
rear of the main frame to discharge its load. The device adopted is a sustaining rod, 
consisting^ of a light rod so a^usted, that, as the dropper moves off, it swings forward 
to a position above, behind, and parallel with the cutting apparatus, so that the tops 
of the cut grain £a11 over against it, and the stalks are held by it in a position inclin« 
ing backwf^, until the dropper platform returns, when the rod swines back and al- 
lows the grain to fall upon the slats. All of this is old, and neither Rank nor Wheeler 
claims it. What they do claim, however, as the subject of this interference, is the 
making of this rod a^Jastable vertically, so that it may be adapted to grain of different 
heights. Rank does this by providing an upright post, upon which a socket slides up 
or down. Into this socket the heel of the separating rod or cut-off is inserted, so that 
it projects at right angles from the post. It is held at any desired height oy a set 
screw. There are other adjustments which are not in controversy. Wheeler puts a 
crank at the end of his rod, and the other end of the crank fits in a socket in a post on 
the frame where it is secured bv a set screw. As the crank arm is turned up or down 
the rod is raised or lowered with it. 

Rank claims '' a verticalljr adjustable separating rod or cut-off vibrating in a circu- 
lar horizontal path substantially as set forth." 

Wheeler claims "the vibrating cut-off, made adjustable, to adapt it to the varying 
height or conditions of the erain operated upon." 

It will be observed that these devices have but little in common besides their effect. 
It will be seen that the mechanism described in Wheeler's caveat differs from both of 
them. He there shows a post upon which the dropper platform turns, located on the 
rear of the main frame. The top of this post is provided with a collar, which turns 
upon it. As the post is vertical, it follows that anything attached to the collar and 
projecting from it at right angles would move in a horizontal plane. The collar has 
no vertical aciyustment upon the post. To this collar are attached two slender wooden 
rods or arms connected by a curved metallic rod, giving to the wooden rods and their 
connection the shape of an elongated letter U. These rods are attached to the collar 
by the curved rod which connects them, the attachment being formed, not at the cen- 
ter of the curve, but a little in rear of it. Thev are so attached that the rear rod is 
elevated a little above the otht>r. The mode of attachment is obscure. It does nc 
appear whether what is called a socket is a groove cut in the collar into which t^ 
curved metallic connection is inserted, and fastened with a set screw, or whether the 
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is a pin cast apon the curve at the point of connection, which pin enters a socket bored 
into the collar, and is there held by a set screw. If the former be the mode of attach- 
ment the rods coald be raised or depressed at their points, bnt not at the heel. An ad- 
justment of this kind is referred to in the third claim of Rank's patent. If^ however, 
the attachment be of the latter description the rods could turn upon the pm, one ris- 
ing and the other falling. In neither case, however, could the cut-off or separator, as 
a whole, be capable of vertical adjustment. No provision is made for this. The cave- 
ator says that more than two rods may be used, but he says nothing about using less. 
In fact he calls his two rods a second platform, and the idea of a single rod having ver- 
tical a^JQstment was evidently not in his mind. 

In order to do full justice to the caveator I quote so much of his language as de- 
scribes this device: 

*^ On spindle V, (the post,) above the arm c, is placed piece J, (collar,) which fits the 
spindle, but is free to turn independent of it. This piece d has a socket on one side 
for hol4jng the carved rod £, in which it is fastened by a set screw/. Each end of 
this curved rod E has socket pieces g^ fastened to it bj sot screws, which sockets hold 
wooden rods A." 

Describing the operation of this device, he says: "The wooden rods A, and the 
mechanism connected therewith, are provided to meet that difficulty, and not only 
support the falling erain while the platform is performing its circuit, but also divide 
the fallen from the railing grain, as the platform moves back from the finger bar at the 
commencement of its circuit. Two rods only are represented ; others might be added. 
They serve the purpose of a second platform, and perform the same circuit as the plat- 
form, bnt only being required to sapport the grain while the other platform is remov- 
ing its load, and not to carry it back, it is made light, and the back one is elevated, so 
that when the grain falls upon it, it, together with the finger bar, will hold the grain 
at a less obtuse angle than the platform, and far enough above it to permit the plat- 
form to pass out and return under it. The rods or upper platform are adjustable so 
that thev can be set at any desired angle. Instead of increasing the number of the 
rods fc, the two rods may be united by a cloth apron." 

Now, unfortunately, the caveator does not sav whether the angle at which the rods 
can be set is an angle formed with a line extending in the direction of their length, or 
one extending at right angles to their length. Covered with the cloth, they form a 
plane bounded by a long and narrow parallelogram. Is this parallelogram to be tilted 
longitudinally or laterally f The caveat is silent upon this point, and the description 
and drawing are too obscure to throw any light upon it. No pin projecting from the 
curve, upon which the platform could turn laterally, is described or shown. Certain it 
is that no provision is made, or device shown, for raising this platform bodily in a ver- 
tical direction, or for using a single arm. 

Wheeler is the junior applicant, and would have been so even if he had had notice 
of the filing of Kank's application. The harden of proof is therefore upon him, to 
show, beyond a reasonable doubt, that he actually made this invention before Rank. 
He offers no proof bat his caveat, and the testimony of witnesses who say that his ex- 
perimental machine was like his caveat, but who do not otherwise describe its con- 
struction or operation. He must famish proof that is free from ambiguity. He must 
not ask me to guess out his invention, or expect me to say that perhaps it is there. 
We have an invention clearly described and shown in Rank's patent. Something more 
than guess-work is needed to overthrow it. 

From these views it follows that Wheeler has failed to show that the inventron in 
controversy is found in his caveat. Failing to do this, he fails to show that he was 
entitled to notice of Rank's application, or has been injured by want of it. Even if 
this were otherwise I should find it difficult to say, in view of the fact that he waited 
over ten months after the ^rant of Rank's patent before making his application, that 
he is entitled to claim any indulgence by reason of a failure to receive notice of the 
application. The grant of the patent was an act of which he was bound to take no- 
tice, and to which he should have entered the protest of his application with all pos- 
sible speed. 

The decision of the board of examiuers-iu-chief is affirmed. 
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Tobias J. Kindlebebger. 
Extension. 

September 25, 1870. 

In the matter of the application of Tohios J. Kindleherj;er for the extension of letters^ 
patent No. 12,953, for a Portable Cider Mill, granted May 29, 1855, and reissued 
August 14, 1866. 

Duncan, Acting Commissioner: 

This patent expired May 29, 1869. The application for its extension is based upon a 
special act of Congress for the relief of the inventor, approved April 6, 1870. 

It is intimated in the written argument of the attorneys that by reason of this 
special legislation the case stands upon a different basis from ordinary cases and may 
be viewed as having in some sense the favorable indorsement of Congress, and this is 
made one of the various grounds for the grant of the extension. To show the fallacy 
of this view, it is only necessary to recite the language of the act itself, which gives 
the Commissioner authority " to consider and determine said application in the 8ame 
manner as if it had been filed ninety days before the expiration of said patent" 

There is here no intimation whatever that because applicant, by reason of his neg- 
lect to avail himself of his rights under the general provisions of the statute, was 
obliged to secnre special legislation to enable him to appear before the office, his case 
is therefore to be regarded as standing on a better footing than if he had not been 
gnilty of laches. Congress certainly could never have intended such an inference to be 
drawn. 

The invention itself appears to be both useful and important, about eight thousand 
mills having been manufactured during the last year. The inventor has shown com- 
mendable diligence in his efforts to introduce the invention, sending out agents through 
several States soon after taking out the patent, exhibiting the miU at various agricul- 
tural fairs in Ohio, New York, Pennsylvania, Indiana, and Kentucky, at which he re- 
ceived more than thirty premiums and diplomas, and himself engaging in 1856 in the 
manufacture of the machine. The examiner in reviewing the progress of the art says 
that ''Among the pioneers in the matter of these portable mills Dr. Kindleberger seems 
to have been the most successful in rendering them useful and desirable." 

Being a professional man, and having but Ottle practical acquaintance with business 
matters, his manufacturing operations proved unfortunate, and were necessarily sus- 
pended after the loss of several thousand dollars. Within the last six or seven years 
the machine has been constructed by other parties, who have paid the inventor a roy- 
alty, but so small in amount as not to equal in the aggregate the losses previously 
incurred. 

The statement of account shows that the inventor's expenditures are $5,565 in excess 
of his receipts. 

As regards the novelty of the invention, the second, third, and fifth claims seem to 
be fully met by the references cited by the examiner. The second claim is for "A cider 
mill having the three parallel rollers arranged as shown, in combination with the 
gearing arranged as described^ and each of the grinding rollers revolving by means of 
said gearing at different velocities, as set forth." 

The rejected application of W. O. Hickok, filed in 1652, shows the same relative ar- 
rangement of rollers, the upper one being so placed, for the purpose of delivering the 
pumace to the two lower grinding rollers, as that a vertical line passing upwards 
between these lower ones shall be tangential, or nearly so, to the upper one. The 
three are likewise so geared as to revolve with different velocities. The slight differ- 
ence in the gearing, the intermediate gear wheel being introduced in Hickok's machine 
for the purpose of giving revolution to the upper roller in the opposite direction to 
that in which the corresponding roller moves in Kindleberger's mill, belongs, to adopt 
the language of the Commissioner in the case of £. Z. Webster, ex parte, (Commis- 
sioner's Decisions, 1869, p. 9,) '' to the department of the builder rather than the domain 
of the inventor," and cannot relieve the claim under consideration of the objection 
which lies against it on account of the reference. Nor does the fact that the upper 
roller operates in the one case in conjunction with an adjustable breast piece, and in 
the other with a twin roller, affect the case in any wise, since neither in words nor by 
implication is this breast piece made an element in the claim. 

Applicant should disclaim all matter embraced in the three c laims named. If this be 
done, it is thought, in view of the ground covered by the remaining claims, the proved 
value of the invention, the diligence exercised by the inventor in his endeavors to in- 
troduce it, and the actual losses incurred by him in con8e(^e|icg ^tl^e^/^i^l^|;^the 
extension asked for may be granted. ^ ' o 
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G. W. SOHBMEBHORN. 

APPEAL FROM XXAMINVRS-IN- CHIEF. 

September 26, 1870. 

In the matter of tbe application of Q. W. Schemerhorn fur letters-patent for Improve- 
ment IN Augers. 
Fisher, Commiasioner : 

The applicant claims, "the anger handle herein deecribedi constrncted with the 
metal ring, as shown, and having a slightly tapering qnadrangnlar-shaped aperture 
through the handle and the ring, as and for the pnrpoee specified." 

The substance of this is, that the end of the anger shaft is made square and slightly 
tapering. A corresponding mortise is cut in the handle into which the shaft is inserted ; 
and it is the theory of the applicant, that the shaft will be held with sufficient firm- 
ness by friction. A band passes around the center of the handle to strengthen it. Of 
course, this band is perforated so as to permit the shaft to enter the handle which it 
encircles. 

The references show this band, tapering square-headed shaft, and mortise in all re- 
spects similar to those described by applicant ; but. In addition, they show small catches 
to hold the shaft in place. It is said that there is less of taper in the device of appli- 
cant, but no specific amount of taper is set forth in the specification, nor is it probable 
that the exact angle could be set forth with accuracy. The references, with this excep- 
tion, show precisely the same contrivance for holding the anger in the handle by fric- 
tion, yet they do not rely wholly on friction for that purpose. 

The invention, if any. in applicant's case, consists in throwing away a part of the 
former devices, and relying upon the remaining parts to do the work, such parts being 
unchanged, both in stnicture and function. 

It is doubtful if this contrivance is of any value, but I do not think that it involves 
invention. (See MoBo^s case, Commissioner's Decisions, li)69, p. 58.) The friction 
must have assisted in holding the shaft in place, in the same wav, in the older devices, 
as in that of applicant. To make it the sole instrumentality for that purpose, was 
only to increase the mode of operation in degree, without changing the kind. 

The decision of the board of examiners-in-chief is affirmed. 



J. n. MgGlure v8. Miller & Mason. 

Interference. 

appeal from examiners-in-chief. 

September 27, 1870. 

In the matter of the interference between the application of J. H. McClure and tbe 
letters-patent of Miller &, Mason, for Improvement in Wood Pavements. 

Fisher, Commissioner : 

Miller & Mason applied for their patent February 15, 1868, and obtained it March 31, 
1868. 

McClnre made application December 18, 1869, some twenty-one months afterward. 

The burden of proof is therefore upon the latter to prove that he made the inven- 
tion before Miller & Mason, and to account for the delay in his application. He claims 
to have made his invention prior to April, 1866, or two years before Miller & Mason. 
At that time a model was made, and some attempt to interest parties in the invention. 
Nothing was done f]*om that time until the filing of the application. 

"Where an invention is voluntarily broken up and laid aside, without any control- 
ling impediment in the way of an application for a patent, and another, in the mean 
time, invents the same thing, without anv knowledge of that which is so suspended, 
and reduces the same to practice, applies for and takes out his patent, and introdnoes 
tbe patented invention into public use, he must be regarded as the original and first 
inventor." ( White vs. Allen, 2 Fisher, 440 ; see also Banaom vs. Mayer of New Ytn'k, 1 
Fisher, 253 ; Johnson vs. Booty t^., 351 ; Johneon vs. Boot, 2 Fisher, 291 ; Meon vs. Cofin, 
Commissioner's Decisions, 1869, 58; BeedYB. Boherts, ihid., 88; JSrbeYs. Hill, ibid,, 29; 
Wheeler vs. Chenotoeth, ibid., 43; Doty vs. Osbome, ibid., 77; BdU vs. Fletcher^ Commis- 
sioner's Decisions, September 14, 1867.) 

The act of July 8. 1870, has in no way changed the law upon this subject, and the 
legal principle involved may be regarded as no longer open to debate. The authorita- 
tive decisions of the courts and the office, in construction of the statute, may become, 
from their uniformity and the practice established under them, as imperative as the 
statute itself. 

The decision of the board of examiners-in-chief is affirmed. 
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S. A. & H. Whipple. 

Extension. 
September 30, 1870. 

la the matter of the application of Stephen A. and Heman Whipple for the extension 
of letters-patent for Improvement in Cleaning Emery Wheels and Bands, 
granted October 14, ia56. 

Fisher, Commissioner : 

I do not think the excuse given by the applicants for their lack of dill^nce is snffl- 
oient. It seems to be based npon the fact that the greater part of the lifetime of the 
patent has been spent in litigation, not under this patent, or with re^j^ard to this inven- 
tion, bnt in partnership quarrels between Heman Whipple and his associates. The 
other inventor sold out his interest within a year after the patent issued. 

Although the implement may be useful, the amount of invention involved is so tri- 
fling that the pubbc interest would in no way be benefited by its extension. 

An extension is refused. 



L. E. Tbuesdell. 

appeal from examiners-in-chief. 

September 30, 1870. 

In the matter of the application of L. E. Tniesdell for letters-patent for Lmprovemf^t 

IN Car Wheels. 

Fisher, Commissioner : 

Applicant claims " a oar wheel constructed as described for the purpose set forth." 
The manner of constructing the car wheels, described in the specification, is to make 
the body of the wheel with a wide periphery, separate from the tire ; to interpose be- 
tween the body and the tire a strip of very thin rubber, and to put the tire over the 
body of the wheel, and hold it in place, either by hydraulic pressure or by expanding 
it and shrinking it into place. 

Reference is made to wheels constructed in two parts, with interposed bands of rub- 
ber ; but the bands are thick, and applicant claims that his invention relates only to a 
thin band, so compressed as to deprive it of a great part of the elasticity due to the 
rubber. 

Among the references, however, is one to a car wheel invented by one Ray, in which 
the wheel is made in two parts, the body with a wide independent tread, and between 
the body and the tire is interposed a band of leather or other elastic substance. The 
leather would be, as nearly as possible, an e<][uivalent for the rubber when partially 
deprived of its elasticity and rendered nearly rigid. From the nature of the substance, 
and fh>m the drawings, the interposed strip was evidently intended to be thin. 

It is true that the parts of the wheel of applicant are connected by pressure or by 
bolts, while the parts of Ray's wheel are connected by flanges and boltis, but the latter 
appears to be the better construction, and there is no iuYention in the substitution. 

As the claim is for a ** car wheel," which is a thing made, or an article of manufac- 
ture, the process of making it, that is, the mode of putting the parts together, cannot 
enter as an element to qualify the character of the manufactured article. 

The decision of the board of examiners-in-chief is affirmed. 



David P. Estep. 

Uxtension. 

September 30, 1870. 

In the matter of the application of David P. Estep for the extension of letters-patent 
for Improvement in Making Axe Polls, granted October 15, 1856. 

Fisher, Commissioner : 

This invention appears to be of real valne, although the inventor's circumstances 
were such that he failed to secure an adequate remuneration for it. This was owing, 
parly, to his poverty and the expense of constructing the machines, which was a se- 
rious item to a poor meohanio, and also to the nature of the contract with his employer, 
which, although apparently prudent and advantageous when made, proved to be ' 
means of hampering him in bis efforts to dispose of rights, or to grant licenses. 

I am of oninion that the extension buirht to be oranted. 
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Gybus Chambebs, Jr. 

JExtension. 

October 4, 1870. 

lu the matter of the application of Cyms Chambers, jr., for the extension of letters- 
patent for Impuovkment in Machinery for Folding Paper, granted October 7, 

1856. 

Fisher, Commissioner : 

The machine constructed by the applicant is one of great merit. It has won the 
highest encominms from the kurge binders and book-makers of the country, whose testi- 
mony to its merit is uniform and enthusiastic. 

It also appears that the inventor has received but a very small remuneration in pro- 
portion to the value of his folding machine, and this, too, notwithstanding he has 
bestowed more than ordinary diligence upon its improvement and introduction into 
use. His acconntiS, although they contain some trifling errors in the footings, are 
unusually elaborate and satisfactory. 

The only questions in the case concern the novelty of the improvements claimed by 
the applicant, in connection with the consideration of the advance made by him upon 
the state of the art as he found it, and, consequently, of his right to claim the merit of 
the perfected machine as due to his exertions. 

Machines for folding paper were not new at the date of Mr. Chambers's invention, for 
it appears that some attempts had been made in the direction of the production of such 
machinery, both in this country and in England. In the progress of invention certain 
leading characteristics of the machine had already been appropriated. Thus, for 
instance, a knife to press the paper downward in the line of the tola, rollers to compress 
the paper and thus form the fold, pins upon which the pai>er could be registered, a 
successive series of pairs of rollers to receive the paper and give to it successive folds, 
tapes to guide it and stops to limit its motion. All of these, with many minor contriv- 
ances, were already more or less combined in several machines. 

It is claimed, however, that these machines were not successful and that they are not 
now found in public use ; that the machine of applicant has held the market while 
these abortive and experimental productions have all passed away. 

This may be true, and indeed I am convinced, from an inspection of these former 
machines, that it must be true of the greater part of them. 

It is often difficult to define the exact boundary between success and fail are, even 
in mechanism. We see and know that one machine works and that another does not, 
and yet both machines have nearly all their parts in common. Some small improve- 
ment or addition, some slight change, has rendered that of practical utility which 
before was abortive and worthless. 

Under such circumstances it is hardly just to weigh the amount of new matter in the 
successful machine with the same degree of nicety with which we should consider the 
same device if it were a mere improvement upon a machine already in successful 
operation. The fact of success frequently indicates much thought, patient experiment- 
ing, and undaunted perseverance in clinging to an idea partially developed but aban- 
doned by others, in the confidence that there is merit in it, and that it may eventually 
be brought to a successful issue. 

As Jnd^e Grier well remarks in Goodyear vs. Day, 2 Wall., jr., 299 : " The iuTention 
when perfected may truly be said to be the culminating point of many experiments, 
not only by the inventor but by many others. He may nave profited indirectly by 
the unsuccessful experiments and failures of others, but it gives them no right to claim 
a share of the honor or profit of the successful inventor. It is when speculation has 
been reduced to practice, when experiment has resulted in discovery, and when that 
discovery has been perfected by patient and continued experiments, when some new 
compound, art, manufacture, or machine has been thus produced, which is useful to 
the public, that the party making it becomes a public benefactor, and entitled to a 
patent." (See also Jeremiah Kenney^ 8r,y Commissioner's Decisions 1869, p. 95.) 

In the present case Mr. Chambers has been as much devoted to the invention, im- 
provement, and perfection of folding machines as any of those whom we are accustomed 
to rank as great inventors have been to the development of their discoveries. He has 
been patient, energetic, and enthusiastic about it, and the result is the production of a 
machine which does its work with unvarying regularity, great speed, and wonderful 
precision. 

Some of the claims of the reissue are open to criticism. The first is unintelligible, 
owing, as is represented, to an error of the draughtsman who prepared it, and who 
inadvertently omitted a phrase. This may be cured by further reissue. As it stands, 
it must be disclaimed, as it recites a function not performed by the machine, and is 
anticipated by Smith's patent. 

The second claim is obnoxious to the criticism of the examiner that a portion of the 
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devices for effeoting one adjustment are claimed in combination with a portion of those 
for effecting the other adjustment. I cannot say that this claim is void as it stands, 
and I do not find it to be anticipated. It should, however, be remodeled by reissue. 

I do not find the remaining claims anticipated, and I am inclined to think, after 
witnessing the operation of the machine, that the rods for guiding the paper are an 
improvement upon the tapes previously used for the same purpose. 

The fifth claim is functional in form, and may be much more accurately drawn, so as 
to cover and define the real invention of the patentee. 

On the whole, rejecting from consideration the defective claims, there still remains, 
in my opinion, sufficient novelty and importance in those which remain to sustain the 
application. The public interest, I am persuaded, will best be served by continuing 
this nsefnl machine in the hands of the inventor, who has labored so faithfully to per- 
fect and introduce it, and who is but just beginning to reap a fair reward for his time, 
ingenuity, and expense. 

The extension will be granted upon the filing of a disclaimer to the first claim. 



John F. Boynton. 

Extension. 

October 5, 1870. 

In the matter.of the application of John F. Boynton for the extension of letters-patent 
for Improvement in Apparatus for Generating Carbonic Acid, granted Octo- 
ber 7, 1856. 

Fisher, Commissioner : 

Applicant obtained a patent in 1856 for an '^ Improvement in Soda Fountains.'' His 
invention consisted of a generating chamber, in which a liquid alkali was placed, hav- 
ing within it another chamber containing a liquid acid, so arranged that the acid could 
be brought at pleasure into contact with the alkali and so generate carbonic acid gas. 

The examination into the state of the art discloses the fact that a generating cham- 
ber was old, that the production of carbonic acid by the union of a liquid acid and a 
liquid alkali was old, as well as the production of such acid by the union of ingre- 
dients, one or both of which were in solid form. It appears that when liquids were 
used, the liquid acid was contained in a chamber outside of the generating chamber, 
except in apparatus for laboratory use ; but it also appears that receptacles had been 
previously used for containing the solid acid or the solid alkali which were suspended 
within the generating chamber. The sole merit of the contrivance of applicant was, 
therefore, that he was the first to use the interior chamber or suspended receptacle for 
Iboldiug the liquid acid. He was not the inventor of the interior chamber, nor of the 
nse of liquid acid, but he was the first to employ the chamber, which was old, as a re- 
<2eptacle for the acid, the nse of which, for this purpose, was also old. 

Snch as it was, the invention wsis designed for the generation of carbonic acid for 
juse in the manufacture of soda or mineral waters. It has been uned for that purpose 
to a very trifling extent ; and, regarded as an invention in soda fountains only, it may 
'be treat^ as of no considerable value. 

In 1862, however, it was discovered that water impregnated with carbonic acid gas 
might be used to good eifect for extinguishing fires. An apparatus for that purpose, 
•operating upon this principle, was invented by one Carlier, in France, and has been 
.patented in this country. This patent, so to speak, created a new art, and of course 
every one who had made Inventions, however abortive, in any analogous art, imme- 
diately claimed to have been the pioneer in this. Accordingly the applicant brought 
forward this patent, reissued it, changed its title and enlarged the scope of its claims, 
and thus by ingenious manipulation claims to have converted an improvement in a 
soda fountain into an apparatus for extinguishiog fires. 

The applicant did not invent the fire extinguisher, nor did he use his apparatus for 
that pui^ose until after the Carlier patent had been granted. In the form in which 
he described and patented it, it could not be used with advantage as an extinguisher. 
What he now claims is, that in the use of extinguishers others have been obliged to 
adopt his mode of generating gas, and that, therefore, he has a right to monopolize the 
business of extinguishing fires. 

When we remember how slight was the degree of advance made b}*^ applicant upon 
the art as it previously existed, we shall be prepared to appreciate the propriety of 
these claims. 

A man has a patent for a device, which, for the only purpose to which he thought of 
applying it, is of little value. Some one invents a valuable machine for an entirely 
different purpose, in the construction of which he has occasion to employ the device of 
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the prior patentee, who at once compels the new manufacture to pay trihute, and then 
modestly asserts that the whole ment of its contrivance is in himself. No doubt, under 
the law, he mav make and enforce his claim to royalty while his patent is in existence, 
but it is difficult to see how the Commissioner, *' having due regard to the pubUc inter- 
est/' can perpetuate such a monopoly. 

Indeed, this is precisely one of the cases to which I understand that phrase of the 
law to apply, when an invention, in itself useless for the purpose and in the form 
originally contemplated, happens to contain some germ of invention sufficient to make 
it, after reissue and ingenious reconstruction and expansion, what is known as a " con- 
trolling patent'' in some useful art, comes to the natural end of the original term of its 
existence, the public interest requires that it shall no longer stand in the way of sub- 
sequent improvements, either by preventiuff them from being made, or compelling 
those who make them to surrender them to the owners of the ** controlling inyention," 
on such terms as the latter shall see fit to offer. 

Mr. Boynton has no just claim to control the manufacture of fire extinguishers. He 
did not invent them. He did not propose to use his invention in improving them. So 
far as he is concerned it does not appear that the fire extinguisher would have been 
thought of during the lifetime of his patent. The invention which he did make was 
of the most insignificant kind, even in the art for which it was intended. 

These views render it unnecessary for me to consider the other questions arising in 
the case, which go to show a lack of diligence in the applicant, and especially a lack 
of interest in the extended term. It appears that Mr. Boynton is a steckholder in the 
'* Universal Fire Extinguisher Company," of Cincinnati. He has already covenanted 
to assien the extended term of this patent to said company, without additional com- 
pensation. His interest would be the proportion of profit received from the use of the 
invention due to his ownership of one-fifth of the stock. Upon this point see case of 
John M, Beckf Commissioner's Decisions, 1869, p. 19. 

The extension is refused. 



William E. Wabd. 

Extension. 

October 6, 1870. 

In the matter of the application of William E. Ward for the extension of letters- 
patent for Improvement in Machines for Making Nuts, granted October 7, 1856. 

Fisher, Commissioner : 

It appears that applicant obtained letters-patent in England May 8, 1856, for the 
same invention, which letters-patent expired May 8, 1870. 

If the extension now asked for be granted, it will be a continuation in this country 
of the monopoly for an invention ^* first patented or caused to be patented in a foreign 
country,'' the foreign patent for which has expired. This subject has been already con- 
sidered in the case of Robert Mushet, Commissioner's Decisions, September, 1870, and 
in accordance with the principles there announced the extension must be refused. 



Samuel A. Knox. 

Extension. 

October 6, 1870. 

In the matter of the application of Samuel A. Knox for extension of letters-patent for 
Improvement in Plows, granted October 14, 1856. 

Fisher, Commissioner: 

From the statement of applicant it appears that at the time of the making of his 
invention he was in the employ of Rugbies, Nourse, Mason &. Co. ; that, although the 
invention was entirely the creation of bis own brain, yet it was developed to a greater 
or less extent in his hours of labor for said firm, and was considered by them as their 
property ; that he had no reliable advice to the contrary, and therefore entered into a 
written agreement with the firm that if his patent should be granted it should be 
assigned to them for royalties amounting to $5,000. 

The application for the patent, however, hung fire for some three years, during which 
time Buggies &, Co. went on to make and sell the plows to the number of several thou- 
sand. It also appears that before the patent was granted be was applied to by respon- 
sible parties, desiring to engage in the manufacture of the plows, who offered to oon- 
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tribate $20,000 cash, he to put in his patent as representing |20,000 more, and to own 
one-half of the basiness and of all profits resulting therefrom. 

Under these circumstances, when, at the grant of the patent, the firm of Ru^gles, 
Nourse, Mason & Co. was dissolved, it may to supposed that the inventor Joyfully ac- 
cepted his release from the hard bargain which they had forced upon him, and proceeded 
to demand better terms from their successors, or to accept the offer of the parties who 
were ready to pay him $20,000 for his patent, or to seek others who would be wiUing to 
enter into some similar arrangement. He did none of those things, but insisted that 
the successors of his first employers should carry out their agreement, and upon their 
refusal to do so he was content to accept $3,500 from them for the assignment of his 
entire right. 

Under the original contract and subsequent assignment, he states that 113,000 of these 
plows have been manufJEUBtured, upou which the public have paid $1,695,000, and the 
manufacturers have received $282,500 profit. If ne had received royalty upon these 
plows at the rates proposed by Baggies, Nourse, Mason <& Co., his profit would have 
been $14,125. 

I am constrained to say that by the applicant's own statement he threw his inven- 
tion away ; and that if he has not received ample remuneration for it he has no one to 
blame but himself. The public cannot be further taxed to relieve him from the coa- 
sequence of his own negligence. 

The extension is refused. 



Smith & Kissam vs. M. H. Collins. 
Interference. 

APPEAL FROM SXAMINBRS-IN-CHIKF. 

October 7, 1870. 

In the matter of the interference between the applications of Smith «& Kissam and M. 
IJ. Collins for letters-patent for improvement in Lamp Shades. 

Fisher, Commissioner : 

I am somewhat at a loss to know the purpose of the appeal in this case. The undis- 
puted proofe show that Collins made this invention, including the manufiaoture of the 
shade from a seamless piece of metal, in 1865, and applied for a patent for it in Janu- 
ary, 1869 ; while Smith A Kissam did not make it before July, 1868, nor apply for their 
patent until November, 1869. I know of no rule by which the first to invent, the first 
to perfect, and the first to make application, can be made to give place to the last to do 
each of these things ; and the appellants have not attempted either to deny the facts 
or to furnie^ me with a hint as to the legal proposition by which they hope to set aside 
facts so conclusive. 

The decision of the board of examiners-in-chief is afiirmed. 



L. F. FOLLANSBEE. 
APPEAL FROM BXAMINERS-IN-CIIIEF. 

October 7, 1870. 

In the matter of the application of L. F. Follansbee for letters-patent for Impro ve- 
MEST IN Wooden Pavements. 

Fisher, Commissioner : 

Applicant claims " A pavement consisting of parallel rows of oblong rectangular 
blocKS A, with their upper side corners beveled, having interposed, at suitable intervals, 
parallel wedging rows of diagonally bisected blocks &, o, with their upper outer side 
comers beveled ; said blocks having their sides coated with tar, and the whole ar- 
ranged as herein described.'' 

The nearest approaches to this in the references are a pavement having the blocks 
laid in parallel rows with broken joints, with several wedge-shaped blocks in each 
row, but not parallel to each other ; and a pavement in which every row of blocks is 
wedge-shaped, having interposed wedge-shaped strips. 

Neither of these forms will accomplish the result or operate upon the principle of 
applicant's pavement except to a very limited degree. The whole plan of the pave- 
ment, regarded as a unit, is new, and is, I think, useful. The field of invention in 
wooden pavements is necessarily somewhat limited, and, in the present state of the 
art, a combination like that described, of successive rows of parallel rectangular blocks 
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between which at intervals a row of bisected blocks is interposed, affording facilities 
for readily patting down and removing the pavement, may well be deemed a substan- 
tial improvement. 
The decision of the board of examiners-in-cbief is reversed. 



De Lill v8. Avery & Db Lill. 
Interference. 

APPEAL FROM EXAMINEItS-IN-CHIEF. 

October 7, 1870. 

In the matter of the interference between the application of Lewis De Lill for letters- 
patent for Improvement in Coffins, and the letters-patent granted to Samael 
Avery and Lewis De Lill. 

Fisher, Commissioner : 

A Joint patent was applied for by Avery &. De Lill December 21, 1867, and wasr 
granted to them April 7, 1868. This application was signed and sworn to by both in- 
ventors ; and, as it is not pretended that either was prevented by the fraud of the 
other from a full examination of the papers which they executed, both are estopped 
from denying that they were acquainted with the contents of such papers. 

Nevertheless, on January 8, 1870, nearly two years after the grant of the joint patent, 
De Lill filed an application for a patent for the same improvement in his own name, 
claiming that the invention was sole and not joint, and that the patent was applied for 
under a mistake. 

It is a matter of grave doubt whether one who Joins another in an application for 
a patent, which . he declares under his signature, verified by his oath, to be the joint 
production of himself and his co-applicant, ought ever to be permitted to deny that 
oath and seek a sole patent. It would appear that a sound public policy would require 
that he should suffer the consequences of his mistake, even it it be innocent. But bow- 
ever this may be, it may be stated as a rule that wherever the facts are disputed the 
Joint patent will not be disturbed. 

In the present case the burden of proof is of course upon De Lill, to show that he 
was the sole inventor of the improvement covered by the Joint patent. He must over- 
come his own oath, which cannot be treated as a nullity, and he must overcome the 
oath of Avery. As to his averment that he alone made the invention, he is flatly con- 
tradicted by Avery, whose testimony as to consultations and discussions between him- 
self and De Lill are corroborated by others. The sole proof to sustain De Lill is testi- 
mony of the confessions of Avery, always the most unreliable kind of. Evidence, and as 
to which Avery swears that a portion referred to other parts of the coffin not in con- 
troversy, while the rest he denies alto^ther. 

Some discrepancies are pointed out m his evidence, but they are balanced by errors 
of the same character in the testimony of De Lill. 

Upon the whole case I am of opinion that De Lill has failed to prove that he was the 
sole inventor of the patented device. I think it is clearly shown that the subject was 
one of mutual suggestion, comparison, and discussion between the patentees, and that 
when the joint application was made it was made intelligently, with a full understand- 
ing th^t neither was entitled to claim the full merit of such invention as was involved 
in its production. 

This view is confirmed by the fact that, upon the proofs as presented, the examiner 
in charge of interferences and the board of examiners-iu-chief have reached the same 
conclusion. 

The decision of the board of examiners-in-chief is afiirmed. 



George Thompson. 

Extension, 

October 13, 1870. 

In the matter of the application of George Thompson for the extension of reissue letters- 
patent Nos. 2,561^, 2,570, and 2,571, relating to an Improvement in Putting up Ca.u8- 
Tic Alkalies. 

Duncan, Acting Commissioner : i /^^/^/^ i ^ 

By the last reissue of the patent covering Thompson's invention three distinct patents 
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xrere granted . In the equity snit of the Pennsylvania Salt Mannfaoturing Company r9. 
Gngenbeim, Driefuss & Company, (3 Fisher, 4*23,) the conrt pronounced this subdivision 
of the patent to have been unnecessary, and accordingly treated the three branches of 
the reissue as one patent with three distinct claims. 

So far as relates to the questions of remuneration, diligence, and the value and im- 
portance of the invention, the same course may properly be pursued in dealing with the 
present application. 

Thompson's merit as an inventor consists in having devised means whereby caustic 
alkali, which was previously used only by surgeons and chemists and in large manufac- 
turing establishments, could be made available for household purposes ; and the testi- 
mony establishes the fact that in those parts of the country where wood ashes are not 
found the result of this invention has been the creation of a new branch of domestic 
manufacture, each family being thereby enabled to produce with great ease and at com- 
paratively small cost the soap which before could only be procured by purchase. It is 
in this manufacture that the great bulk of the caustic alkali prepared and put upon the 
market under Thompson's patents has been consumed, and tne record shows that more 
than twenty million pounds has already been sold. It is estimated that the saving to 
the consumer upon each pound package is sixty ceutA, making an aggregate saving on 
the entire production of twelve millions of dollars. This may oe too large an estimate ; 
hut still it is plain that the public has been benefited by the invention to the extent of 
several millions of dollars. 

The statement of account shows that the inventor, beyond the compensation which he 
has received in his capacity of a superintendent in putting up the alkali at the works 
of his employers and sole licensees in this country, has on]y realized the sum of four thou- 
sand dollars. For an invention of such large and undisputed value to the public, I think 
it would be a harsh jud^ent to pronounce that this small amount is a reasonable 
remnneration to the originator of it. 

In explanation of his failure to receive a larger sum, he states under oath that at the 
time of making his invention there was only one place in the United States where it 
could be manumctured, viz, at the works of the Pennsylvania Salt Manufacturing Com- 
pany ; that he himself had no means with which to undertake its manufacture and 
introduction ; and tJtiat at that time he neither had, nor ooald have been expected to 
have, any idea as to the extent to which it was destined to come into use. He accord- 
ingly ucges that it ought not now to be imputed to him as a fault or neglect on his 
part that under such circumstances he accepted the pr6posal of the salt company, which 
was that they should have the exclusive right to use the invention upon the sole con- 
dition that he should receive regular employment as superintendent m this branch of 
their business so long as they might choose to continue the manufacture. 

Upon this state of facts it is my judgment that he cannot properly be charged with 
lack of business prudence in making the contract which eventually proved far more 
profitable to others than to himself. 

Considering the agreement previously existing between Thompson and his employers, 
it has been deemed prudent to require from the inventor an affidavit as to his interest 
in the extension sought. This has been deemed necessary in order that it might be 
known whether the extension is to inure to the benefit of the inventor or of other par- 
ties not within the contemplation of that portion of the statut'O under which extensions 
are granted. The required affidavit has been furnished, and from its statement it 
appears that at present the sole legal and equitable title to the patents is vested in 
Thompson, and that he has entered into no contracts or agreements whatever relative 
to any renewal of the same. 

For the foregoing reasons it appears just and proper that the extensions ho granted, 
and this will accordingly be done. 



George C. Bovey vs. John W. Graham. 

Literference. 

APPEAL FROM EXAMINER8-IN-CIIIKF. 

October 15, 1870. 

In the matter of the interference between the letters-patent of George C. Bovey and 
the application of John W. Graham for letters-patent for Impuovkmext in Sediment 
Chamber for Lamp-Posts. 

Fisher, Commissioner: 

Graham obtained a patent May 25, 1869, for an improvement in ram^-^6l8,'^'hich 
improvement consisted, inter aZia, of an ''enlarged reservoir with closed bottom, to 
attach to the foot of iron lamp-posts, constructed as and for the purposes set forth in hie 
O T> -n 
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speoifloatioD, bo that the dost, dirt, and oondenBation of moisture or imparities " woald 
" fall to the bottom without obstructing the entrance of gas, and its passage to and exit 
at the burner.'' 

Bovey obtained a patent, February 8, 1870, for an improYement in sediment chamber 
for lamp •posts, wherein he claimed " the sedimeut chamber, constructed separately 
from the lamp-post, to be used in combination with such post, and with the service-pipe 
and gas-pipe.'' 

This claim differed from that of Graham, in the fact that Borey's sediment chamber 
was to be constructed separately from the lamp-post, whereas that of Graham's was an 
enlargement of the foot of the lamp-post. Nevertheless, the invention and claim of 
Graham's was broad enough to include a sediment chamber at the foot of the lamp- 
post, and therefore to cover and control the modifications of Bovey. 

Bovey's invention could be construed at most to be an improvement upon Graham's. 

Graham now makes application for another patent, in which he shows a sediment 
chamber constructed separately from the lamp-post, but claims, ** the sediment chamber 
B, or any equivalent device, substantially as and for the purposes specified.. 

It is manifest that Bovey's device is the equivalent of that shown in Graham's pres- 
ent application, but it is equally plain that the device shown in Graham's patent of 
May, 1869, is also an equivalent for it. The present claim cannot therefore be allowed. 
A broad claim for a sediment chamber can only be obtailned by a reissue of the patent 
of 1869. (See L. «7. Atwood, Commissioner's Decisions, 1869, p. 9&) 

The only claim which Graham can make upon the chamber shown in the present ap- 
plication is to a detachable chamber or a chamber constructed separately from the post. 
This he has not claimed, and, as he can obtain no patent for that which he has claimed, 
the interference should not have been declared. 

To prevent further waste of time and money, however, I may say that I am of opin- 
ion that Bovey must be held to be the first inventor of the chamW constructed sep- 
arately from the post. Graham's original idea was of an enlarged post or of a sleeve 
or reinforce for the purpose of closing up the slot in the ordinary lamp-post. He says 
that he made sketches of and spoke of the use of a separate sediment chamber : but 
these were mere experimental sketches, finally thrown aside when Idie enlarged post 
was adopted. It would be most unjust to permit an inventor of a device to come in 
after improvements bad been invented by others, and set up every crude step in his 
experiments as evidence that he had anticipated every improvement. Such a practice 
would go far to check all improvement. 

The inventor may make many trials, in different directions, before he hits upon the 
preferred path. Others coming after him may follow other leads, and may devise and 
perfect other means of attaining the same result. When these have been completed 
and patented, the first inventor cannot be permitted to come in and say that he once 
entered upon that road, but failed or neglected to follow it up. (See also Cole vs. Loud, 
Commissioner's Decisions, February, 1870, p. 6 ; Browne vs. Ludlow, ibid,, March, 1870, 
p. 18.) 

Priority of invention of the separate chamber is therefore awarded to Bovey, and the 
decision of the board of examiners-in-chief is reversed. 



Jos. B. BoYEB, Administrator of O. C. Evans, deceased. 

Uxtension, 

October 26, 1870. 

lu the matter of the application of Joseph E. Boyer, administrator of O. C. Evans, 
deceased, for the extension of letters-patent for Improvement in Spading Machines, 
granted in November 4, 1856. 

Fisher, Commissioner : 

It appears that letters-patent were granted to Evans, the patentee, in England, which 
were dated December 17, 1855, sealed May 27, 1856, and which expired December 17, 
1869. Under similar circumstances I held, in the cases of Robert Mushet, (Commis- 
sioner's Decisions, September, 1870, p. 43, and W. E. Ward, Commissioner's Decisions, 
October 6, 1870,) that an extension could not be granted. 

In the case of Mushet it was a foreign inventor, and in the case of Ward an Ameri- 
can inventor, who were seeking the extension ; but in both cases letters-patent 
were first obtained in the foreign countrj'. Section 25 of the act of July 8, 1870, is as 
follows : ^' That no person shall be debarred from receiving a patent for his invention 
or discovery, nor shall any patent be declared invalid, by reason of its having been 
first patented or caused to be patented in a foreign country ; providing the same shall 
not have been introduced into public use in the United States for more than two yean 
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prior to the application, and that the patent shall expire at the same time with the 
foreign patent, or, if there be more than one, at the same time with the one haying 
the snortest term : hut in no case shall it be in force more than seventeen years." 

I was and am oi the opinion that the policy which Congress plainly declares in this 
section is that if a foreigner obtains a patent in his own country, and permits it to 
expire there, it shfJl also expire in this country, so that the right to use tne invention 
without liability to the inventor shall be simultaneous in this and in the most favored 
foreign nation. Therefore, while I held that the section did not shorten the term of 
patents already granted, I also held that it did prevent the extension of such patents 
when the original term expired. It would, I conceive, be a manifest impropriety to 
grant to a patentee seven additional years of protection, when the fact has been 
brought home to me that he drst patented his invention abroad, and that his foreign 
]>atent has expired. Whether the section in question does or does not actually forbid 
the extension, it so clearly declares that the American patent shall not survive the 
death of the prior foreign patent that a decent respect for the declared policy of the 
legislature would determine an officer, while exercising his discretion, to exercise it in 
accordance with that policy^ and not in opposition to it. 

It is urged, however, that Congress intended only to reach the case of the foreign 
inventor who first patented his invention in his own country, and that they did not 
intend to put the American inventor who obtained a patent abroad in a worse position 
than if he had obtained no patent at all in a foregin country. It is said, with much 
force, that if the American patentee had not obtained an English or French patent- 
the invention would be free m those countries, even during the lifetime of his original 
patent; and that the fact that it was free there would be no bar to the grant of tat 
extension. 

This may be true, but we have no means of Judging of the intention of Congress in 
this case except by the language employed in the declaration of their will. The language 
of the statute is, ** first patented, or caused to be patented, in a foreign country." This, 
by its terms, includes American citizens as well as foreigners, who first take out a 
patent abroad. The term " patented " may well be construed as applying to foreigners 
obtaining patents in their own country, and the phrase ** caused to be patented " to 
such persons, not citizens of the same country, including Americans, as should cause their 
inventions to be introduced or patented there. It does not include either foreigners or 
citizens who first obtain their patents in this country. It was supposed that American 
inventors would first obtain tneir patents here, in which case they would not have 
been within the terms of the section, but if, on the other hand, they chose to obtain 
patents abroad before doing so in their own country, they were to be placed upon the 
same platform as the foreign patentee. 

It is reasonable to suppose that the inventor will follow up his earliest patent with 
the greatest vigor, and that, other things being equal, he will protect his invention first 
in that country where he expects to make most use of it. if. therefore, the American 
inventor chooses to exhibit this preference for a foreign coun^, and to give them the 
first information respectii^ his invention, and the eaniest opportunity of using it, the 
law makes no distinction between him and the foreign inventor who obtains nis first 
patent at home. 

For these reasons I affirm the doctrine in the Mushet and Ward cases, and the exten- 
sion is therefore refused. 



A. Smith and H. Skinneb. 

Extension. 

October 26, 1870. 

In the matter of the application of A. Smith and H. Skinner for the extension of letters- 
patent for an Improvement in Power Looms, granted them November 4, 1856. 

Fisher, Commissioner : 

In this case I find a valuable and very ingenious invention, for which the inventors 
have not been adequately remunerated ; I nnd that they have been diligent, and that 
the public interest would be served in the grant of the extension, by fostering a new 
and valuable manufacture now in its infancy and requiring further time and protec- 
tion for its full development. 

The only question which presents any difficulty arises firom the grant of foreign 
patents. In the cases of Ward and Boyer, I held that the grant of a foreign patent be- 
fore the issue of an American patent was fatal to the application for the extension of 
the American patent, if the foreign patent expired before the original term of the pa- 
tent sought to be extended. It is immaterial whether the American patent was applied 
for before the foreign patent or not. That was important under the first laws, but no 
such distinction exists under the act of 1870. 
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This inyention was patented in England, France, and Belgiam on October 17, 1856, 

?rior to the grant of the American patent, and the English patent has already expired, 
'his point is fatal to the present application. 

In addition to this, the applicants have failed to set forth in their statement " the 
ascertained value of the invention.'' It is trae they have furnished proof upon this 
point, and proof which, if it had been supported by the statement of applicants as re- 
quired by law, might have been sufficient ; but the law requires the ascertained value 
of the invention to be set forth in the statement, and the effect of this omission has 
been the frequent subject of decision in this office. (See Simon Ingersoll, Commis- 
sioner's Decisions, April, 1870, p. 11 ; and Albert A, Grayf ibid , September, 1870, p. 25.) 
The extension must be refused. 



CHRISTOPnER Amazeen. 
Extetision, 

October 26, 1870. 

In the matter of the application of Christopher Amazeen for the extension of letters- 
patent for Improvembnt in Machinery for Operating the Pawl Cases of Ships' 
Windlasses, granted him November 4, 1856. 

Fisher, Commissioner : 

This is a case of an application for an extension, with opposition, which has been 
very carelessly prepared on both sides. 

Rule 71, Edit. July, 1870, requires any person who intends to oppose an application 
for an extension to give notice of such intention to the applicant. This is the act by 
which he becomes a party to the case and entitled to notice of the taking of testimony 
on the part of the applicant. It is not sufficient to file this notice of opposition in the 
Patent Office. It must be served upon the applicant or his attorney, and proof of sach 
service must be made. 

Rule 75 requires any person opposing an extension to file his reasons of opposition 
in the Patent Office at least twenty days before the day of hearing. This is sometimes 
confounded with the notice of opposition, but it is quite a different thing. The one is 
the act by which an opponent makes himself a party to the case ; the other is the 
pleading by which he announces the grounds of the opposition of which he has already 
given notice. 

In the present case reasons of opposition were filed in the office on September 8, but 
no notice of opposition was served upon applicant or his attorneys until September 29, 
when a notice was given that testimony would be taken at the office of one Francis F. 
Newkirk, notary public. No. 711 Walnut street, (2d story front,) Philadelphia, " on 
behalf of James T. Bradshaw, opposing the extension of Christopher Amazeen's patent.'' 
One service of this notice was accepted on September 29, 1870, by the attorneys of 
Amazeen. The testimony was taken on the day appointed and at No. 711 Walnut 
street, Philadelphia, but there is no evidence that it was taken at the office of Newkirk. 
On the contrary it was taken by another notary, one James A. Connor. On September 
30 and October 1, the two days following the service of the notice upon the attorneys 
of Amazeen, he proceeded to take testimony in Boston, without giving any notice 
whatever to Bradshaw or his attorney. 

The depositions on both sides must be excluded. The notice of contestant was that 
he 'W'ould take testimony at the office of Newkirk. He was bound to do so, and in the 
absence of the applicant any variation in time or place was made at his peril, and was 
fatal. If Amazeen had been present he might have agreed to change both time and 
place. In his absence both were to be strictly adhered to, and the magistrate's certifi- 
cate should show that there was no departure. On the other hand, immediately upon 
the service of the notice to take testimony, which also served as a notice of opposition 
on the part of Bradshaw, he was entitled to notice of the taking of any testimony on 
the part of applicant. I cannot, therefore, receive the ex parte affidavits presented by 
Amazeen, ancL by their exclusion he is left without testimony. 

The invention is, however, very trifling in merit, and it appears that the applicant 

?arted with his interest in the whole patent within less than a year after it was granted, 
'his is not the diligence which the law contemplates. 
The extension must be refused. 
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W. G, Creamer. 
Extension, 

October 27, 1870. 

In the matter of the application of W. G. Creamer for the extension of letters-patent 
for Improvement in Railroad Car Brake, granted November 4, 1856. 

Fisher, Commissioner : 

The invention consists of mechanism whereby the ordinal^ brakes of a railway 
train can be operated by the engineer, withoat interfering with their application in 
the usual manner by the brakemen. A spring attached to the ordinary brake shaft, 
and wound up by the brakeman, is released by the bell cord extending to the locomo- 
tive. In this manner the engineer may instantly apply the force of the spring to all 
the brakes in the train. 

This contrivance is ingenious and valuable. It proceeds upon the theory of a force, 
which may at any moment be applied to the brakes, but which is held in reserve until 
needed, and then released by power transmitted through the medium of the ordinary 
signal cord. 

Applicant, however, obtained a patent covering this idea in December, 1853. The 
mechanism is somewhat different, but the principle is substantially the same. A re- 
serve force is provided to be released by the bell cord, and the claim covers the connec- 
tion of the cord with the operating mechanism. The tirst claim of the present patent 
is nearly as comprehensive as that of the patent of 1853, and the effect of the patents 
has been to give to the applicant protection for seventeen years for the valuable fea- 
tures of his invention. This is the lifetime of a patent as now granted without privi- 
lege of extension. From this invention he has realized a profit which, fairly estimated, 
is equal to $80,000, amd in my judgment he ought now to be content to enter the mar- 
ket as a competitor with other manufacturers. 

The extension is refused. 



Matthew A. Crooker. 
Extension. 

October 27, 1870. 

In the matter of the application of Matthew A. Crooker for the extension of letters- 

Satent for Improvement in Arrangement of Buckets of Paddle-wheels, granted 
ctober 28, 18C5. 

Fisher, Commissioner : 

In this case the extension must be refused for want of novelty in the invention 
claimed. The paddle-wheel of Davidson, ffiven as a reference by the examiner, an- 
swers the claim of applicant, and corresponas exactly to the device which he describes 
for a single engine, the arrangement of the buckets being precisely the same as that 
set forth as an equivalent of the preferred form of his invention. 

The extension is refused. 



J. H. Darlington and William Piper. 
Extension. 

October 27, 1870. 

In the matter of the application of J. H. Darlington and William Piper for the exten- 
sion of letters-patent for Improvement in Diaphragm Fluid Meter, granted 
November 11, 1856. 

Fisher, Commissioner: 

The patentees made some twenty-five meters in 1857, since which time they have 
done nothing with their invention, except to sell three-fourths of it for a nominal sum, 
the amount of which is not even named in their statement. 

They say of their own and all other instruments of this kind, that '' of all the water 
meters that have been made and patented down to the present time, we do not know 
of any that are in use to any extent for measuring water." 

This raises a strong presumption against the value of the present Uivention, and 
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warns the Commissioner not to plaoe, by its extension, a barrier in the way of fatore 
improYoments that may ntilize mechanism of this class. 

Allusion is made in the argument of applicant to the fact that patents are now 
j^lT&nted for seventeen years, as vesting some species of right in applicant to the exten- 
sion of his patent. It is sufficient to say that it was easy for Congress, if it had been so 
disposed, to extend all existing patents for three years, and to cut off all other exten- 
sion. They have not done so, but have left all patents granted prior to March 2, 1861, 
to the operation of the former laws, upon conditions which have just been reaffirmed 
in the act of July 8, 1870. This disposes of any presumption that they intended that 
all existing patents should be extended. 

The extension is refused. 



Samuel Mobbill. 

JExtension, 

October 27, 1870, 

In the matter of the application of Samuel Morrill for the extension of letters-patent 
for Improvbmkkt in Clothes Drybrs, granted November 11, 1856. 

Fisher, Commissioner: 

This invention is not of the highest order of merit, but the testimony sustains its 
utility and the examiner affirms its novelty. The patentee has been diligent, and, 
without fault on his part, has realized a very small sum from his patent. At the most 
moderate estimate of the time, ingenuity, and expense involved in his invention, he has 
not been sufficiently remunerated. 

An extension will be granted. 



P. MiLLSPAUGH. 

APPEAL FROM EXAMINERS-IX-CIIIEF. 

October 27, 1870. 

In the matter of the application of P. Millspaugh for letters-patent for iMrROVEMENT 
IN Instrument for Testing Oil and other Burning Fluid. 

Fisher, Commissioner : 

Applicant claims " an instrument (for testing the temperature at which burning 
fluids will evolve explosive vapor) provided with a long glass receptacle for the liquid, 
and a thermometer completely surrounded thereby and submerged therein, the said 
thermometer being thus entirely uninfluenced by external causes, but furnishing an 
exact and unerring exponent of the heat of the fluid, all as shown and described.'' 

The references snow various instruments consisting of the same essential parts, to 
wit, a receptacle for tiie oil, a thermometer, and a heating apparatus below. One of 
these, that of John Tagliabue, shows a receptacle in which the thermometer is immersed 
for fully one-half of its entire length. It is a matter of doubt whether there is any 
appreciable difference between the test afforded by such an instrument and that of ap- 
plicant. 

Applicant admits that under certain conditions it may be infinitesimal ; and under 
any circumstances it is a difference in degree only, unaccompanied with any change in 
the operating principle upon which patentability can be predicated. 

The decision of the board of examiucrs-in-chief is affirmed. 



Charles Powell. 

appeal from examiners-in-chief. 

October 27, 1870. 

In tbe matter of the application of Charles Powell for letters-patent for an Improve- 
ment in Shaft Coupling. 
Fisher, Commissioner : 

Applicant makes two claims, as follows : 

" 1. A pair of clips BB, constructed with lateral conical eyes combined with the de- 
tachable tapering bolts DD, so as to prevent all tendency of the clips to slide along 
the axle, or to be warped from their true relative position, as set forth. 
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"2. The lever F, pivoted to tbe axle at a point eqaally distant from the joints of 
rods £y combined with the catch H, sliding on said rod E, said lever and catch being 
elastic and taking np any slack caused by looseness in the pivot, as well as placing 
and holding the rods E in their desired relative position, all as set forth." 

To the first claim there are three answers : 1. The model of Binney, one of the refer- 
ences, shows conical eyes and detachable tapering bolts. 2. The specification describes 
^* cylindrical or tapered bolts fitted to cylindrical or tapered eyes in the clips/' The 
claim being constrned by the sj^eciflcation, it is manifest that, by the declaration of 
the patentee, a cylindrical bolt is, for his purposes, the equivalent of a tapered bolt. 
Snch a cylindrical bolt is shown in the other reference. 3. Tapering bolts in conical 
eyes are common, especially in pitman connections for harvesters, and their applica- 
tion to a shaft coupling involves no invention. 

To the second claim the answer Is that an equivalent device is found in both refer- 
ences, and in France's coupling the device is a better one than that of applicant. 

The decision of the board of examiners-in-chief is affirmed. 



Junius Schenck vs, John P. Kider. 
Interfermce. 

MOTION. 

October 27, 1870. 

In tbe matter uf tbe iuterfereiice between the application of Junius Schenck and the 
letters- patent of John P. Rider for Improvemknt in Flkxible Hose andTubixo. 

Fisher, Commissioner : 

This is a motion by John P. Rider, the substance of which is stated as follows by his 
attorney : 

** I am in receipt of your letter dated September 29, 1B70, conveying information that 
in the case of interference between John P. Rider's claims and those of Junius Schenck, 
for improvement in the manufacture of flexible hose tube or pipe for conveying fluids 
under pressure, upon which a preliminary hearing was appointed for the 26th day of 
September, 1870, tbe question of priority has been decided m Schenck's favor, but that 
his (Schenck's) right to a patent is denied because of forfeiture by reason of public use. 

*^A1so that an appeal may be taken from this decision within thirty days. 

" 1 respectfully except to the action of the office on the following grounds : 

" 1. It states that there was an interference, when I had received no notice of an in- 
terference, and indeed no interference was declared. 

** 2. It states that a preliminary hearing had been appointed for the 28th of Septem- 
ber, 1870, whereas no notice of such hearing was given, and therefore no appearance 
was made in behalf of Rider. 

" 3. It is an ac\judication of priority of invention in favor of Schenck when there was 
no trial, no evidence, no parties to a suit. 

" 4. It fixes a limit of appeal, whereas there is no appealable action. 

** I respectfully request that such disposition may be made in the case as may be 
deemed due to me in the premises." 

The facts are briefly as follows : Rider had a patent dated May 25, 186D, for which he 
made application January 14, 1869. Schenck applied for a patent September 10, 1870. 
The parties were notified in the usual form, that ** another party " claimed to be the 
original and first inventor of the improvement claimed. They were further notified to 
file, on or before September 20, 1870, and before any time should be set for taking tes- 
timony, a statement under oath, giving the date and a detailed history of the inven- 
tion of each, as required by Rule 53) edition July, 1870. 

Under this notice Schenck filed a statement to the effect that he made the invention 
in dispute '* during or prior to March, liS68." He further swore that, on May 20, 1868, 
the firm of Benedict, Torrey & Twombley, by whom he was employed, gave an order 
to their factory superintendent, instructing him to make all fire-hose after his inven- 
tion, and that since said date, all the fire-hose manufactured has been made like the 
invention in controversy. 

From this statement it became evident that the improvement in question had been 
in public use and on sale for more than two years prior to September 10, 1870, the date 
of Schenck's application. He could receive no patent, and the only and obvious course 
was, to dissolve the interference and reject Schenck upon his own affidavit. This was 
done by the examiner of interferences ; but, by mistake, the printed form of the notice 
actually sent to the parties, recited that priority of invention was decided in Schenck's 
favor, but that his right to a patent was denied, &c. 

No snch adjudication was in fact made, or could be made upon the record as it stood. 
The object of the preliminary statement is to serve as a pleading, in which each 
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party, iu ignorance of his opponent's case, sets forth the date and history of his own 
invention. This he must know better than any one else, and he will be held to make 
a fall and accurate disclosure, without evasion or reservation. He must distinctly state 
the date which he proposes to prove as that of invention, and he must set forth the 
character of the sulwtantive act of invention, upon which he proposes to rely. If he 
fixes upon one date for his invention and then calls witnesses to fix another, such proof 
will be rejected, or will be viewed with the greatest suspicion. It is proposed to put an 
end to the practice, which it is to be feared has prevailed to too great an extent, of striv- 
ing on each side to learn an opponent's date of invention, only to manufacture such 
proof as may be necessary to fix an earlier time. 

The practical value of such a statement in other respects is illustrated by instances 
like the present, where the applicant shows, by his own narrative, that he can have no 
patent, because his invention has been on sale for more than two years prior to his ap- 
plication ; or, as in the cases now of frequent occurrence, where one party in his state- 
ment fails to place his date of invention back of the record date afforded by the filing 
of his opponent's ax>plicatiou. In all such cases there is evidently no occasion for testi- 
mony, and the expense and unavoidable delay of an interference is saved to both par- 
ties. 

But while the statement, when offered, must be accepted as against the party making 
it, it cannot, by a well-known rule of law, be accepted as evidence in his favor or as 
against the other party. His opponent is in no way bound by his statements. He may 
deny them aJl ; and, if he chooses and it becomes material to his interests, he may even 
deny that the invention of his rival has gone into public use, notwithstanding the ad- 
mission. The only effect of the statement is, first, to establish that both parties, by their 
own showing, are prepared to go back of the record evidence ; and second, to fix a date 
which the parties may be held to prove, but which they cannot anticipate. Sometimes 
it will happen that the party who has a patent, or who has made the older application, 
will not choose to file any statement. This is equivalent to the declaration that the 
date of his application is the date of his invention. It will not prevent the declaration 
of an interference, for the burden of proof being still on the other party, he must put 
himself back of the prior application, not only by his statement, but by his proof. 
The proof may be challenged by the first applicant, who may attack it, either by cross- 
examination, or by affirmative proof in the nature of rebuttals, and this although he 
will not be permitted to offer proof himself that his own invention was earlier than his 
application. 

An interference exists whenever there are conflicting claims. It may be better for 
the sake of convenience, however, to designate the proceedings prior to the fixing of 
the time for taking testimony as a ** preliminary interference/' and the judgment of the 
examiner upon the statements as ** an examination," rather than a hearing. In point 
of fact the statements will be first examined by the examiner in charge of interferences. 
If, in his judgment, they are insufficient, or indefinite, or .evasive, he will return them 
for correction. When they are complete he will make his order upon them. If either 
party is dissatisfied, he may request a hearing in the presence of the other, which will 
then be appointed. If the judgment of the examiner dissolves the interference, it may 
be appealed from as in other cases. If he decides that there is a prima facie interfer- 
ence, and fixes the times for taking testimony, there will be no appeal, (except to the 
Commissioner, as in all cases arising upon executive matters,) until he shall have an- 
nounced a decision upon final hearing and proofs. 

In the present case I am informed that the record correctly shows the action of the 
examiner, and that no further action by the office is necessary. 



W. H. King and J. Rowland. 

APPEAL FROM EXAM IKE RS-IN- CHIEF. 

October 28, 1870. 

In the matter of the application of W. H. King and J. Rowland for letters-patent for 
Improvemeni' in Device for Suspension of Window Sash. 

Fisher, Commissioner: 

Applicants claim " curved inclined planes in combination with the springs J J, shafts 
H H, and sleeves 1 1, constructed and operated in the manner and for the purpose 
shown." 

The reference is to a straight inclined plane, in combination with springs, but with- 
out the shafts and sleeves shown by applicants, by which the springs are applied with 
economy of space and certainty of result. This aoes not anticipate the combination 
claimed. 

The decision of the board of examiners-in-chief is reversed. 
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Robert N. Eagle. 

APPEAL FROM PRIMARY EXAMINER. 

October 28, 1870. 

In the matter of the application of Robert N. Eagle for letters-patent for Improve- 
ment IN Boxes for Blacking, &c. 
Fisher, Commissioner : 

This is an appeal from the primary examiner, under rale 44. 

The invention of applicant consists in placing a follower or perforated diaphragm on 
the top of the blacking or soap in an ordinary box. This follower may consist of a 
circular disk of wire cloth, or of a disk of tin, perforated in whole or in part, or pro- 
vided with radial slits, or, generally, so arranged that the bristles of the brush and the 
water may penetrate the interstices and take up a sufficient quantity of the soap or 
blacking, while the ordinary scooping out of the material in the center of the box is 
prevented. He shows five forms of disks in his drawings, one of which has perforations 
around the circumference, and is provided with raised points or ridges near the center, 
for the purpose of softening the brush and separating the bristles. 

He also showed three ways by which the disks may be retained in the box. 

He then makes four claims as follows : 

1. In combination with a box for containing pasty substances to be taken up by a 
brush, a follower, B, constructed substantially as shown, and for the purposes set forth. 

2. The follower B, when roughened on its upper surface, substantially as shown 
and for the purpose set forth. 

3. In combination with the follower B, I claim the wire C, either secured to the bot- 
tom of the box, or to a plate C, substantially as set forth. 

4. The box A', when constructed with an annular series of projections d both upon 
the inside and outside of the rim, substantially as set forth. 

To this the examiner replies ** the drawing is found to contain boxes of various forms 
and construction, which cannot be entertained in one application. A claim to some 
one form of the box or invention will be considered by erasing the others from the 
drawing, &c." 

In this broad statement the examiner is in error. The applicant describes a new 
genus, to wit, a box provided with a follower. He may fairly describe several species 
of this genus, and may make any claim that is generic in its character and includes 
them all. In addition to this, as the genus can only be illustrated by at least one of 
its species, he may select one of the embodiments of his invention for specific claims ; 
but he cannot found one claim on one species, and a second on another, a third on 
another, and so on. 

In the present case each form of the follower shown in the drawings is marked ** B." 
The claim is generic, and its terms equally include any one of the illustrations. It ap- 
plies to them individually and collectively. It is no objection to such a claim that 
there are several illustrations of it. 

On the other hand, the applicant cannot proceed to fonnd a claim upon a follower 
composed of wire cloth, and another upon a follower formed of perforated tin, &c. 
These are independent improvements in the species of the genus, and must be claimed 
in separate applications. As before stated, however, he may select one of them as the 
preferred species for the illustration of his invention in all its parts, and he may found 
upon that any specific claim that is applicable to it. In his second claim he has chosen 
to select Fibres 5 and 6, showing a follower roughened on the upper surface. These 
figures also illustrate the mode of retaining the follower in place, which forms the 
subject of the fourth claim. Having selected this form, he cannot claim the peculiari- 
ties of the other forms in this application ; and therefore his third claim, which covers 
another mode of accomplishing the result performed b^ the device which is the 
subject of the fourth claim, must be stricken out, or, if retained, the second and 
fourth claims must be eliminated. 



John B. Bead. 

Extemion. 

October 28, 1870. 

In the matter of the application of John B. Read for the extension of letters-patent 
for an Improved Projectile for Ordnance, granted October 28, 1856. 

Duncan, Acting Commissioner : 

The invention to which this application relates is an expanding wrought-iron sabot 
for elongated shot and shell. Various modes are suggested by which the hollow cylin- 



138 DECISIONS OF COMMISSIONER OF PATENTS FOR 1870. 

der conBtitaiiDff the sabot may be attached to the proleotile, but the preferred mode is 
by imbedding it more or less in the cast metal of which the latter is composed. The 
cylinder is made thin toward its free end, so that when the charge, which is partially 
enveloped by it, is fired, the cylinder will be expanded and forcM tightly against the 
walls and into the rifled grooves of the gun. 

From the examiner's report it appears that lead, molded into a similar form and 
similarly attached, had previously l>iBen proposed for an expanding sabot upon heavy 
projectiles. ' 

It is bevond qaestion, however, that Read prodnoed largelv superior results by the 
substitution of the wrought-iron ; and his experiments doubtless had much to do with 
demonstrating the feasibility of using the hard metals for the expanding sabots of rifle 
projectiles, and thus insuring the success of rifled ordnance of large caliber. His net 
receipts in excess of cash expenditures are about ten thousand dollars; but in stating 
this no allowance is made for nearly three years* time devoted to the conducting of 
experiments at a point distant from his place of residence, and for the consequent 
serious interruption of his professional practice. 

In view of the importance of the invention the inference is Justified that the peti- 
tioner has not been reasonably remunerated. This evidently is the Judgment of the 
Committee on Military Affairs and the Militia in the Senate of the United States, by 
whom at the last session of Congress a report was made upon a memorial of Dr. Read, 
asking for compensation for his invention, in which report they recommend an appro- 
priation of seventeen thousand dollars "as remuneration for the use of his [Read's] 
improvements, and as indemnity for his actual expenses in perfecting them, as well as 
for the time and attention devoted to them.'' 

Congress, as endowed with the supreme legislative function of the land, has an un- 
doubt^ right to vote any specified sum by way of compensation to an inventor, and, if 
it so choose, to take action in the premises without reeard to the diligence which the in- 
ventor may have displayed in his efforts to introduce nis improvements. But Congress 
has delegated no such power to the Commissioner of Patents. This officer is only 
authorized to extend a patent when he is satisfied, among other things, that the failure 
to receive reasonable remuneration has been without neglect or fault on the part of the 
inventor. I do not think the facts in the present case warrant this inference. The in- 
ventor, to be sure, displaced unusual diligence during the first four years of the patent, up 
to the time of the breaking out of the late civil war. But doing the progress of the war, 
at the very time when he should have been at work aiding the Government in the further 
experiments necessary to the full demonstration of the merits of the invention, and 
when his services in this direction would, from the very nature of things, have received 
from the Government immediate recognition and it is reasonable to believe, a measure of 
compensation fully equal to what under an^ circumstances he could be entitled to receive, 
at this important luncture, this harvest-time for inventors in this branch of improve- 
ments. Read witharaws from all connection witiithe Government under whose auspices 
his previous experiments had been conducted, and casts in his lot with the pretended gov- 
ernment of the rebellion. The very patent which he offers for extension bears upon it 
the certificate and seal of the patent office of the so-called Confederate States gov- 
ernment, affixed thereto in August, 1861 ; which shows that Read deemed it of more 
importance to prevent a forfeiture of his patent under rebel laws than to introduce 
his invention under the protection of the laws of that government which alone it was 
his duty as well as his interest to aid and obev. There can be but little doubt that if 
he had remained true to his country instead of espousing the cause of the rebellion, he 
would have been enabled, by reason of his established relations with the Government 
and the wide-spread introduction of his invention effected by the war, to derive from 
the original term of the patent an adequate remuneration for all the time, ingenuity, 
and expense bestowed u]>on the invention and its introduction into use. 

For his great mistake in this regard he has no one to blame but himself. The pre- 
sumption is that he intelligently resolved to forego the superior opportunities which 
he must have known a course of loyaltv would insure him, and with equal delibera- 
tion accepted the uncertainties in which his erratic course involved him. He cannot 
be permitted now to plead that this action involved no fault on his part, and that in 
thus deserting his country in her hour of peril he was guilty of no neglect of the rights 
secured to him by his patent. 

I am constrained to hold that his failure to receive the remuneration to which he 
deems himself entitled under his patent, has arisen mainly from his own fault and 
neglect, and I am therefore powerless to afford him the relief which he now asks. 

The extension must be refused. 
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George W. Morse. 

Uxtension. 

October 28, 1870. 

In the matter of the application of George W. Morse for the extension of letters-patent 
No. 15,995, for Breucii-loadino Fire-arms, and No. 15,996, for Improvement in 
Cartridges, both bearing date October 28, 1856. 

Duncan, Acting Commissioner : 

The great vidne claimed for this invention in the affidavits of some of the expert 
witnesses, is based upon a misapprehension on their part of the scope of the invention. 
Their declarations on this score are not supported by a careful inquiry into the state 
of the art at the time when the invention was made. 

But, not to dwell upon this point, there is a substantial reason on other grounds why 
the application for an extension of these patents should be refused. 

It appears from the record that the applicant was in the South during the late civil 
war. By way of explanation therefor an affidavit by his brother is filed at a late day, 
in which it is alleged that applicant at the breaking out of the war returned to the 
South from a temporary sojourn at the North, the luleged reason therefor being that 
his property and most of his family relations were in the Southern States ; and as an 
assurance of applicant's loyalty the affiant says that prior to his brother's departure 
for the South as aforesaid, he, the said affiant, exacted from him a solemn promise that 
under no circumstances would he allow himself to raise his hand against tne flag of his 
country ; and affiant further alleges his belief that his promise was kept, and that 
applicant neither took up arms against the Government nor in any way aided those 
who did. 

This testimony is insufficient to clear up the doubt and suspicion hanging over this 
case. For this purpose we should have the partv himself upon the stand. We should 
have a declaration, not of beliefe, but of actual facts. 

With the facts before us a reliable judgment might be formed as to whether appli- 
cant carried himself free from all contamination with the rebellion, and whether 
circumstances were such as to justify him in absenting himself from that portion of 
the country where alone he would have been in position to urge his improvements 
upon the Government at the time when, if the inventions were of real value and im- 
portance, he might reasonably expect to secure their trial and introduction. 

The burden of proof is upon the applicant to show due diligence. He must make a 
clear case before legally an extension can be granted. I am not in the present instance 
satisfied bevond reasonable doubt that the failure to receive adequate remuneration 
has been wholly without fault or neglect on applicant's part. The extension cannot, 
therefore, be granted. 



Egbert W. Sperry. 

Extension. 

October 28, 1870. 

In the matter of the application of Egbert W. Sperry for the extension of letters- 
patent Nos. 2,641 and 2,642, for Designs for a Knifb, Fokk, or Spoon Handle, 
granted April 30, 1867. 

Duncan, Acting Commissioner : 

The patents which it is now sought to extend are for designs, and were granted 
April 30, 1867, for the term of three and one-half years. The petitions for the extensions 
were filed respectively June 3 and May 31, 1870. 

The remonstrants object to the grant of the extensions on the ground, intm' alta, that 
under the existing law the Commissioner has no power to entertain the applications. 

The Commissioner's sole authority for extending patents is derived from positive leg- 
islative enactment, and in the exercise of this power he is bound to restrict his action 
to the exact limits established by the statute. The only parts of the new law relating 
in terms to this subject are the sections (63 and 67 inclusive) which provide for the ex- 
tension of patents for inventions or discoveries, and section 74, which enacts that 
** patentees of designs issued prior to March 2, 1861^ shall be entitled to extension of 
their respective patents for the term of seven years, in the same manner and under the 
same restrictions as are provided for the extension of patents for inventions or discov- 
eries issued prior to the 2d day of March, 1861.'' 

The patents now offered for extension, being patents for designs issued since the 2d 
day of March, 1861, do not come under either of these provisions, and consequently 
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the CommiasioQer has no power in the premises, nnleas, by reason of the fact that the 
applications were filed prior to the passa^^e of the present law, applicant thereby ac- 
qaired rights which are preserved to him by the repealing section of the law. 

The patent act of 1861 (section 11) gave the Commissioner power to extend design 
patents. The repealing section of the act of July 8, 1870, contains the proviso that 
the repeal of the existing laws relating to patents " shall not affect, impair, or take 
away any right existing under any of said laws.'' The rights here referred to would 
seem to be such rights only as may form the basis of a snit at law or in eqaity, the 
further language of the proviso being as follows : *' but all actions and causes of ac- 
tion, both in law and in equity, which have arisen under any of said laws, may be 
commenced and prosecuted, and if already commenced m%y be prosecuted to final 
judgment and execution, in the same manner as though this act had not been passed.'' 
Manifestly the rights here contemplated can have no relation to the right of an appli- 
cant for an extension to have his case examined and acted upon by the Commissioner 
of Patents. This right, as existing in cases pending at the time of the passage of the 
new law, does not appear to have been preserved by the proviso quoted. 

Neither has applicant any rights preserved to him by the second proviso of the re- 
pealing section of the new law, which is in these words, viz : '' That all applications for 
patents pending at the time of the passage of this act, iu cases where the duty has 
been paid, shall be proceeded with and acted on in the same manner as though filed 
after the passage thereof." While this proviso may fairly be construed to cover appli- 
cations for extensions, as well as for original patents and for reissues, yet manifestly 
it cannot include auy class of cases over which, if filed subsequently to the passage of 
the act, the Commissioner could not assume j urisdiction. The present cases fall within 
this last category, and cannot, therefore, be subject to the operation of the proviso. 

There would seem, therefore, to be no power vested iu the Commissioner to grant 
the extensions asked for, even if applicant had furnished satisfactory evidence upon 
the various questions involved in every extension, and in which the burden of proof is 
thrown upon the party making the application. In point of fact no ascertained value 
of the inventions is shown, and applicant has utterly failed to show that the lack of 
remuneration has been without neglect or fault on his part. 
The extension must be refused. 



J. D. Michael vs, J. Kenney, Sr. 
Interference. 

APPEAL FROM EXAMINKR8-IX-CII1EK. 

October 29, 1870. 

In the matter of the interference between the applications of J. D. Michael and J. Ken- 
ney, sr.| for letters-patent for Improvement in Fire Kindler. 

Fisher, Commissioner: 

Kenney proved, in direct testimony, certain conversations and directions with rela- 
tion to an apparatus for kindling fires, but his proofs failed to fully identify the inven- 
tion as the one in controversy. 

Michael subsequently proved the date of his invention to be November, 1868. 

Kenney, in rebutted, recalled his witnesses, who then fully identified his invention. 
This was not properly rebuttal testimony ; but no objection was made to it by Michael, 
who was present, and who not only cross-examined one of the witnesses, but subse- 
quently recalled him, thus making him his own. At this time Michael asked him if 
Kenney had ever used a fixture for lighting fires by gas previous to November, 1868, 
(the date of his own invention :) to which the witness replied, *^ 1 don't know whether 
Mr. Kenney used one but I used the one I constructed by his direction previous to that 
time." In cross-examination Michael had previously asked this same witness the fol- 
lowing question, ^* How many of these fixtures for fighting fires by gas were made by 
Mr. Kenney or by his friends T" to which he made answer, " I do not know of any but 
the one I made myself. The Exhibit A is a fair representation of the fixture I intended 
to make at that time." 

I agree with the examiners- in-chief that this testimony having been taken without 
objection from Michael, either at the time of examination or at the hearing, the objec- 
tion that it was not properly rebutting evidence must be understood to be waived ; 
a fortiori f since Michael cross-examined and even recalled the principal witness. No 
principle can be clearer than that he cannot now throw aside his own examination. 
From the answers of the witness when under cross-examination, and when recalled, it 
is obvious that even if the direct examination be rejected, sufficient evidence remains 
to establish the priority of Kenney's invention. 

The decision of the board of examiners-in-chief is affirmed. 
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Joseph W. Hopkins vs. Charles B. Hardick. 
Interference, 

APPEAL FROM KXAMINERS-IN-CHIKF. 

November 2, 1870. 

In the matter of the iatorference between the letters-patent of Joseph W. Hopkins and 
the application of Charles B. Hardick for letters-patent for Improvkmknt in Pumps 
FOR Air. 

Fisher, Commissioner : 

The examiner in charge of interferences and the examiners-in-chief have found that 
Hopkins was the inventor of that which ho has claimed in his patent, but that Har- 
dick was the inventor of the combinations claimed by him, into which the detachable 
bonnet entered as an element ; in other words, that Hopkins was the first to invent the 
independent valve-seat and the guide-bar, while Hardick was the first to combine both 
with a detachable cover. 

After an examination of the testimony, I think that the concurrent conclusion of 
the two tribunals who have already passed upon the question is fully sustained by the 
evidence. Hardick and his witnesses distinctly testify to the directions given to Hop- 
kins as to the feature of the cover, and neither Hopkins nor his witnesses deny this. 
It is not, therefore, a case of oath against oath. There is absolutely no testimony on 
behalf of Hopkins in relation to this feature of the invention. On the other hand, the 
earlier drawings of Hopkins clearly show the valve-seat and guide-bar. 

The anion of these two features with the removable cover is a legitimate combina- 
tion, and the testimonv shows it to be the invention of Hardick. 

In view of the relation of the parties the presumption of invention is with Hardick, 
the employer, rather than with Hopkins, the workman employed to put the concep- 
tions of Hardick into shape. This presumption is wise and necessary, and is fully sus- 
tained by the adjudicated cases. (Agawam Co, vs. Jordan, 7 Wall., 583 ; Blandy vs. 
Griffith,^ Fisher, 609.) 

The decision of the board of examiners-in-chief is affirmed. 



Cyrenus Wheeler, Jr., m. G. M. Peters. 
Interference. 

APPEAL FROM EXAMINERS-IN-CIIIEF. 

^^ovember 2, 1870. 

In the matter of the interference between the application of Cyrenus Wheeler, jr., and 
the letters-patent of G. M. Peters, for Improvement in Harvesters. 

Fisher, Commissioner : 

There were originally four parties to this interference, Wheeler, Peters, Brown, and 
Rockafellow. Of these. Peters and Rockafellow have received patents, and Brown was 
allowed a patent, whicn has been forfeited by non-payment of the final fee. Wheeler 
filed a caveat in J une, 1865. He refiled it by an additional payment in 18C6, and again 
in 1867. This is sometimes erroneously called a renewal of a caveat. It is in effect a 
new filing. The law gives effect to a caveat only for a single year, and makes no provis- 
ion for an extensiou or renewal of the term. As, however, it does not declare that one 
caveat only shall be filed for each invention, it is within the power of the caveator to 
file as many as he pleases, and therefore as fast as one expires he may file another. 
This is usually done by a payment of a new fee and the adoption of the old papers, as 
the papers for the new caveat ; but, as before remarked, it is in legal effect a new, 
independent caveat, having but a single year to run, and relating back only to the 
date of the payment of the fee. 

The claims of the patents issued and allowed to the other contestants were limited 
to the specific mechanism described in each, and which was different from that shown 
in Wheeler's caveat. No notice was therefore given to him of the pendency of their 
applications, because, so far as could be seen, there was no conflict. If Wheeler in 
making application had made claims covering only his own devices, and as limited in 
their scope as those of the other contestants, there would have been no interference. 

In May 3, 1869, however, nearly a year after the expiration of his last caveat, and 
nearly sixteen months after the grant of Peters's patent, Wheeler made application for 
A patent, with a broad claim which covered not only his own device but those of 
Brown, Peters, and Rockafellow. This led to the interference. Since the decieion of 
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the examiner in charge of interfereooes, Brown and Rockafellow have withdrawn ' 
leaving only Peters and Wheeler before me. 

It appears that Peters made his invention in the fall of 1867, applied for his patent 
in December, 1867, and received it January 14, 1868. 

Wheeler made his invention in the harvesting season of 1865, when he tried an experi- 
mental machine and filed a caveat. He did nothing else, except to file the caveats of 
1866 and 1867, which were precisely the same as that of 1865, until he filed his applica- 
tion of 1869. It is tme that his machine as applied for is somewhat different from 
that described in the caveat, but as no proof is offered as to the date of the changes, 
the presumption as to the time at which they were made does not reach back of the 
date of the application. ( White vs. Allen, 2 Fisher, 440; Wing vs. Bickardaon, iMd.. 535.) 

The case presented is, tnerefore, that of an inventor who has made an improvement, 
but who has delayed for four years to make application for a patent for it, during which 
time a more diligent man has made the invention, applied for and obtained a patent. 
This, under the authority of the cases cited in MeClure vs. Miller 4' Maetm, Commis- 
sioner's Decisions, September, 1870, p. 59, is conclusive against the applicant. The 
caveat does not help him. It may be evidence that he did not mean to abandon the in- 
vention, but the right to a patent in such cases is denied, upon the ground of lack of dili- 
gence, or laches, and not of abandonment. He was not entitled to notice under his 
caveat. It did not operate as notice to the other applicants. It was a secret proceed- 
ing which conld only benefit him if diligently followed up by the completion of his 
invention and the filing of his application. 

The decision of the board of examiners-in-chicf is affirmed. 



R. W. English. 

ilPPKAL FROM PRIMARY BXAMINBR. 

November 2, 1870. 

In the matter of the application of R. W. English for the registering of a Trade-Mark 

FOR Brooms. 

Fisher, Commissioner : 

Applicant offers for registration three labels in the following form : " R. W. English's 
X Broom, Buffalo, N. Y. Order English's X Brooms.'' The others are precisely the 
same, except that in one the character XX, and in the other XXX, are substituted for 
the '*X" in the first. He describes his trade-mark as consisting of the letter X, but 
proposes to use a greater numl>er of such letters to designate tne various grades of 
brooms, e, g. : X, XX, and XXX, being used to designate &st, second, or third quality 
brooms. 

The examiner says, " The label filed hss no new or peculiar characteristic to make it 
a lawful trade-mark. The letters used in printing it are of the ordinary kind, set up 
in a common way, and the letter X, used to express quality, is commonlv used for this 
purpose by all liquor dealers, particularly for marking the qualities of iJe." 

The question with reference to trade-marks is not whether the particular mark is 
new in its application to goods of all kinds, but whether it is new in tne special applica- 
cation proposed for it In the case of this species of property a double use is permis- 
sible. The fact that a mark has been used for a bottle is no bar to its use by another 
for a broom, or by another for dry goods, or by another for an agricultural implement, 
or for hardware. One man may choose to call his knives ** XL " knives, and another 
his baskets '* XL" baskets. The use of this mark in no way implies that the baskets 
were made by the manufacturer of the knives, or vice versa. 

The letter X, when employed to denote a particular article of manufacture, being in 
no way descriptive, but a new arbitrary character which may, when adopted and used, 
indicate the origin and ownership of the goods to which it is applied, may well con- 
stitute a proper trade-mark. The use of such a mark for ale, as has been already in- 
dicated, would in no way bar its use for brooms ; and upon this point the decision of 
the examiner is reversed. 

In my opinion, however, the marks XX and XXX are as distinguishable from X as 
the latter is from Y to Z, or any other character. If it is desired to register them so as 
to protect them, they mast be registered as independent marks. Applicant can have 
no exclusive right to the nse of the letter X, nor can it be conceded that the multi- 
plication of the letter is an ordinary mode of indicating quality. For such purpose the 
use of more than one letter is as arbitrary as the selection of the letter itself. If it 
were otherwise, the effect would be to destroy the validity of the trade-mark, which is 
founded upon the assumption that it is an arbitrary character without ordinary signifi- 
cation. 
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Robert G. Ransome, James E. Ransome, aud Wm. D. Sims, execators 
of Robert Ransome, deceased. 

iMOTION. 

November 3, 1870. 

Iq the matter of the application of Robert C. Ransome, James E. Ransome, and William 

D. Sims, of Ipswich, England, executors of the estate of Robert Ransomo, deceased, 

for letters-pate ut for an iMrRovEMENT in Inkstands. 
Fisher, Commissioner : 

In this case applicants produce the letters testamentary issued to them in England, 
but produce no ancillary letters of administration issued by a court of probate in the 
United States. 

The question of the validity of such foreio^n letters is so well discussed in a brief 
prepared at my request by J. H. Maudeville, esq., a clerk in this office, that I present 
it in full. 

" The first patent granted by the United States to the administrator of a foreign in- 
ventor was to William O'Connor, of Jersey City, New Jersey, administrator of the 
estate of Henry Menean de Villeneuve, deceased, Paris, France, dated April 24, 1849. 
He took out ancillary letters of administration in this country before filing the appli- 
cation. 

" The first patent granted to a foreign administrator, October 7, 1851, was to C. Mas- 
serano, assignor to C. Masserano, Josephine Wiokliffe, administratrix of R. Wickliffe, 
jr., deceased, et al., Turin, Sardinia. No ancillary letters were filed, and the question 
of title does not appear to have been even inquired int^o by the office. The records of 
this office prior to 1867, do not show that foreign titles to American patents were ever 
considered ; and it is quite probable that this question was not raised by the Commis- 
sioner before the declaration of interference in the case of Carlier vs. Mile8 and Vignon, 
filed in the year 1866. Carlier had previously taken out a French patent, and in his 
assignment thereof stipulated that he transferred exclusively to his assignees all right, 
title, and interest to any patent which might thereafter be granted by a foreign gov- 
ernment; by mesne assignments it became vested in a manufacturing company in 
Boston, Massachusetts. 

'< Notwithstanding this assignment Carlier, in his own name, applied for an Ameri- 
can patent, when he should have applied jointly with Vignon, who was a co-inventor. 
Carlier died intestate before its grant, and his wife yielded all her right to his estate 
to their daughter, who, in virtue of her being the sole heir-at-law, became, by the laws 
of France, administratrix of her father's estate. In her representative character she 
then applied jointly with Vignon for a patent for the same invention for which her 
father had applied. 

*' The Office ruled that a |>atent could not issue to the daughter, as she had not taken 
out ancillary letters of admmistration in the United States. 

'' The company in Massachusetts had already filed a motion that the Office recognize 
D. Miles, of Boston, appointed by the judge of probate in the county of Middlesex, and 
State of Massachusetts, as administrator of the equitable estate, in this country, of the 
said Carlier. 

" Soon afterwards, at the daughter's request, O. D. Barrett, of Washington, D. C, 
was appointed by the surrogate of New York City as administrator of the legal estate, 
in this country, of Carlier, deceased. 

** There was no demurrer to the ruling of the Office that ancillary letters must be 
filed by the representative of the deceas^ foreign inventor ; so the only question for 
the Commissioner's decision was, which interest, the legal or equitable, snonld prevail. 
The legal interest was recognized, but the decision of the Office was overruled by the 
judge of the supreme court of the District of Columbia, and the patent was ordered to 
issue to the administrator of the equitable estate of Carlier, jointly with Vignon. 

" Just before issue of the patent Barrett filed an appointment as administrator, 
granted by the judge of the orphans' court in this District. In granting an injunction 
to restrain the Icgsu administrator from prosecuting the application, Mr. Justice Olin 
decided that, under the act of Congress of June 24, 1812, the equitable administrator 
received his appointment from a court of competent ju];isdiction, and, therefore, that 
the letters of administration granted in this District were not only unnecessary, but 
in this case void. (JECane, administrator, vs. Paul, executor of Coursault, deceased, 14 
Peters, 33.) But the justice based his decision principally upon the ground that the 
equitable administrator was the one first appointed. But to whom letters of adminis- 
tration should be granted where the interests of law and equity conflict, was decided 
by him as a question foreign to his jurisdiction, and cognizable only in a court of 
equity. 

<< The amount of interest which an inventor has in his invention before it is protected 
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by letters-patent cannot be distinctly defined, but it is in law sach an interest as will 
enable him to make some agreements respecting the invention, for breach of which he 
may recover damages. (Webster on Patents, SS.) 

** An invention is, within the contemplation of the patent laws, a species of property. 
(1 Blatch., 506.) It is bnt an equitable right, though it is assets, for the inventor may 
nse and vend it to the public for two years prior to his application, without destroying 
his equitable right. (2 Blatch., 256 ; 2d Curtis, C. C, 553.) It is assets also in the 
hands of an inventor's legal representative, for it may be reduced to a chose in posses- 
sion, and converted into money. (2 Blackstone, 511.) 

"A man's interest in a patent is personal property ; a patent right is a personal chat- 
tel. (Webster on Patents, 22.) A patent is peculiar in its nature ; it was not property 
at common law, and it is known here as property only by authority of the Constitution 
of the United States. 

" Again, it is «iii generiSj first as to its duration ; second, it may be extended by an act 
of Congress. But in all other respects it is to be viewed in the same light as that in 
which personal property in general is considered. (Oodson on Patents, 211.) 

*'An invention being assets just the same as the patent itself, it passes at the in- 
ventor's death into the hands of his personal representative. 

" It is said that a chose in action is where a man hath a bare right, without occupa- 
tion or enjoyment, and that all property in action is founded upon a contract, express 
or implied, which is the only regular means of acquiring a chose in action ; and that 
this can be recovered only by a suit or action at law. (2 Blackstone, 389.) 

** Whether the grant of letters-patent may be considered as a franchise ; or in the na- 
ture of a suit, the Government occupying the anomalous relation both of defendant and 
court ; or viewed in the nature of a purchase for the pnblio who are entitled to full benefit 
of the invention at the end of the time limited, the specification being regarded as the 
consideration for the bargain between the pnblio and the patentee, and to be jadged 
on the principle of good faith ; or, again, that a patent is statutory and not common 
law property, and therefore to be governed strictly by statute law ; these views and 
distinctions do not enter into the consideration of the q^uestion, for the moment a per- 
sonal representative attempts to reduce the invention into a patent, he so far settles 
the estate by administering assets ; and the fact of the intestate inventor having cred- 
itors in this country is also irrelevant to the issue. 

" The only question to be decided is, who in this country is clothed with authority to 
administer the assets of a foreign inventor ; who is administrator f And here both 
executors and admiiiistrators stand upon the same footing, for neither can act as such 
nntil the issue of letters testamentary or of administration. 

'* It is a long-settled principle in England that a grant of administration in a foreign 
court (as in Paris) is not taken notice of in the English courts of jastice. (Poller's 
Law of Exec., 108; 3d Peere Wms., 371.) 

" The title of an administrator is derived from a grant of administration of the coun- 
try of the domicile of the deceased, and it cannot extend de jure beyond .the territory 
of the government which grants it. (Story's Conf. of Laws, section 512.) 

" The probate grant of letters testamentary in one country gives authority to collect 
the assets of the testator only in that country, and does not extend to the collection of 
assets in foreign countries, for that would be to assume an extra territorial Jurisdiction 
or authority and to usurp the functions of the foreign local tribunals in those matters. 
(Ihid., section 514.) 

''As a general rule in the American States the authority of a personal representative 
is strictly limited to the State from which it is derived ; the States are regarded as 
strictly foreign to each other in the settlement of estates. (Redfield on the Law of 
Wills, 16.) 

'' It is only by existence of the law of June 24, 1812, that an administrator is enabled 
to prosecute a claim in the District of Columbia, he bein^ a resident of a State or Ter- 
f Itory of the United States. If this is the law which governs Araericau courts as to our 
own citizens, a fortiori the same law should apply to citizens of foreign countries. It 
was long since decided that an executor cannot maintain a suit in this District upon 
letters testamentary granted in a foreign country. {Dixon vs. Mamsay, 3 Cranch, 319.) 

''In Pennsylvania it was held that letters of administration granted by the Archbishop 
of York, in England, were not sufficient authority to maintam an action in that State. 
(1 Dallas, 456.) A similar decision was rendered in Connecticut. (2 Root, 462.) One 
cannot sue as beneficiary heir and administrator, by the laws of France, of the estate 
of an alien deceased, without taking out letters of administration in Massachusetts. 
(Pieqet vs. Mason, 3 Mason, 469.) Probate is required in America because we are not 
supposed to know of existing local laws in the different parts of the European conti- 
nent, which are always undergoing changes. A will may be discovered after the ap- 
pointment of an administrator ; and, too, a will may have been once admitted by the 
courts of a foreign country, and may since have been superseded by a more recent wiU, 
or set aside on the subsequent discovery of facts sufficient to avoid it. It is remarked 
that the cases just cited may be considered as hardly in point, because there is no suit 
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in an application for a patent, and the administrator merely conforms to certain re- 
quirements in order to avail himself of a franchise of the Government. The right of 
an administrator to sne for the personalty of his intestate in a foreign jarisdiction is 
confined to cases in which he had reduced the property into his own possession in the 
country of his domicile, so that he acquired the legal title thereto according to the laws of 
that country, and the property is afterward found in another country, or carried away 
and converted there against his will. {Kilpatrick vs. Bmh, 23 Miss., I Cush., 199.) 

** But to recur to the question in issue, how does the Office decide that an adminis- 
trator is the representative of the deceased inventor? It is only by virtue of a copy of 
the letters of administration under the seal of the court (in this country) which granted 
them. The seal of a foreign court does not prove itself; and even if the foreign letters 
were exemplified under the great seal of the static, they could not he received as evidence, 
because their grant was irregular at the outset. 

" The judicial decisions and views of writers upon international law all appear to be 
unanimous upon this question, and to have decided that a foreign legal representative 
must take out ancillary letters iu the United States before he can recover assets within 
its territorial jurisdiction." 

In addition to what Mr. Mandeville has said, it may be remarked that the function 
of the administrator, with relation to letters-patent, is substantially that of trustee for 
the heirs of the inventor. He is designated by the statute as such trustee, but in order 
to act, must make proof of his representative character. Such proof, as has been well 
remarked in the brief, must be made by evidence of which a tribunal sitting in this 
country, under the laws of the United States, can take notice. Foreign letters of ad- 
ministration do not afford such evidence. 

The application cannot, therefore, be received. 



Lewis Hillebrand. 

Reissue. 

APPEAL FROM PRIMARY KXAMINKR. 

November 3, 1870. 

In the matter of the application of Lewis Hillebrand for reissue of letters-i)atent for 
Improvement in Trunk Hasps, granted September 21, 1869. 

Fisher, Commissioner : 

In this case the examiner presents the following statement of facts and questions : 

"A caveat was filed February 8, 1869, which clearly showed, both in drawing and 
description, a certain specific device. In addition to the specific device shown, the 
caveator claimed, in broad terms, * so arranging and so combining ' as to produce the 
result attained by the specific device. 

"August 7, 1869, another inventor made application for a different specific device of 
the same generic character, and a patent was allowed for it, with a definite claim. 
The caveator was not notified, as it was held that he could protect merely his specific 
device, and not all devices that might be invented to produce the same general result. 

" October 14, 1870, the patentee of the specific device applies for a reissue, with a claim 
broad enough to cover the caveator. No references are found, and either this applicant 
or the caveator is fully entitled to such a broad claim. 

"As the Commissioner's decisions in J. Keiiney, sr., ex pariCj November 20, 1869, and C. 
Wheeler, jr., vs. Amos Hank, interference, September 24, 1870, (last clause,) can only 
"be made inferentially to cover the case, the examiner is without precedent, and respect- 
fully submits the following questions of office practice to the Commissioner for his 
decision : 

" Tlie facts being as given above— 

** 1. Is the caveator now entitled to notice by reason of a reissue application, the origi- 
nal of which was applied for during the life of the caveat I 

"2. Should the caveator have been notified when the original application was made, 
it being clear that had he then completed his invention he might have drawn a claim 
broad enough to embrace the applicant and require an interference ? 

" 3. If the Office erred in not notifying the caveator, has not a patent, already more 
than a year old, relieved the Office from further responsibility! 

"A. G. WILKINSON, Examinei:' 

I reply to these questions that the caveator is not now entitled to notice. This is not 
analogous to the case of Kenney, referred to by the examiner. The grant of the patent 
being a public act, the caveator was bound to take notice of it, and to file his applica- 
tion within a reasonable time thereafter. Having failed to do this for more than a 
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year after the expiration of this caveat, the preeamptioii is that he has failed to com- 
plete his inventioD, and the qaestion as to whether be was or was not originally en- 
titled to notice becomes immateriaL 



Isaac M. Singer. 

Uxtension. 
November 3, 1870. 

In the matter of the application of Isaac M. Singer for the extension of letters-patent 
for Improvkment in Sewing Machines, granted him November 4, 1856. 

F18HER, Commissioner : 

This invention relates mainly to what is known as the feeding apparatus of the sew- 
ing machine, by which the cloth is fed or moved forward, stitch by stitch, to the needle. 
The earliest antomatic feed, in Howe's machine of 1846, consisted of a thin strip of 
metal having fine points projecting at intervals of about a quarter of an inch from its 
edge, which, by a wheel and ratchet, was moved along from one side to the other. The 
cloth was stuck or basted on the points, which were then run past the needle, the cloth 
taken off, the plate run back, and a fresh, unsewed portion of the material put on for a 
new operation. This arrangement was defective n>r two reasons : Ist. As the points 
penetrated the doth, seams could not be sewed of any desirable curvature; and 2d, as 
the plates had to be run through and back, and the doth to be alternately put on and 
removed, mueh time was necessarily lost in the intervals of the sewing operation. 

In 1849 John Bachelder invented a continuous feed, which consisted ofan endless band 
or cylinder, studded with aline of points, so that the cloth could be continuously attached 
as it approached the needle, and removed after it had passed from the needle. This ob- 
viated the difficulty of the loss of time incident to the backward and forward move- 
ment of the straight nlate ; but as it was no more than a pin feed or conidnuous baster- 
plate, having the clotn stuck on the points, thp material could not be readily turned to 
sew cnrved.seams. It contained a valuable feature in the continuity of its action, but 
as a practical feed it was worthless. 

In 1850 A. B. Wilson invented a feed consisting of a bar vibrating upon the sewing 
machine platform or table, on the upper side of one end of which were serrations or 
roughened projections, resembling somewhat a shoemaker's rasp. The cloth was laid 
upon these projections, and, being pressed against them by a spring, was carried for- 
ward by the teeth at each movement of the bar. This was called the rough-surface 
two-motion feed ; and, as no points ]»enetrated the cloth, which was merely held by 
pressure between the bar and spring, it could be turned so as to sew seams of any de- 
sired curvature. In 1852 this feed was further improved by giving to the bar a motion 
forward to carry the cloth to the needle, a motion downwturd to rdease the cloth from 
its grip, a motion backward, and, finally, a motion upward to take a firesh hold. This 
is what is known as the four-motion feed. The first patent was extended in 1864, and 
will expire November 12, 1871. 

In 1851 Singer, the applicant, invented and patented a machine containing a small 
feed wheel, placed mainly below the platform, but having a small portion of its periph- 
ery projecting through a hole or slot in the surface of the table. The snrfiice of this 
wheel was roughened by serrations after the manner of Wilson's bar. The cloth was 
laid upon it, held down by a spring pressure, and then moved forward by continuously 
intermittent forward movement of the wheel. This patent was extended in 1865^ and 
will expire August 12, 1872. 

It appears, however, that in 1850, a year bcifore he made the foregoing invention, 
Singer used, in the course of his experiments, a small wheel studded with a line of points 
like those of Howe and Bachelder, and placed it in the same relative position in his 
machine as was afterward occupied by the rough-surface wheel which he patented in 
1851. It was, in fact, the experimental form of that invention. He made application 
for a patent, but met with various delays, so that it was not until November 4, 1856, 
that the patent was actually issued. This is the patent which forms the subject of the 
present application. 

What was the position of this invention in the art f It was the old, impractica- 
ble baster-plate wheel of Bachelder put under a table, and operating through a slot in 
its surface. There is no evidence that a single machine was ever made in this form. 
All sewing machines, as now made, employ rough-surface feeds, except a very few that 
feed by the needle ; and the types of feeding mechanism now extant are either the two 
or four motion bar of Wilson, or the roughened wheel as shown in Singer's patent of 
1851. 

There are grave objections to the extension of this patent of November, 1856 : 

1. Substantially the same invention, in a better form, is shown in the patent of 1851, 



DECISIONS OF COMMISSIONER OF PATENTS FOR 1870. 147 

^liich has been extended. To extend this patent would virtaally be to prolong the 
monopoly of the invention shown in both patents from August 12, 1851, to November 
4, 1877y a period of over twentv-six years. 

2. It is conceded that, in order to show the value of this invention, all estimates have 
been based upon machines constructed in accordance with the perfected mechanism of 
1851. No machine was ever made in strict accordance with the present patent ; but it 
is asserted that this is substantially the same invention as that patented in 1851. It 
further appears that the invention of 1851, conceded now to be this invention, was 
patented in England, August 10, 1852, long before the grant of the present patent, and 
that the Engliw patent has now expired. This would be fatal to the present exten- 
sion under the doctrine announced in the cases of BeasemeTf Muahetf Ward, and Evans, 
(See Commissioner's Decisions, 1870.) 

3. It is time, in my judgment, that the extension of impracticable feeding devices 
like the one under consideration, which no sane manufacturer would dare to put into 
his machines or upon the market, should cease. The only purpose that such patents 
can serve is to enable the holders of them to frighten other inventors off the track of 
improvement. They are scare-crows, and not good and honest inventions. Singer did 
make a good machine, but he made it in 1851, patented it, has obtained an extension, 
tind has received as profit from its manufacture and sale nearly two millions of dollars. 

4. It is said that the firms and companies with which applicant has been connected 
have made 103,690 machines, embodying the inventions patented in this patent, as 
modified by the patent of 1851 ; and it is estimated that infringers have put into the 
market as many more machines, each of which, it is asserted, is worth twenty dollars 
more to the user than any other sewing machine with any other kaown feeding me- 
chanism. The value of a machine to the infringing user is a fair measure of damages, 
(Dean vs. Mawm, 20 How., 19*8 ;) 100,000 machines at |20 each would, therefore, give 
$2,000,000 as the damages belonging to applicant, now in the hands of infringers. Af- 
ter making a liberal afiowance for the collection of this sum, the balance which will 
remain for the applicant will doubtless be very considerable. In MeCormiok's case, 
Commissioner's Decisions, 1861, Commissioner HoUoway held that upon this ground 
alone he was compelled to refuse the grant of an extension. 

5. It appears that applicant has received as profits tl)9^}189.74 from the business of 
making and selling sewing machines. This enormous sum would seem to be an ade- 
quate remuneration for almost any invention, certainly for a useless pin-wheel feed, 
which even he has not pretended to use. To get rid of this amount he has credited 
himself with what he oalhi manufacturer's profits, estimated for each year at twenty- 
five per cent, upon the cost price of his machines. He had no other business. He 
made these sewing machines only, and made them, as far as possible, a close monopoly 
under his patents. Every penny was due, directly or indirectly, to his inventions, and 
the Commissioner cannot shut his eyes to the fact that these profits have been paid to 
bim upon a princely scale. 

Indeed, the applicant says in his statement, '' In the present case, the proprietorship 
of the patent-right has enabled an enormous business to be built up, and in that man- 
ner has been the means of producing a fair manufacturing profit upon an enormous 
business. In view of this fact, ^rour Honor may see fit to apportion a part of the manu- 
facturer's profits to the patent-rights." 

Rejecting the item of manufacturer's profits, the amount alloted to this patent by 
the examiner, after allowing the other deductions claimed by applicant, and correcting 
an error of the examiner in computation, is $88,934.34 ; and this would seem to be an 
ample remuneration for all of the invention displayed in this patent, in so far as it can 
be distinguished firom that of 1851. 

I am inclined to think, however, that the substance of his first claim is found in the 
425,210 machines manufactured bv him, to as great an extent as the second and fourth 
claims are found in the 103,690, which he specifies. In this view, the whole amount of 
net profits, of which he admits the receipt, to wit, $378,536.37, should be considered; 
and of this amount $127,956 would be allotted to this patent as the net profit due ex- 
clusively to his inventions of 1850. This is upon the basis of f 4, which, as he claims, 
represents the proportion of the parts of the machine covered by the patent now 
sought to be extended. 

It is true that the applicant urges that this is o£fset by the great value of the machine 
to the public, which value seems to be based upon the number of such machines al- 
ready sold. If this be so, then, by the same process of reasoning, the more an inventor 
receives the more he is entitled to receive ; the fEMt that he has received a great 
deal would be the best evidence that he has received nothing, and none but inventors 
who have grown wealthy would be entitled to extensions, because they alone would be 
able to prove their inventions to be valuable. Tins is a perversion of the law. The 
statute looks to the ingenuity involved, not to the lucky hit of a great market, except 
in so far as the market is due to the timcj labor, and outlay of applicant. If he has 
made an invention involving but trifling ingenuity, and did nothing to create a demand 
for it, but such a demand has nevertheless sprung up, his remuneration is not to be 
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measured by the demand, but Ir to be deterniincd by what he did and expended either 
in inventing or intro<Iucing his invention. For this he is doubtless to be paid a liberal 
price ; but when the Commissioner can see that he has been liberally paid, whether in 
the form of royalties, manufacturer's profits, or in any other way, through'the medium 
of his invention, the grant is to terminate and the invention to become the property of 
the whole people. 

6. The public interest requires that when an article has come into general use, all 
barriers to its free manufacture and sale should be broken down as speedily as possible, 
consistently with individual right. If an inventor has produced a good thing, but the 
public are slow to perceive it; if he is obliged to spend the greater part of his original 
grant in preparing for its manufacture, in slowly bringing it to the public notice, and 
in demonstrating its utilitv; and if it ap]>ear8 that, at the expiration of his first term, 
if the exclusive right is taken away from liiui it is probable that all incentive to fur- 
ther exertion is likely to be destroyed, and no one else appears ready to step forward 
and take his place, it is obvious that the public interest might demand an extension of 
the patent. But when an invention is usod in thousands of households, and is wanted 
in thousands more, the public interest equally demands that the inventors of the first 
crude forms of the implement, especially if they have already realized hundreds of 
thousands under their original grant, shall stand aside and permit the machine to be 
cheapened and improved by those whom they have shut out from the market. This 
wall of exclusive privilege has stood long enough in the way of those whose improve- 
ments and exertions would doubtless speedily diminish the cost of the machine one- 
half, or double its value to the purchaser. 

For the foregoing reasons the extension is refused. 



El Dora Louis^ Administratrix. 

Extension. 

November 3, 1870. 

In the matter of the application of £1 Dora Louis, administratrix of La Fayette Louis 
deceased, for the extension of letters-patent for Improvement in Melodeons, granted 
November 18, 1856. 

Fisher, Commissioner : 

The examiner reports that this invention was new and useful. The receipts of the 
inventor were less than his expenditures, and his diligence was remarkable. 

The statement of the widow upon this point is pathetic, and worth reproducing. 
She says, *^ That after the grant he devoted his time almost exclusively to introducing 
his invention to the public, and especially to manufacturers, thereby greatly neglecting 
his profession. Indeed he only returned to it when forced to do so from actual neces- 
sity, to get a few dollars to enable him to live and to pay his traveling expenses. It 
may be estimated that he worked at his profession about three months in the year, 
devoting the entire balance to the introduction of his invention to the public. His ex- 
periments were numerous, and very costly on account of the expensiveness of the 
instrument upon which his improvement was made. Thereby his means were exhausted 
to such an extent that he was unable to manufacture himself, although this had sdways 
been his intention from the time that he obtained the letters-patent. He therefore 
made repeated efforts to get partners who would furnish the necessary funds for manu- 
facturing, but his efforts were only fraught with failure, and he was never able to se- 
cure any one who would so manage the patent as to bring him an income. He fre- 
quently gave the patent papers as collateral security for small sums of money, paying 
thereon exorbitant interest in order to obtain the means of living. These temporary 
transfers will appear on the records. In addition to what her husband was able to 
obtain in this way, and by the limited time he devoted to his profession, your petitioner 
also earned money by singing and reading in public, and in various other ways, which 
she used for their joint maintenance. And she has often advanced to him money ob- 
tained by her personal exertions for his use in working the patent. 

''That her husband devoted his life, talents, and every dollar he could get, to putting 
the tremolo improvement before the public in such a manner as to satisfy all lovers of 
music in regard to its excellence, novelty, and durability, believing always that in time 
he would reap his reward." 

She further says, that to the development and introduction of the invention was de- 
voted " nearly all that your petitioner and her husband have both earned, borrowed, 
hired, or begged " during the life of the patent. Digitized by vj v_^k./ v i^ 

The extension is granted. ^ 
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RuLOF Dodge. 

APPEAL FROM EXAMINERS-IN-CIIIEF. 

November 5, 1870. 

In the matter of the application of Rulof Dodge for letters-patent for Improvement 

IN Chairs. 

FiSDER, Commissioner : 

Applicant describes a rubber button with a shank to be inserted in the foot of a 
chair. In his specification he says, " the button may be secured by connecting or glu- 
ing, or a female screw may be made on the interior of the smaller aperture, and tnen 
the shank of the button be screwed therein.'' He does not show this female screw 
either in his model or drawings. 

He claimed originally the button ; but finding that anticipated, he now claims the 
combination of the shoulder, the inner recess haviog the femiQe screw therein to allow 
the shank to expand into, as a method of securing elastic tips to the bottoms of chair 
legs. 

Apart from the obvious nature of the mode of connection claimed, it is a sufficient 
answer to say that it is not shown either in drawings or model ; and, as it is capable 
of such illustration, the applicant has not complied with section 27 of the act of July 
6, 1870, and his application must be refused. 

The decision of the board of exauiiners-in-chief is affirmed. 



George R. Osborne and Benjamin A. Dayton. 

iMOTION. 

November 5, 1870. 

In the matter of the application of George R. Osborne and Benjamin A. Dayton for 
lett«rs-patent for Lmprovkment in Metallic Bird Caoes. 

Fisher, Commissioner: 

My attention has been called to the fact of an allowance by the ^^^rimary examiner 
of a patent under the following circumstances : 

Applicants recite in their specification that "The object of this invention is to so 
treat or prepare metallic bird cages with polished surfaces that the same will not be 
injurious to the health of the animals confined therein. 

*' Metallic cages with polished surfaces are usually made of brass or other copper 
alloy, which, in corroding, produces verdigris, a substance fattJ to birds and a frequent 
cause of their disease and death. 

" Our invention consists in covering the bars, plates, and other pieces of metal used 
on bird cages, with nickel, which will not corrode nor tarnish, preserving the original 
bright ana brilliant appearance, besides protecting the birds from the poisonous cor- 
rosion of the inner metal. The invention is therefore useful, not only in an economical 
bnt also in a philosophical point of view. 

" The parts which constitute the bird cage A, previous to being put together, are cov- 
ered or coated with nickel a by an;^ suitable process." 

Then they claim " as an article of manufacture, a bird cage, coated or covered, in 
whole or in part, with nickel." 

Nickel plating must now be ranked among the well-known arts. Although of recent 
origin, it is already extensively applied in many directions. It would be an innovation 
in patent law to permit every person who applies it to every old purpose for which 
other materials or kinds of plating have been used, to claim a patent for it. It would 
be quite as legitimate to patent a bird cage with silver or gold plated wires as with 
nickel plated, or one in which the wires had been tinned or japanned, or subjected to 
any well-known process. 

The applicants were not the inventors of a process of nickel plating, nor did they 
discover that nickel would resist rust or corrosion, nor that rust and verdigris are 
injurious to birds. 

A patent cannot be allowed for a mere double use. (HotchJciss vs. Greenwood f 11 
How., 248.) In the present case the allowance of a patent must be set aside and the 
application be remanded to the examiner, with instructions to reject it for the reasons 
given. 
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Edward Strain. 

APPKAL FROM BXAMIKKR8-IN-CIIIEK. 

November 5, 1870. 

In tho matter of tho application of Edward Strain for letters-patent for Improvement 

IN SEWwG-BlAcniNS Needles. 
FisnsR, Commissionor : 

Applicant claims a ** sewing-machine needle grooved only on one side, such, groove 
extending below the eye, and being sufficiently deep to protect the thread, substan- 
tlally as and for the purpose set forth." 

Needles grooved only on one side are fonnd in several models deposited in the Patent 
Office, in patented oases. 

To these applicant makes two answers : 

1. He says tliat the grooves in these needles are not as deep as his. And — 

2. He says that the inventors of the machines nsed these needles by accident and 
without knowledge or thought of the peculiarity, and, therefore, can in no proper 
sense be said to have invented them. 

After a careful and miscroscopic examination of the needles referred to, I find that in 
one of them, that of Dimmock, the needle is grooved only on one side, and that the 
other side is cylindrical. It is true that the groove is not so deep as that of appli- 
cant ; but I am at a loss to know how to predicate patentability upon mere change of de- 
gree. The applicant seems to experience the same difficulty, for he claims no more than 
a groove " sufficiently deep," which is a claim for a result and not a means. Judge 
McLean, in Hu9$ey vs. McCarmick, 1 Fisher, 509, says that " a right which may be lost 
by the variation of an angle can be of no value," and this suggestion would seem to 
apply with great force to a right founded upon the greater or less depth of the groove 
in a needle. 

But in another of these needles, that of Harkness, I find a groove only on one side, 
which is fully as deep as that of applicant. It is true that the needle is slightly flat- 
tened near the point on the other side, but this in no way afiects its action or principle 
of operation. I am constrained to say that this needle in the Harkness machine is a 
substantial anticipation of the claim of applicant. 

As to the second question, it is to be said that it has long been the practice to reject 
applicants upon anv feature shown in the model, drawings, or any part of a prior 
application, especially when the application has become merged in a patent, and this 
for two reasons. The existence of such a feature is evidence that some one invented 
it before the applicant ; and, as it forms part of an original application, the i>atent may 
be at any time reissued, and the feature shown be incorporated in the description and 
claims. There is no presumption that a pat-entee has dedicated anything to tho public 
which is shown, though not claimed, in his originial application, model, or drawings. 
(Batten vs. Taggertf 17 How., 74.) As this is now well-settled law, I cannot allow a 
subsequent inventor to patent a device clearly shown in any part of the application for 
a prior patent. 

It is true that some evidence has been offered, tending to prove that the inventors of 
the machines obtained their needles of other persons, and tnat both buyer and seller 
were fdike ignorant of the existence of the feature in question. In my judgment, this 
proof is not conclusive in any of the cases, and is wholly wanting in that of Harkness. 

The decision of the board of examiners-in-chief must be affirmed. 



John C. Duckworth. 

APPEAL FnOM PRIMARY EXAMINER. 

November 7, 1870. 

In tho matter of the application fiU^d by John C. Duckworth, October 25, ldG7, for 
letters-patent for Impuovrment in Looms. 

Duncan, Acting Commissioner : 

The application to which tbi.s appeal relates shows an arrangement of horizontal 
hooked jacks operated by tbe direct contact of the pattern chain, and in connection 
with vertical heddle levers. 

The primary examiner declines to pass upon the merits of the claim embodying this 
combination of devices, upon tho ground, not that the claim is anticipated, or that it 
fails to present a patentable subject-matter, for it is understood that he would hold 
otherwise upon both of these points, but because substantially the same claim appears 
in a prior application, still pending, by the same party, for which reason, in his jadg- 
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ment, further consideration of the present case should be suspended until the prior one 
is finally disposed of. 

It appears, however, that the claim as presented in the earlier case has been twice 
rejected by the primary examiner as not being warranted by anything in the drawings, 
the model, or the description of the application, since in the form in which the inven- 
tion there appears there are toes or fingers interE>osed between the pattern chain and 
the jacks, without which the chain, not coming in contact with the jacks, wonld fail 
to operate them, but which, nevertheless, applicant declines to include among the de- 
vices which he has named as constituting the combination which he claims. For this 
reason the examiner very properly declined to inquire into the novelty of the claim as 
threre presented. Following the principles announced in the case of Joseph Thomef 
(Commissioner's Decisions, 1869, p. 76,) applicant was bound to specify by some form of 
language all the elements entering into tne actual combination. Had he done so there 
wonld have been no conflict between the claims of the two applications, since the real 
combinations are different. 

The fact, however, that in a prior application a party has asserted a claim npt war- 
ranted by the nature of his invention, and which for this reason the office declines to 
consider upon its merits, wonld not seem to be a sufficient reason why the office should 
refuse to entertain the same claim when presented in a subsequent application in which 
the proper foundation for it is laid. 

The doubt expressed by the examiner whether, in case the claim be allowed and a 
patent issued upon the later application, a patent containing the same claim might not 
also be obtained by the decision of an appellate tribunal upon an appeal from the ex- 
aminer's action in the ear]ie.r application, is groundless. 

Under no circumstances can the same inventor become entitled to receive from the 
Government more than one patent for the same invention and covering the same 
ground. A claim for a given aevice or combination having been granted in one patent, 
will always operate as a bar to the allowance of the same <^aim to the same party upon 
another application, even though filed at an earlier date. 

The correct practice in the present instance seems to be to examine the claims as 
presented in the later application, since this is the case now urged by applicant for 
consideration. Whenever he chooses to call up the earlier application, action upon the 
claim as there presented will be determined by the circumstances characterizing that 

f particular case, and by the action that meanwhile may have been taken upon the case 
ast filed but first considered. 



Hiram H. Marsh. 

APPEAL FROM EXAMINSRS-IN-CHIEF. 

i^ovember 8, 1870. 

In the matter of the application of Hiram H. Marsh for letters-patent for Impuovement 

IN Cultivators. 

FiSHBR, Commissioner : 

The applicant, on December 28, 1869, filed the following i)etition : 

" The petition of Hiram H. Marsh, now of the city of Chicago, in the State of Illi- 
nois, respectfully represents — 

** That your petitioner has invented new and useful improvements in horse-hoes or 
cultivators, which he yerily believes have not been known or used prior to the inven- 
tion thereof by your petitioner, and he therefore prays that letters-patent of the United 
States may be granted to him therefor, vesting in him and his legal representatives the 
exclusive right to the same upon the terms and conditions expressed in the acts of 
Qongress in such case-made and provided ; that your petitioner is a citizen of the United 
States, and has paid into the Treasury of the United States fifteen dollars as the initial 
fee provided by law, and has in all things complied with the provisions of said acts. 

"And your petitioner further represents that he made application for a patent for his 
said invention on the 1st day of July, A. D. 1851, which was received and filed in the 
Patent Office on the 5th day of July, 1851, and that on the 16th day of July, 1851, your 
petitioner's application was rejected by the Commissioner of Patents ; and your peti- 
tioner now renews the said application upon this petition, the model and drawings here- 
tofore filed, and amended specifications, with copy of such drawings hereto annexed, 
and prays a patent thereon, in conformity with said annexed specifications. 

"And your petitioner further represents and states that he verily believes himself to 
be the original and first inventor of the said horse-hoe or cultivator, in said specifica- 
tions described, and that the originality of the same has recently been put in issue in 
tbe circuit court of the United States in the northern district of Illinois, in a case 
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between the Dandas patent and yonr petitioner's invention, in which case Thomas 
Sayles was complainant and William B. Young and others were defendants, and proofs 
were taken and a decree of priority was pronoanced in fayor of yonr petitioner's in- 
yeution on the decision of the court, as will more fnlly appear by a certified copy of 
such bill, answer, and the proofs on the part of the said deiendants, and the decree and 
decision hereto annexed, making part of this petition, and to which your petitioner 
prays leave to refer." 

In addition to the facts set forth in the petition, it appears that the application filed 
July 5, 1851, was withdrawn November 10, 1651, and that twenty dollars of the appli- 
cation fee w^as refunded. It further appears that the claims now presented are not 
identical with those of 1851 ; that the substance of the invention has been incorporated 
in subsequent patents, and that it has gone largely into public use for more than two 
years prior to the present application. 

The record of the suit of Sayles vs. Hapgood is filed by the applicant, who makes the 
bill, answer, proofs, decree, and decision part of his petition. He is therefore bound 
by the contents of these papers. 

Ytom the answer of the defendants in that case it appears that between October 16, 
1866, and January 8, 1867, thirty -five cultivators were manufactured and sold by them, 
which, the defendants swear, were ^' like the said machine known to and invented by 
Hiram H. Marsh." It is besides notorious that thousands of cultivators have been 
manufactured in the West, constructed upon principles identical with those which are 
embodied in the claims now presented by applicant. 

Upon a state of facts substantially similar, I held, in the case of John W, Cochran^ 
(Commissioner's Decisions, 1869, p. 30,) that a patent could not be allowed. 

In that case applicant applied January 11, 1859, for letters-patent for improvement 
in breech-loading fire-arms. He was properly rejected upon references which fully met 
the claims then presented. The next move was, therefore, not with the office but with 
him. Under the law as it then stood, (act of 1836, section 7,) he might have persisted 
in his claim for a ]^at<ent, either with or without any alteration of bis specification, 
and if the specification and claim were not so modified as, in the opinion of the Commis- 
sioner, to entitle him to a patent, he mieht have appealed to a judge of the circuit court 
for the District of Columbia, or he miglit have elected to withdraw his application, re- 
linquishing his claim to the model, and receiving back a portion of the fee. Neither 
Cochran nor the present applicant *^ persisted " in the application, but *' elected" to 
withdraw. If the withdrawal had been made merely for the purpose of refiling the 
application in an amended form, or of making a new one within a reasonable time, the 
two applications might have been treated as parts of one transaction, as a " continu- 
ing" application, {Godfrey vs. Eames^ 1 Wall., p. 317 ;) but, if no new application were 
made within a reasonable time, the continuity must be regarded as broken, and the 
second application must be treated as an independent application, deriving no support 
from the first. It would then become subject to the objection, if it existed, that 
the invention had been already patented, or had been in public use or on sale for more 
than two years before the application. 

On May 6, 1868, Cochran filed a new application, with entirely new claims. The old 
claims were abandoned. In fact, there can be no doubt that the references given in 
1859 were complete answers, and that the claims then presented could not be patented 
either then or now. The new application, therefore, in effect, presented for the con- 
sideration of the office new combinations or patentable subjects. I held that, the con- 
tinuity of the application having been broken by the lapse of time between the with- 
drawal of the first application and the filing of the second, the inventions set forth in 
the latter must be examined as if they had not been presented to the office prior to 
May 6, 1868, the date of the new application ; and that, as it appears that the inven- 
tion had gone into public use, and had been described in many patents for more than 
two years previous to that time, no patent could now issue to Cochran. 

Applying the doctrine of that case to the one under consideration, I hold that the 
lapse of time between November 10, 1851, the date of the withdrawal of the first appli- 
cation of Marsh, and December 28, 1869, the date of the filing of the second applica- 
tion, was unreasonable, and entirely negatives the supposition that the filing of the 
second was in the mind of the inventor at the time of the withdrawal of the first. It 
is not, in short, a continuing application made July, 1851, but a new and independent 
application made December 28, 1869, subject to the disabilities arising from the laches 
of the inventor, from the grant of prior patents, or from public use. 

As it appears, therefore, that the inventions now claimed have been in public use for 
more than two years prior to December 28, 1869, the present ai>plication cannot be 
granted. 

Aside from this, however, the application must be refused upon another ground. In 
the record made part of applicant's petition, the testimony of applicant himself is 
given at length, in which I find the following questions and answers>4JK_/K./v i^ 

" Question 117. What became of your apphcation for a patent T 

'^Answer. I was informed it was rejected. 
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" Question 118. Did you ever baild another machine than the one you have spoken 
of? 

"Answer. Only that one. 

" Question 119. Why didn't you build any more machines ? 

''Answer. With me it was a financial operation. I had tried to get a patent on it, 
and written to my attorneys several times. I got the idea from them that the case 
was hopeless, and got disgusted — thought I had spent about enough on machines. 

" Question 120. Was that the reason why you didn't buUd any more machines — ^go 
on with it f 

"Answer. That was the reason. I had made, partially made, an arrangement with 
a macT in Ottawa, Illinois, and sent him the patent, to build machines, m case I got 
the patent ; but, having failed to do so, there was never anything more done about it. 
I was perfectly sure at that time — ^this was in July — of success. 

" Question 121. How long after that was it that yon learned your application for a 
patent had been rejected f 

"Answer. I think it must have been early in October; I can't state the date posi- 
tively — a short time before I left Mississippi. 

" Question 122. You then abandoned, if I understand you, the idea of making other 
machines and entering into the manufacture of them, and went to work at something 
else? 

"Answer. Yes, I should have made a machine for my own use in Indiana, or two, if 
it hadn't been for my farm being very near there— a stock farm — and a good deal 
stony." 

.This makes a clear case of abandonment in fact ; and this conclusion is strengthened 
by the decision of the court, in which it is expressly held that " Marsh abandoned his 
claim in the Patent Office." 

This case, as well as that of Cochran, illustrates very fairly the mischief of permit- 
ting old rejected or withdrawn cases to be revived long after the date of withdrawal 
or r^ection. The models in such cases are exposed to public view on the shelves of 
the Patent Office ; the applicant may have entered largely into manufacture without 
giving any notice, upon the articles made or sold, that he claimed any exclusive right 
to their production or sale. From one source or another the invention is copied and 
goes into use. When it has become valuable, the inventor, or more frequently some 
assignee, comes to the Patent Office and attempts, by a new or revived application, to 
sweep the whole manufacture within his grasp. He ignores his own delay, miUces 
light of the fact that the original rejection was rightly made, and that he neglected 
then to offer to the office the amended claims which he now presents. He makes great 
outcry, however, that he was originally refused a patent by the " fault of the office," and 
that this mistake must now be corrected at v^hatever cost. One answer to this plea is 
that, the patent being a franchise, public policy demands that it shall be so bestowed 
as to benefit and not injure the community, and that it is better that one whose own 
neglect has contributed to his delay should suffer than that the whole public should 
be oppressed. The other answer is found in the fact that in the greater part of those 
cases the office was right in making the original rejection, and that no patent could 
now be obtained upon the claims as then presented. If new claims are now prepared 
-which avoid the former objections, the applicant may well be asked why he did not 
present them before, and he should be held to a strict accountability for all the per- 
nicious consequences which might follow their present allowance. (See Decision, 
Cartter, C. J., Gates vs. Beruon. June, 1870.) 

The decision of the board of examiners-in-chief is affirmed, and a patent is refused. 



Theophilus Puan vs. John, Joseph, and G. W. Hamilton and 

L. E. Hanson. 

MOTION. 

NoTember 8, 1870. 

In the matter of the interference between the application of Theophilus Pugh and the 
letters-patent of John, Joseph, and G. W. Hamilton and L. £. Hanson, for Improve- 
ments IN Oke-Crushixg Machines. 

Fisher, Commissioner : 

The facts necessary to a clear understanding of the question submitted for my deci- 
sion are as follows : 

On February 16, 1669, John Hamilton, Joseph Hamilton, Qeorge W. Hamilton, and 
L. £. Hanson made a joint application for a patent for improvements in ore-crushing 
machines, which was granted them May 25, 1869. 
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In Janaarjr, 1870, John Hamilton, Joseph Hamilton, and George W. Hamilton, havinff 
become the exclnsiye owners of said patent by rirtae of an assignment from L. £. 
Hanson, surrendered the same and petitioned for a reissue thereof on an amended speci- 
fication. Said reissue was granted the 3d day of May, 1870, with a new claim. 

Theophilns Pugh obtained a patent for an improrement in ore-crushing machines 
December 29, 19w, and surrendered the same, aslang for a reissue, with a claim iden- 
tical in substance with the second claim in the reissued patent granted to the Hamil- 
tons, as .aforesaid, June 1, 1870. 

This application of Pugh was put in interference with the reissued patent of John 
Hamilton, Joseph Hamilton, ana George W. Hamilton. 

The examiner of interferences, after reYiewing the CYidence on the point of priority, 
came to the conclusion— 

^ That the invention in controversy was described and fully matured by John and 
Joseph Hamilton, in Jannarv. 1867, and that Pugh did nothing in relation to it until 
some time in the summer following, when he made drawings irom descriptions given 
to him by said John and Joseph Hamilton." 

After arriving at this conclusion, the examiner adds : 

** Were the case to end here, priority of invention would be awarded to the Hamil- 
tons.'' 

He then reviews the testimony offered by Pugh to prove that all the original pat- 
entees did not participate in making the invention, and comes to the conclusion that 
" John and Joseph Hamilton alone were the inventors," and that Hanson and (}eorge 
W. Hamilton were improperly Joined in the patent. Thereupon he concludes his deci- 
sion in the following woras : 

" As the nresent issue relates to the question of priority of invention between Pugh 
and John Hamilton, L. E. Hanson, George W. Hamilton, and Joseph Hamilton, jointly, 
and it appearing that the latter-named parties made no invention, but that Pugh did 
make a drawing of his invention in 18G7 and had a machine in operation in 1868, pri- 
ority qf invention mu9t he awarded to Pugk." 

It is therefore submitted to the Commissioner, as a question of practice, whether the 
action of the examiner was correct. 

Of course, no appeal is taken to me upon the findings of the examiner upon the evi- 
dence. I may therefore assume as proven that the four Joint patentees were not joint 
inventors, but that two of them were, and that the two made their invention before 
their opponent in the interference. 

The counsel for the Hamiltons says that in the present case he supposed that his 
clients were " only required to show cause whj a patent should not issue to Pugh for 
the same invention patented to them. Accordin|;l^, on being informed that Pugh had 
taken testimony tending to prove that all the onginal patentees did not participate in 
making the invention, 1 advised my clients that no such issue was involved. in this 
interference, and that it was unnecessary for them to pay any attention to that point, 
inasmuch as it was just as fatal to Pugh's application to show that any one, two, or 
three of them made the invention before he did, as to show that they all made it 
jointly." 

In another case before me a few days ago the counsel of the party opposed to the 
oint inventors complained, under like circumstances, that he advisea his client that 
le was only required to prove that the other parties were not joint inventors, as they 
claimed to be, and that, as that was fully proven, he did not go into the proofs as to 
the date of his client's invention. 

These opposite views of counsel sufiSciently Indicate the nature of the true rule to 
be adopted. 

The issue in an interference is between the i>artles in the characters in which they 
appear as applicants before the office. If A claims to have made an invention, and B 
and C aiso claim to have made it jointly, and the parties are put into interference, 
the issue presented is, whether A alone, or whether B and C together, first invented it. 
The issue is not whether B or C, 8ei)arately, made the invention before A. There is no 
such question before the office. Neither B nor C makes application nor holds a patent 
for a sole invention, and under the statute the interference can only be with a ** pend- 
ing application " or an *' unexpired patent.'' It is not a fishing process, to ascertain if 
any person made the invention before either of the contestants, but only to determine 
which of them, in the character as to sole or Joint invention in which they have 
appeared in the office, is the prior inventor. 

It is just as improper, therefore, in Buch a case, to award priority to one of several 
joint patentees or applicants as it would be to award it to a party not in the inter- 
ference at all, but concerning whose invention proof had been given by either party. 

It sometimes happens in the course of proof in a case between two contestants, A 
and B, that it appears that the first invention was in fact made by a third party, C. 
This does not, however, justify the award of priority to C. In such cases tne usual 
course has been to dissolve the interference. 

The trne practice, however, is to decide the issue bett^een the contestants in the 
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character in which they present themselves, and to do nothing more. If, for example, 
it appears in an interference between A on the one hand and the joint application of 
B and C on the other, that B and C made no Joint invention, bnt that C made a sole 
invention earlier than A, the examiner shonld award priority to A ; for on the issne as 
it stands, between his sole application and the joint application of his opponents, it 
appears that he made an invention and they made none. If C chooses to come in sab- 
seqnently with a sole application, the matter can be tested as between him and A ; or, 
if he does not, A may be rejected by the primary examiner, on the record, as famishing 
sworn evidence of the existence of a prior invention, jost as he wonld reject the apph- 
cation on an affidavit, patent, or printed publication. This evidence A may rebut, if 
he can, by connter affidavits ; bat the question is then removed from the domain of 
interferences, and is to be treated as an ordinary ex parte application. 

The same course is to be pursued when proof of the invention of a third pajrty is 
offered. Strictly speaking, this is not relevant to the issue tendered by the inter- 
ference. It is not to be considered in determining the question of priority between the 
parties ; but such proof affords good ground for the rejection of the successful party, 
unless he is able subsequently to disprove it. 

Any other course would lead to a multiplicity of issues in a matter which it is desir- 
able to simplify as much as possible. 

In the present case the four joint patentees were to be treated as one — as a unit ; and 
it was that unit, regarded as a single inventor and not as four separate and independent 
inventors, that the applicant was called upon to meet. The Interference was single, 
not quadruple. When, therefore, he found that the unit composed of the four pat- 
entees had made no invention, his work was done, and he was entitled to judgment. 
It is true that the other party might choose to go on and prove that one, or two, or 
three of them had made a prior invention, but into this region of proof the sole appli- 
cant was not bound to follow them until invited by an application regularly made and 
an interference regularly declared. 

The error of the examiner, if any, in this case was iu making any statement in regard 
to the question of priority, except to decide that question as it was presented by the 
precise issue before him. 



Sarah A. Holmes, executrix of B. O. Holmes, deceased, and W. H. 

Butler. 

Hxtemion. 

November 9, 1870. 

In the matter of the application of Sarah A. Holmes, executrix of R. G. Holmes, deceased, 
and W. H. Butler, for the extension of letters-patent for Improved Burglar-proof 
Safb, granted November 18, 1856. 

FiSHBR, Commissioner : 

In this case the patent was originally granted with a claim which was practically 
worthless as a protection to the patentees, but which has remained unchanged until 
the present time. 

Meanwhile what are claimed to be the valuable features of the invention have gone 
into extensive use by nearly all safe-makers. No effort has been made to correct the 
patent by obtaining a reissue or to check the open and notorious infringement. 

Application is now made for a reissue as well as for an extension. 

As an excuse for the apparent lack of diligence, one of the applicants, Butler, states 
that he was in partnership with a man who had a violent antipathy to patents and 
refused to spend any money either for a reissue or for litigation. The other applicant 
states that, although ** she was aware that several patents were taken out by her hus- 
band and his partner, and has had occasion, since the death of her said husband, (which 
occurred within three months after the issue of the patent,) to transact business in re- 
lation to several of the said patents, this applicant had no knowledge whatever of the 
particular patent now sought to be extended until about two weeks since.'' This 
knowledge might have been had for the asking either of Mr. Butler or of the Patent 
Office, and these two statements, taken together or separately, show a practical aban- 
donment of the invention. It would be inequitable to extend the patent at this time, 
and to subject manufacturers to penalties which they have been led to incur by the 
acquiescence of the patentees during the lifetime of the original term of the natent. 
(See Wyeih vs. Stanef 1 Story, 282 ; Goodyear vs. HonHnger, 3 Fisher, prWS^ O 

The extension is refused. 
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W. ElCHARDSON V8. SiMON DENZA. 

Interference. 

AITEAL FROM EXAMINERS-IN-CHIRF. 

November 9, 1870. 

In the matter of the interference between the letters-patent of W. Richardson and the 
application of Simon Deuza for Impkovkmbnt in dkvigb for Tcjrxinq Saw Logs. 

Fisher, Commissioner: 

In this case Richardson has a patent, and the real question is whether one shall also 
issue to Denza. The harden of proof is upon him to show priority of invention, and 
this proof should be sabstantially of such a character as would suffice to defeat the 
patent of Richardson if it were in suit before a court of law. (See Grell vs. Euhnertf 
Commissioner's Decisions 1869, p. 5.) 

The well-settled doctrine of the courts is, that he who would prove that a patented 
invention is wanting in novelty, mnst show that the invention upon which he relies 
has actually been reduced to practice prior to the invention of the patentee. On the 
other hand, the patentee having obtained his grant, which is prima facie valid, is per- 
mitted to go back to the tirst practicable embodiment of his invention in any form. 
(See Adams vs. EdtoardSf 1 Fisher 1; Colt vs. Mas8, Arms Co., ibid., 108; Matthew yb. 
SkateSf ibid., 602.) 

Richardson, as proof of invention, produces a rude sketch accompanied by written 
explanatory notes, made in September, 1866. Denza proves the manufacture and use 
of the device in * * * , 1867. If this were an interference between two applica- 
tions, I should, upon the authority of Duchemin vs. Bichardaonf (Commissioner's Decis- 
ions, April, 1870, page 1,) affirm the decision of the board ; but as it is a contest be- 
tween a patent already issued and an application, the same principles which the board 
invoke require that the applicant should be denied a patent, unless be offers proof 
which, upon a trial at law or in equity, would invalidate the patent already issued to 
his competitor. 

The decision of the board of examiners-in-chief is reversed. 



James C. Jenkins and Samuel Norton vs. S. S. Putnam. 

Interference. 

APPEAL FROM EXAMINERS-IN-CIIIEF. 

November 10, 1870; 

In the matter of the interference between the application of James C. Jenkins and 
Samuel Norton, assignees, for a reissue of letters-patent granted Robert Cook, June 
9, 1857, for an Improved Machine for Forging Horseshoe Nails, and the letters 
patent granted to S. S. Putnam, December 9, 1856, for Improvements in Forging 
Iron. 

Fisher, Commissioner : 

I concur in the judgment of the examiner in char^ of interferences and of the exam- 
iners-iu-chief. While the office rules provide that '^ if Jin interference has been properly 
declared it will not be dissolved without judgment or priori ty,'' yet the question of the 
regularity of the declaration of the interference is always open for the consideration of 
the examiner of interferences, the board, or the Commissioner. If there is no valid 
contest it is a waste of the time of the office and of the parties to wade through a mass 
of testimony tending to prove that which will avail neither party when proven. 

As to the reasons which led to the dissolution of the interferences I adopt the very 
clear and satisfactory statement of the examiner in charge of interferences, which is 
as follows : 

" The interfering clause of claim in the application is as follows : 

** The arrangement of the four hammers, A, B, C, D, in such manner as that the two 
opposite ones. A, B, shall strike the metal bar by a percussive blow simultaneously on 
opposite sides thereof, and when they recede from each other the hammers C, D, shall 
in like manner strike the other two sides of said bar, in the manner and by the means 
herein described." 

Upon an examination of the invention set forth in the reissue application, it is found 
that while the two hammers moving in a horizontal plane have the same ^* throw '^ and 
strike equal percussive blows, the other two, which move in a vertical plane, are unequal 
in the extent of their motions, and, therefore, but one of them, the upper, strikes a per- 
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cnssive blow, the lower one operating simply as a vibrating anvil. In other words, 
there are three hammers and one vibrating anvil. 

In Putnam's machine there are four hammers having the same extent of motion, and 
all striking percussive blows. 

In this respect there seems to be a radical difference between the two iuventions, and 
there is really no interference, for if the claim quoted above is to be construed broadly, 
I doubt whether the conditions thereof are to be found in Cook's invention. 

If stress is to be laid upon the limiting words, " in the matter herein described,'' the 
claim is fully anticipated by patent granted Daniel Noyes, October 25, 1853, in which 
are shown three hammers and a vibrating anvil. If further stress is to be put upon 
the additional limitation, '* and by the means herein described," there certainly is no 
interferon ce, for the operating mechanism shown in the Putnam patent is substantially 
different from that shown by Cook. 

Whatever the interpretation put upon the claim of Jenkins and Norton, the conclu- 
sion reached is the same. If the claim is to be construed broadly, the conditions are not 
foand in the invention, and it is furthermore anticipated by the patent of Noyes. If 
limited to the manner and means described the inventions do not conflict. In either 
case there is no interference. 

The decision of the board of oxaminers-in-chief is affirmed. 



BrssELL & MooRE Manufacturing Co. 
Beissvs. 

APPEAL FROM PRIMARY EXAMINER. 

November 22, 1870. 

In the matter of the application of the Bissell & Moore Manufacturing Co. for the 
reissue of letters-patent for Improved Saw Frame, granted D. and £. Moore, Sep- 
tember 7, 1870. 

Duncan, Acting Commissioner : 

The original patent shows and describes a compound stretcher, consisting of two curved 
bars plac^ back to back, and having rounded ends which fit into corresponding recesses 
in the end pieces of the frame, the bars being tied together at their point or contact. 
This stretcher operates in connection with a well-known form of tightener to force the 
ends of the frame of the ordinary wood saw asunder, and thus keep the saw plate at the 
desired tension. In the patent the invention seems to be carefully and accurately 
described, and specifically claimed. The claim is in the following words, viz : 

<'The stretcher/ formed as an arch, and united to the invert^ arched stretcher ,7, 
in combination with the frames a h and tightener d, as and for the purpose set forth." 

The first and third claims of the pending reissue application are as rollows, viz : 

*^ First. A saw frame in which two thrust braces are introduced between the end 
pieces of the frame, to operate, conjointly with the tightener d, to strain the saw, sub- 
stantially as specified." 

** Third. A saw frame made with end pieces a &, tightener dj and a compound thrust 
brace, with the four ends of such brace connecting at separate places by mortises and 
tenons with the said end pieces a h, substantially as set forth." 

In the pending application applicants choose to apply both the term " stretcher " and 
the term " compound thrust brace " to the device which originally they called a 
" stretcher only." To the use of the term " compound thrust brace" the examiner ob- 
jects. The ground of his objection is not quite clear, since there cannot be the least 
doubt as to what the device is to which the term is applied, leaving the specification 
in this respect entirely free from ambiguity, and since, also, the term is certainly de- 
scriptive 01 the functions performed by such device. 

Applicants' proposition, that they are entitled to make use of any terms in describ- 
ing their invention in a reissue application which would have been correct in the orig- 
inal application, is undoubtedly true. The term in question would have been admis- 
sible in the original specification. It cannot be rejected now. 

The examiner also objects to the two claims quoted on the ground that they are 
broader than the invention ; and that by the introduction of them applicants are seek- 
ing to enlarge their patent, so as to cover devices which are not shown or described 
either in the specification, the model, or the drawing of the original patent ; and in 
support of his action in declining to examine the claims he refers to the principles 
enunciated in the decision rendered in the case of W. C. Dodge^ ex parley (Commissioner's 
Decisions, 1869, p. 28.) The point decided in that case was that in a reissue applica- 
tion the drawings cannot be amended upon any mere verbal description in the original 
patent ; and the general doctrine was announced that the Patent Office cannot in a re- 
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issue be called upon to pass judgment as to wbetber certain newly specified devices are 
tbe equivalents of tbe devices shown in the original patent, a doctrine more fully and 
elaborately discussed in tbe case of John A. Krake^ ex paries (Commissioner's Decisions, 
1869, p. 100.) 

There is nothing, however, to be found in either of those decisions warranting the 
view that a patentee may not enlarge his claims by reissue ; and it is very conceivable 
that in so doing he will be enabled to cover devices which did not come within the 
scope of the original and narrower claim, but which, because they embody the same 
principle as that which forms the characteristic of his own invention, he is plainly en- 
titled to control. This is a legitimate object, and by far the larger number of reissues 
are sought for this very purpose. The correct doctrine on this point is to be found dis- 
tinctly announced in French v. Rogers^ (1 Fish., 133.) in which case Judge Kane says: 

*'It is not the meaning of the law that the patentee who applies for a reissue 
must, at his peril, describe and claim in his new specification, either in words or idea, 
just what was described and claimed in his old one. His new specification must be of 
the same invention, and his claim cannot embrace a dififerent subject-matter from that 
which he sought to patent originally. But, unless we narrow down the correction 
which the statute contemplates till it becomes a mere disclaimer, it is not possible, in 
any case, to frame a correct specification which shall not be broader than the one 
originally filed. To supply a defect, to repair an insufficiency, is to add, either directly 
or Dy modifying or striking out a limitation ; in either form, the efiect is to amplify 
the proposition ; in the case of a specification under the patent laws, it is to amplify 
the aescription and enlarge the claim.'' 

In the present case the third claim, while more comprehensive in its terms than the 
original claim, is still accurately descriptive of the invention as shown in the original 
drawing and in the model ; neither does it call upon the office for any judgment as to 
alleged equivalents. The mere fact, then, that by means of it the applicants may per- 
chance be enabled to control devices which, though differing somewhat in details of 
construction, are still in reality mere equivalents of the patented invention, can form 
no objection to the consideration of the claim upon its merits. The novelty of the in- 
vention, as thus claimed, should be examined into. 

The first claim stands on a different basis. lu this there is an evident attempt to 
secure from the office a judgment to the effect, that two distinct thrust braces used 
between the ends of the saw frames may be the equivalent of the compound thrust 
brace or stretcher shown and described. 

This, upon the authority of the cases of Dodge and Krake, before cited, applicants 
are not entitled to obtain, and the examiner must be sustained in his refusal to consider 
the claim upon its merits. 



E. P. Gleason and a. Grossman. 

Extenmm. 

November 25, 1870. 

lu the matter of the application of £. P. Gleason and A. Crossman for the extension o^ 
letters-patent for Impjiovemext in Curry combs, granted to Evan L. Evans No- 
vember 25, 1856. 

DuNCAN; Acting Commissioner : 

From the record in this case, it appears that tbe inventor early entered into a con- 
tract with Messrs. E. M. Chaffee & Co., by virtae of which he assigned to them an 
undivided half interest in the patent, including the right of extension, and received in 
return an interest in the manufacture of the patented invention, for which the assignees 
furnished all the necessary stock, machinery, and capital. This copartnership was 
terminated b^ Evans's death in June of 1859, and the settlement made by the executors 
in the following year shows that the amount realized by the inventors estate during 
this time was $3,073.77. The record does not warrant the supposition that this amount 
is to be reduced by any charge against it on account of the inventor's time and ser- 
vices. So far as the record goes, this entire amount must be regarded as net profits. 

After the inventor's death, viz, in November, 1860, the executors disposed of the re- 
maining one-half interest in the patent, including the extension, for the sum of $400. 

The invention is of very considerable value, as is sufficiently evidenced by the fact 
that during the last year the assignees have manufactured between fifty and sixty 
thousand of the combs. Considering its importance, as thus shown, I can have no hes- 
itation in holding that the amount received by Evans during his lifetime, and by his 
executors after his decease, is not, within the meaning of the law, a reasonable remu- 
neration. Has the failure to receive reasonable remuneration been without neglect or 
fault on the part of those charged by law with the duty of due diligence f 

The law, to bo sure, only speaks in terms of neglect or fault on the part of the 
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patentee; bat it is plain that the spirit of the law wonld hold the legal representatiYes 
of a deceased inventor to an equal accountability with the inventor himself if livinfi:. 
In the present case the inventor, by disposing of a half interest in the patent, is enabled 
to execute a contract under which, in two and a half years, he realizes $3,000. A year 
and a half later his executors sell the remaining half interest in the patent for the un- 
expired balance of the original term, a period of ten years, including also the seven 
years of the extension, in case an extension should be granted, for $400. In the ab- 
sence of any explanation of this apparently singular transaction, I cannot regard the 
representatives of Evans's estate as having exercised due diligence in the execution of 
their trust. They might have explained, as fully as circumstances would have war- 
ranted, the reason for the sale of this valuable property at a figure apparently so inad- 
equate. No explanation, however, is offered. 

A further objection to the grant of this extension is to be found in the fact that the 
extended term belongs to assignees, and the only interest of the inventor's estate therein 
is under an agreement, by which the assignees have contracted to pay the executors 
the sum of $750, contingent upon an affirmative decision upon the pending application. 
This agreement the assignees found it necessary to make with the executors in order 
to secure their co-operation in applying for the extension. 

The law contemplates that an extension is for the benefit of the inventor, he having 
failed, fbr other reasons than those specified in the statute, to receive a reasonable re- 
muneration during the original term ; and if, in any case, it appears that, by reason of 
existing agreements or assignments, the inventor cannot denve further benefit from 
an extension, then plainly tne public ought not to be longer barred the free use of 
the invention. The same reasoning will apply where the intercBt retained by the in- 
ventor in the extended term bears but a trining proportion to the whole interest. 

In the case now presented the aggregate production for the next seven years, at the 
present rate of manufacture, will equalabout four hundred thousand combs, represent- 
ing a value of about $200,000. If the profits upon this manufacture be fifteen per cent., 
which is certainly a low estimate, the aggregate profits for the ensuing seven years 
will be $30^000. Of this Evans's estate is to receive but $750. I cannot hold that this 
is such an interest in the extension sought as will Justify the grant of the petition. 

The extension is refused. 



John Tyler. 

JExtension. 

November 25, 1870. 

In the matter of the application of John Tyler for the extension of letters-patent for 
Improved Water Wheel, granted July 8, 1856, and reissued June 30, 1868. 

Duncan, Acting Commissioner : 

This patent expired July 8, 1870, but is presented at the present time under a special 
act of Congress which authorizes an extension to be granted upon the same evidence 
and principles as if application had been made to the Commissioner of Patents in due 
time, as provided in the general statute. 

The invention to which it relates is a well and favorably known water-wheel, one 
important element of which had been made the subject of a prior patent granted May 
22, 1855. The wheel, as covered by the two patents, has been largely manufactured, 
and extensively introduced, and is being msiide at tne present time in almost, if not 
precisely, the identical form in which it was ori^nally patented. The inventor has 
manifested unusual energy and diligence in bringing it into use, having devoted him- 
self almost exclusively to this object for the past fifteen years. Making no allowance 
for his time, and his skill as a mechanic, which he estimates as worth at least two 
thousand dollars per annum, the balance-sheet shows an excess of receipts over expend- 
itures, on account of the entire invention, of only about sixteen thousand dmlars. 
This amount would be entirely consumed if the inventor be allowed to credit himself, 
even at a much lower figure than that above named, for the time and business capa- 
city devoted to the wording of his patents, which, according to all established pre- 
cedents and every principle of equity, he is entitled to do. Considering, in addition to 
these facts, that a re-examination of the invention shows it to have first originated 
with Tyler, there can be no question that he is entitled, according to the principles 
which the national legislature has decreed for the determination of all matters of this 
kind, to the extension of his monopoly beyond the original term of fourteen years. The 
only possible room for doubt in the case is, as to whether he shall obtain this additional 
protection through the medium of an extension of the present patent, or by the reissue 
of the earlier patent of 1855, which prior to the expiration of the original term was 
extended for the further period of seven years. 
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When the application upon which the reiatne patent now offered for extension was 
pending before the office, the primary examiner, assuming that all the devices claimed 
in said application were to be foand in the model that accompanied the application of 
1855, took the ground that for that reason the patent of 1856 was improperly granted, 
since Tyler should have sought the larger measure of protection to which he was 
entitled upon his invention by a reissue of the existing patent rather than by a new 
application; and, holding that therefore the patent of 1855 should be regarded as 
invalid, he declined to entertain an application for the reissue of it. In this, however, 
his judgment was overruled by the examiners-in-chief, who held, on the strength of 
Suffolk Company vs. Hayden, that although there might have been the irregularity 
named in the granting of the second patent, yet the patent once granted could not 
be regarded otherwise than as valid, and consequently that the patentee was entitled 
to a reissue upon it as claimed. 

The present practice of the office in dealing with original applications is understood 
to be established in favor of rejecting the application when it pertains to matters 
shown, without being claimed, in a prior patent to the same party, who by this course 
is thrown back upon his right of reissue. The reasons for this practice would have 
been equally strong fourteen years ago, and would have furnished sufficient ground 
for rejecting the second application of Tyler, so far as it related to devices shown in his 
existing patent ; and the board of examiners-in-chief plainly intimate in their opinion 
in the reissue case that such would have been the correct practice. 

However correct the conclusion of the board may have been in the matter of the 
reissue, a somewhat different question is now presented, since the party is now asking 
as a privilege the extension of a patent already dead, while formerly he was demand- 
ing as a right the reissue of a valid patent. 

If I were satisfied that at the time of the application upon which Tyler's first patent 
was granted he had fully perfected the devices which are made the subject of the 
second patent and its reissue, and that they were clearly shown in their perfected form 
in said application, it would be a very serious question whether the extension now 
asked for ought not to be denied. A careful comparison of the two applications, how> 
ever, raised a doubt whether at the time of the nrst application the inventor had car- 
ried the devices in question beyond the experimental stage. 

It is true that the earlier model does show all these devices in a general way ; bat 
it may at the same time be presumed that the experiments necessary to determine the 
best law of proportion and inter-relation of parts had not been concluded, since it is 
only in the later application that any attempt is made to state the law that should. 
control the length and the curvature of the buckets, and the angle at which they 
should stand to the periphery of the wheel, the depth and curvature of the scalloped 
rim, or the curvature of the bucket-head by which the lifting power of the wheel is 
developed ; and the earlier model certainly does not fully conform to the rule in these 
particulars as stated in the second application. 

I prefer, therefore, to give this meritorious inventor the benefit of the doubt in this 
regard, and to conform my action in the matter of the extension to the previous action 
of the office in granting both the original patent and the reissue. 

The patent will therefore be extended for a period of seven years from the date of 
the expiration of the original term. 



Geoege U. White, Administrator. 
Extension, 

I^ovember 26, 1870. 

In the matter of the application of George U. White, administrator, for the extension 
of letters-patent for an Improved Method of Applying Steam to and of Cutting 
Scarfs from Wood, granted to Job White, December 2, 1856. 

Duncan, Acting Commissioner : 

The machine covered by this patent is in reality a veneer cutting machine and is 
one only of a somewhat extensive class. The inventor's efforts by way of introducing 
the invention appear to have been confined to somewhat narrow geographical limits, 
and to have consisted in the construction of a single machine and in the working of 
the same to produce the small amount of paneling for which he was able to find a 
market among the carriage manufacturers in the section of country where he lived. 

The largest quantity otlnmber manufactured on this machine in any one year has 
not exceeded fifteen thousand feet, on which the inventor's income over and above ex- 

Eenses has not exceeded one hundred and fifty dollars. The inventor at the time of 
is death left his estate encumbered with a debt of about fifteen hundred dollars, in- 
curred in the developing and working of the invention. 
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The applicant for the extension entirely fails to set forth, as reqnired hy law, '* the 
ascertained valae of the invention/' except as the same is to be inferred from the brief 
statement of facts above given ; and this fully warrants the conclusion that the invention 
is not one of any special value and importance to the public. The declarations of two 
of the persons who depose in behalf of the extension, to the effect that the invention 
is "of fi^reat importance" and "of great public service/' being thus general in their 
terms and unsupported by any cited facts, are wholly unreliable and meaningless. 

I cannot believe that Congress intended that extensions should be granted upon in- 
ventions that during the lifetime of the original patents have proved of such insignifi- 
cant public value, unless, to be sure, which is not even intimated in the present case, 
there is a strong probability that during the term of the proposed extensions a much 
larger value will attach to the inventions than in the past. 

The extension of the patent must be refused. 



L. J. Knowles. 

APPEAL FROM THE PRIMARY EXAMINER. 

November 29, 1870. 

In the matter of the application of L. J. Knowles for letters-patent for an Improve- 
ment IN Fancy Looms, filed October 5, 1868. 

Duncan, Acting Commissioner: 

In this application, as originally filed, there is shown and described a certain combi- 
Dation of cams and levers, which is fully covered by the claims already favorably con- 
sidered by the examiner. 

Applicant now comes forward and proposes an amendment to the specification, in 
which he describes a modification of the original combination, claiming, however, that 
the principle of the invention remains nnchanged in the proposed modification, and 
that for this reason he has a right to describe the new form in which that principle 
finds embodiment. 

The examiner declines to consider this amendment, although it is not understood 
that he takes issue with the applicant upon the question as to whether the modified 
form of the invention embodies the same principle as the original form. The ground 
of his objection is, that after the application is complete, the party has no more right 
to make changes in the specification, not based npon what is shown in the drawing 
and the model, than he has to change the drawing itself in particulars not warranted 
by the model, or vice verm. 

As a general thing this is certainly a sound practice, and there would seem special 
reason that the rule should apply in cases like the present, where the amendment 
is proposed after the application has been a long time pending. The presumption in 
all such oases is, that the proposed modification is not a part of the original invention, 
bat is an afterthought ; and if the party is entitled to any protection other than that 
resulting from a patent upon the claims as warranted in the original presentation of 
the invention, be should seek such protection through the medium of a new applica- 
tion. 

There seems no good reason in the present case why an exceptional practice should 
be adopted, and the examiner is, therefore, sustained in his views upon the amendment 
proposed. 



Theodore T. Woodruff. 

Extension. 

December 1, 1870. 

In the matter <of the application of Theodore T. Woodruff for the extension of letters 
patent. No. 16,159, December 2, 1856, and reissued letters-patent, No. 1,439, March 17 
1863, for Railroad Car Skats and Couches. 

Duncan, Acting Commissioner: 

According to the record presented in this case, Theodore T. Woodruff must be regarded 
not only as the first inventor of the specific improvements relating to sleeping cars 
which are covered by his patents, but as the real creator of this modern appliance 
which contributes so largely to the comfort and convenience of the traveling public, 
and the man to whom the country is chiefly indebted for its introduction into general 

11 T> T^ 



162 DBCI3IOK8 OF COBIMISSIONEB OF PATENTS FOB 1870. 

use. Myer had taken oat a patent in 1654 for a mode of constraetinff oar seats so as to 
make them oonvertible at will into beds or coaches. To this end he provided the 
seats with high backs, of sach dimensions and so adjusted that when swans up into a 
horizontal position the backs of oontiffuous seats would meet, and on oeiug daly 
secured woald form one long upper berth extending through the entire car. The seats 
also were provided with an adjustable cushioned attachment, which could be folded 
over so as entirely to fill the space between them, and thus form a lower berth having 
a continuous cushioned surface extending tbrougn the car from end to end. 

This system had radical defects, too apparent to require enumeration, but which were 
fatal to Its adoption by the public. Woodruff devised a remedy for the evils inherent 
in the svstem of his predecessor. He first reorganized the interior of the car by divid- 
ing up the space on either side of the central passage into sections, and in each section 
he placed two transverse seats on opposite sides of a common footway — the latter being 
of such width as wonld^ in connection with the space occupied by the two seats, make 
up a section of the desired length for night use. From tnis construction it followed 
that when the foot space in each section was filled by the a(3|justment between the seats 
of proper supplemental parts, there was formed a series of lower conches or berths, 
each partitioned off/ram ike others, in which important particular Woodraff's oar was 
bevond all question a verv marked improvement over Myer's. 

It was this difference of construction which it was sought to cover by the first claim 
of the reissued patent No. 1,439 ; and although the claim might with advantage have 
been drawn in more exact terms, yet, as it stands, it seems sulficiently to recognize this 
fundamental difference by^the use of the words " the two opposite sets of cross seats." 

Instead of arranging two transverse seats in each section. Woodruff also proposed to 
use one longitudinal seat attached to the side wall of the car, and made capable of ex- 
tension in the direction of its width when it was desired to convert the seat into a 
couch. 

A further and important improvement was to place in each section an upper sus- 
pended berth, arranged longitudinally of the car, and so attached by Joints or hinges 
as to be swung up out of the way of the passengers by day. 

The other features of the invention are of but sli^^ht importance, if any ; but those 
already specified are of very great value to the public, and, according to the testimony 
of the treasurer of the Centra Transportation Company, are found, either wholly or in 
part, upon at least five hundred of the six hundred sleeping cars computed to be at the 
present time in use in the United States. 

Woodruff, upon the grant of his patents, addressed himself with great energy and 
determination to the work of introducing the invention thus secured to him. The 
public were slow to appreciate its advantage^*, and great difficulties were experienced 
in negotiations with the railroad corporations. Tue inventor subdued the popular 
prejudice, and formed harmonious and satisfactory business relations with the railroads, 
only by tne most persistent efforts and the exercise of great sagacity. In view of the 
iiMts developed by the record, it is no exaggeration on his part when he says that he 
" fought the invention into use.'' He not only produced a valuable invention, but he 
may also be said to have created the market for the same. 

If I understand aright the policy of the patent law in its bearing upon extensions, it 
is intended that the largest liberality consistent with the public interest be exercised 
in dealing with that class of cases in which the present one is incladed, in which the 
inventor's merit is not to be measured solely by the creation of the invention, but in 
which he is entitled to receive large credit for the pei'severance, and ener^, and ability 
displayed in educating the public to a full practical appreciation of his invention, and 
in surmounting the many difficulties encountered in the prosecution of his enterprise. 

The statement of account in the present case shows Woodruff's net profits from the 
aggregate invention covered by the patents which it is sought to extend, to be but little 
more than twenty thousand dollars. Add to this the liberal allowance made in the 
account for the inventor's time and services, and still it can hardly be said that the sum 
received is an adequate remuneration to him for an invention of such immense pablie 
value and importance ; and it is difficult, upon the facts presented, to see wherein the 
failure to receive due compensation is attributable to neglect or fault on his part. 

It appears from the records of this office that in August last the legal title to the 
patents now under consideration, and with which Woodruff had parted in 18Q4, was 
restored to him by an assignment duly executed and recorded ; and an affidavit made 
by him on the 14th instant sets forth that not only has he entered into no agreement 
concerning the extension since such retransfer of the title, but that he is not under any 
agreement whatever relative thereto. 

It follows that, if an extension is granted, Woodruff has it entirely within his power 
to reap a reward bearing some fairer proportion to the great benefit which he has con- 
ferred upon the community at large. 

There does not seem, in the present case, auy force in the objection that the extension 
will operate oppresi^ively upon the public. Sleeping cars have, indeed, become a great 
public convenience, but not a public uccessity. If in the hands of a monopoly the price 
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charged for the accommodations which they afford shoald eron exceed the ability or 
the disposition of the public to pay, so as to make them practically unused, still the 
trayeling public would be far better accommodated in other ways than they were at 
the time when the sleeping car was invented. The protection afforded the latter by 
the patents granted upon it has not caused any deteriorution in the character of the 
preexisting railroad oar, or prevented marked improvements therein ; and every person, 
therefore, is to be presumed to have full liberty to choose between the sleeping car, on 
the one hand, and other accommodations in no wise inferior to what woula have been 
within his reach had the sleeping car never been called into existence. If he chooses 
the latter it is because, by reason of the additional comfort and convenience attending 
it, he can afford to pay the additional price charged and finds it profitable to himself so 
to do. He ought not, then, to complain that the meritorious inventor should also derive 
profit from the same source, nor ask, in order that he may secure the enjoyment of a 
luxury at a reduced price, that the inventor's income from that source which his own 
genius has originated, shall terminate before he has received an adequate remuneration 
for the benefit which he has conferred upon the world. 

Although this matter is one in which the public has a lively interest, yet the fact that 
no formalopposition has been entered to the grant of the extensions sought, notwith- 
standing the fisMst that by wide-spread advertisements the public have been notified of 
their right to make such opposition, may fairly be accepted as some indication of a 
general recognition of the justice of the claim which Woodruff now asserts. The only 
thing savoring of opposition is a paper filed by one Franklin £. Felton, of Philadelphia, 
which is filled with the fiercest denunciation of Mr. Woodruff, charaeterizing him as an 
impostor, charlatan, pirate, and peijurer, but is unaccompanied by a single line of evi- 
dence in support of its apparently malignant and baseless assertions. 

It is inexplicable that a man claiming to have a recognized standing in the legal 
profession should be satisfied to dismiss argument and reason, and support his cause 
by bald assertion and abusive epithets ; or should even seem to nope that the judgment 
of the tribunal charged by law with an impartial decision can be made to rest upon 
other basis than the actual facts established by the testimony filed in the case. 

From a due consideration of the testimony adduced it is adjudged that Woodruff, 
without neglect or fault on his part, has failed to obtain from the use and sale of his 
invention a reasonable remuneration for the time, ingenuity, and expense bestowed 
upon it, and the introduction of it into use ; and that, in view of the great benefit which 
he has conferred upon the public, it is but just and proper that the extensions asked 
for be granted. 



Appeely & Clissold. 

JExtension. 

December 3, 1870. 

In the matter of the application of James Apperly and William Clissold for the exten- 
sion of letters-patent, No. 18,888, for Machinkry for Prkparikg Fibrous Substances 
FOB Spinning. 

Duncan, Acting Commissioner : 

The main question raised by this application, and one by no means free from embarrass- 
ment, is as to the effect of the prior grant of a foreign patent covering the same inven- 
tion upon the right of the inventor to an extension of the patent granted him in the 
Un ted States. 

The facts in the present case are as follows : The inventors had taken out a patent 
in England prior to the filing of the American application. The British patent bears 
date December 4, 1856, this being the day on which the provisional specification was 
filed. The patent received the great seal on the 2d day of June, 1857, and the com- 
plete specification was filed two days later. The American application was filed October 
1, 1857 ; and the patent thereon was granted December 22, of the same year, being 
however antedated to take even date with the foreign patent. 

Looking at the statutes in their bearing upon these facts, the statement seems justi- 
fied that there exists no direct and positive statutory bar to the grant of the extension 
now asked for. 

In section 6 of the act of 1839 it is provided as follows: 

^* That no person shall be debarred from receiving a patent for any invention or 
discovery, &c., by reason of the same having been patented in a foreign country more 
than six months prior to his application : Provided, d^. ; and provided alsOf that in all 
cases every such patent shall be limited to the term of fourteen years from the date or 
pablication of sush foreign letters-patent.'' 

It is unnecessary to consider the question whether Congress intended that patents of 
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the special class provided for by this section should expire absolately, no right of 
extension existing:, with the expiration of the term for which the prior foreign patents 
are granted, or intended simply that they should be thus limited as to the original 
grant only, possessing, however, the same right of extension beyond the original term 
as exists in the case of patents issuing under the act of 183G, which patents, so far as 
the language of the granting instrument goes, or can by legal construction be made to 
go, are absolutely limited to fourteen years. Whatever view may be taken of this 
question, it is conceived that the present case does not come under the operation of 
the section at all. The section manifestly was intended to supplement the legislation 
of 1836, and to provide for the granting of patents in a class of cases that were before 
barred. By the general terms of section 7 of the previous act, ifc was made the duty 
of the Commissioner to refuse a patent upon an invention which had been patented 
or described in any printed publication in this or any foreign country prior to the ap- 
plication here. This provision, however, was modified by the language of the follow- 
ing section, in these words, viz : 

*' But nothing in this act contained shall be construed to deprive an original and true 
invention of the right to a patent for his invention by reason of his having previously 
taken out letters-patent therefor in a foreign country, and the same having been pub- 
lished at any time within six months next preceding the filing of his specification and draicings," 

It follows that by the law of 1836 the Commissioner was authorized to grant a pat- 
ent to an original and true inventor, even when the party had first patented the inven- 
tion abroad, provided the ^mt publication of the foreign patent had taken place within 
the six montns preceeding the filing of the specification and drawings in the Patent 
Office here. It was not the date of the patent but the time of its publication which 
was made the basis of calculation ; and as section 6 of the act of 1839 was manifestly 
intended to extend the Commissioner's power in relation to cases patented abroad prior 
to the application here, so as to embrace cases excluded by the act of 1836, the term 
'^ patented " as used in the later act must be construed, in like manner as in the earlier, 
to have relation to the date and act of publication of the patent.. 

Now, the ** date of publication " of a British patent, as is lucidly explained in ex 
parte James Cochrane, Commissioner's Decisions, 1869, p. 60, takes place only when the 
complete specification is enrolled. 

The complete specification of the English patent for the invention now under con- 
sideration was not enrolled until June 4, 1857. The American application^ was filed 
October 1,1857, less than six months afterward; consequently, the American applica- 
tion did not fall under the operation of section 6 of the act of 1839, but of section 8 of 
1836 ; and the legal effect of this section, in the class of cases upon which it operates, 
seems to be to put the patents when granted in precisely the same condition as if 
granted before the foreign patents, or as if in fact no foreign patents upon the same 
inventions had ever been issued ; for there is nowhere found in the law as it stood 
prior to July, 1870, any prohibition, either express or implied, which would exclude 
patents granted under section 8 of the act of 1836 from the full benefit of the 18th sec- 
tion of the same act, which empowers the Commissioner, upon the conditions therein 
named, to grant an extension of any patent issued under the act. Accordingly, the 
unvarying practice of the Office until within a few months past, is understood to have 
been in favor of that construction which would interpose no objection to the grant of 
an extension upon a patent issued under its provisions. In the matter of extensions 
foreigners appear to have always enjoyed the same privileges as citizens of the United 
States ; and extensions have been granted to both alike, without reference to the ques- 
tion whether a foreign patent on the invention had expired or was still in force. 

There being, then, in the old law no prohibition to the grant of the extension now 
asked for, the further question comes, how the case is afi'ecteid by the new law, approved 
July 8, 1870, section 25 of which is in these words, viz : 

*' That no person shall be debarred from receiving a patent for his invention or dis- 
covery, nor shall any patent be declared invalid, by reason of its having been first pat- 
ented, or caused to be patented, in a foreign country ; provided the same shall not 
have been introduced into public use in the United States for more than two years 
prior to the application, and that the patent shall expire at the same time v^ith the 
foreign patent, or, if there be more than one, at the same time with the one having the 
shortest term ; but in no case shall it be in force more than seventeen years.'' 

The late Commissioner of Patents held, in the case of Robert Mushet, decided in Sep- 
tember, 1870, and in the cases of William E. Ward, Smith & Skinner, and Joseph E. 
Boyer, decided in October, that while this section applies directly only to patents 
granted after the passage of the law, and cannot be held to have direct operation upon 
patents previously issued, either by way of abbreviating the term for which the first 
grant runs, or of prohibiting their extension beyond the original term, yet Congress, 
in providing that domestic patents thereafter issued upon inventions which had first 
been patented abroad should not survive the death of the foreign patents, distinctly 
declared it to be the correct policy to be adopted in such cases that the right of the 
public to use the inventions without liability to the inventors shall be simultaneous 
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in ibis and the most favored foreign nation ; and that, therefore, inasmuch as Congress 
has vested the extension of patents in the discretion of the Commissioner, a decent 
regard for the declared policy of the national legislature must determine that officer, 
while exercising his discretion, to exercise it in conformity with that policy, and not 
in opposition to it. 

It is with extreme reluctance that I find myself compelled to differ in my views upon 
this proposition with an officer whose wide experience in all matters pertaining to pat- 
ents and whose acknowledged ability have always commanded for his decisions the 
largest measure of respect. For this reason I have bestowed unusual care upon the 
question presented. After mature deli beration, however^ I cannot resist the conclusion 
that the decision reached in the oases named oug ht not to stand as a precedent. It 
seems to in volve a twofold error : First, the granting of an extension is not a matter 
lying within the discretion of the Commissioner— in any such sense, at least, that he may 
grant or refuse the petition therefor at pleasure. The Commissioner is established a 
tribunal to determine judicially certain questions preliminary to the executive act by 
which he extends or refuses to extend the patent. He is to determ ine whether the in- 
vention was new and patentable when the ori^nal patent was granted ; he is to deter- 
mine whether the inventor has failed to obtain from the use and sale of his invention 
or discovery a reasonable remuneration for the time, ingenuity, and expense bestowed 
upon it and the introduction of it into use, and whether such failure, if existing, has 
been withont fault or neglect on the inventor's part ; he is to determine, also, whether 
the extension would affect injuriously the public interests. All these questions are 
submitted to him in his judicial capacity, and are to be determined by the established 
facts bearing upon them. If they are decided favorably to the applicant, the grant of 
an extended term inevitably follows. It is as much a matter of right as is the grant 
of the original patent. The language of the statute is mandatory upon the Commis- 
sioner, and leaves him nothing but a ministerial duty to perform. It cannot, then, prop- 
erly be said that the extending of a patent is a matter which lies within the discretion 
of the Commissioner. 

Neither do I think the conclusion correct, that the Commissioner is bound to harmo- 
nize his action, in dealing with patents granted prior to 1861, with the policy which 
Congress in its recent legislation decreed in relation to patents to be hereafter issued. 
The objections to this view are various. Section 63 of the new law gives the '' pat- 
entee of any invention or discovery, the patent for which was granted prior to the 
second day of March, 1861," the right to apply for an extension ; and by section 66 it 
is made the duty of the Commissioner to hear and determine all such applications, the 
principles therein prescribed for his gnidance being the same as are laid down in the 
act of 1836. I do not see how mere inferences from section 25 can prevail against the 
positive language of the other sections of the same act. If Congress had intended to 
except any class of patents from the operation of these last-named sections, that inten- 
tion, we may well suppose, would have been distinctly indicated. The absence of any 
excepting clause negatives the supposition of any such intention. Again, it is no- 
ticeable that in 1861, when Congress by positive enactment prohibited the extension of 
patents thereafter granted, the privilege of obtaining extensions upon those already 
in existence was carefuUy preserved. In this it may be presumed that Congress acted 
npon the theory that a patentee under the act of 1836 had acquired an equitable right 
to an extension upon the conditions therein named ; that this right of extension con- 
stituted a part of the implied contract between the Government and the inventor, in 
virtue of which the latter made disclosure of his invention and paid the prescribed 
fees ; and that the Government could not, without a violation of good faith, ignore this 
obligation as to past patents, even though it had resolved upon a different line of policy 
as to future grants. The reason which thus controlled the legislation of 1861 was 
equally good in 1870, and, in the absence of any direct and positive declaration of a 
contrary legislative intent, furnishes strong ground for the supposition that Congress 
did not in the later enactment depart from the theory which governed it in the earlier. 

For these reasons I conclude that nothing contained in the law of 1870 was designed 
to prohibit the extension of an American patent granted prior to March 2, 1861, for an 
invention ''first patented or caused to be patented in a foreign country." 

The invention upon which the present application is based relates to an important 
branch of the woolen manufacture, and consists in an improved mode of feeding the 
carding engine, and of conducting the sliver or roving from one engine to another. 
This latter operation is effected by mechanism entirely, and the sliver is laid diagonally 
in parallel lengths upon the feeding apron. From this mode of arranging it npon the 
apron it follows that as many lines of sliver as serve to make np the required breadth 
of feed will pass simultaneously to the feed-rolls to supply the carding surfaces, and 
the unevenness that may exist in any particular length will disappear by combination 
with the others. 

It is asserted by applicants that on every set of cards where the patented mechanism 
is applied, there is effected a monthly saving in labor alone of ten dollnrs, an increase 
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in prodaotion of not less than fifteen per cent., a large saving of " waste," and a great 
improTement in the yam produced, and consequently in tne qnality of the finished 
goods. The invention has been applied in this country alone to about two thousand 
sets of cards. The actual value of it to the country, then, upon the basis assumed, must 
be estimated by millions of dollars. Whether applicants have placed too high an euti- 
mate upon it or not, certain it is that it is of very great importance in the manufac- 
ture to which it relates, and aids materially in the pr^uction of better goods at cheaper 
rates. The concurrent testimony of a large number of unnsually intelligent witnesses 
leaves no room for doubt upon this point. Among other advantages claimed for it, 
and sufficiently established by the testimony, it has made possible in this country the 
production of several classes of goods of the finer qualities which previously could be 
obtained bv importation only. The invention thus becomes of special value in this 
country, where, bj^ reason of the higher rates of wages, and the lack of that precision 
and exactness which distinguishes the operatives of the Old World, the substitution of 
machinery for hand-labor is of vastly more importance than in the shops and factories 
of Europe. 

The previous English patents to which the examiner calls attention have no mate- 
rial bearing upon the question of the patentability of this invention at the time when 
the originiU patent was granted. Walker's patent of 1840 shows what professes to be an 
automatic means for conducting the sliver from one engine to another. It is doubtful 
whether a machine constructed in conformity with the specification of that patent 
would actually accomplish this work; but, however this may be, there is no bint in 
Walker's patent of the diagonal feed invented by the present parties. The patent of 
Apperly, which bears date September 2, 1856, contained suggestions of the fundamental 
idea embodied in the subsequent ipatent to Apperly & Clissold ; it shows no mechan- 
ism, however, for carrying these ideas into practical operation, and must be looked 
upon as the imperfect form of the invention upon which the joint American patent is 
based. 

The profits which the inventors have realized are large, being, however, with the 
exception of about £75 realized upon the American patent, and £l,'iOO npou the pat- 
ents taken out in France, Austria, Prussia, Belgium, and Saxony, derived exclusively 
from the manufacture and sale of the machines, to which business they transferred 
their capital, previously employed in the manufacture of woolens, immediately upon 
the issue of the English patent. From this source they estimate their profits on account 
of the invention at £17,885. Great credit is due them not only for the ingenuity dis- 
played in the invention Itself, but for the risks which they incurred, and the energy and 
business capacity which they exercised in the introduction of the same. The difiiculties 
existing in the introduction of any improved machinery intended to supplant hand- 
labor in the art of spinning are great ; those encountered by the present invention are 
graphically described in the depositions filed in the case, and form no exception to the 
general rule. It is exceedingly doubtful whether the invention with all its merits 
would have met with any success but for the protection of the patents, which made it 
for the interest of the patentees and their assigns to devote themselves to an active 
advocacy of the advantages of the invention, and to the construction of the machines 
under their own personal supervision. The improvements have been applied to about 
one- third of the cards in this country ; and there is in evidence the opinion of several 
intelligent mill-owners and agents that should the protection cease by the expiration 
of the patent, no further considerable introduction of the invention could be expected. 
At first glance this proposition seems paradoxical, but the reasons assigned therefor 
are entitled to great weight, and I am on the whole inclined to adopt the view that the 
public interests will be l^t subserved by a continuance of the monopoly. 

It may be questioned, in view of the fact that the law requires from an applicant for 
an extension a true and faithful account of the loss and profit in any manner accruing 
to him by reason of the invention or discovery, which has latterly been construed as 
including foreign patents as well as the domestic patent, whether the present appli- 
cants should be held to a separate accountability in the matter of diligence as to the 
E articular country in which they now ask an extension. Even here, however, they 
ave not been lacKing in diligence. For four years after the issue of the patent they 
made various efibrts to introduce the invention, and spent considerable sums of money 
in their endeavors to effect it. But, looking at the history of their entire relation to 
the invention, they present a record of unusual diligence and enterprise, and one that 
merits the most favorable consideration. 
The patent will be extended. 
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John Neville. 

Extension. 
December 8, 1870. 

Ill the matter of the application of John Neville for the extension of letters-patent 
No. 16,214, for a Method of Making Cast Steel. 

Duncan, Acting Commissioner : 

This application having been referred to the examiners-in-chief for hearing and re- 
port, as provided in section 10 of the patent act, the following report has been sab- 
mitt ed : 

'' If the 'objection raised to the grant of the extension songht on account of an Eng- 
lish patent having been obtained for the invention prior to the grant of letters-patent 
in this conntry be overruled, we consider this a meritorions case. 

"The examiner reports the invention new wlien the patent was granted, and the tes- 
timony is conclusive as to its value and importance to the public. The inventor has 
received absolutely nothing in the shape of remuneration for his time and expense. 
The invention was disposed of to a company before the grant of the patent, which 
was issued to said company. This company appears to have been composed of specu- 
lators, who obtained control of the invention and patent, promising Neville in return 
stock in the company, which he swears he never received. 

"Through mismanagement the business was finally suspended, and the inventor left 
with no means of relief, as he had no control over the patent. In short, whatever 
money has been received on account of the invention has been pocketed by unscrupu- 
lous speculators, who have fraudulently withheld from Neville every cent to which he 
was justly entitled. 

" The applicant says that it is impossible to fiimish a statement of the ascertained 
value of the invention. This arises from the circumstance, that the invention is prac- 
tised only in the manufactnre of crucible steel, and it is not within his knowledge how 
much of this kind of steel is manufactured annually in the United States. It does not 
appear, however, that he ha« taken any steps to obtain the necessary information on 
this point, and to this extent he cannot be said to have met the full requirements of 
the law. 

" Several witnesses state in their affidavits that by Neville's process a saving of twenty 
dollars per ton is effected in making crucible steel, and also that it is used somewhat 
extensively in this country among steel manufacturers. The spirit of the law, if not 
the letter, seems, therefore, to have been complied with. 

" There is no opposition offered to the extension of the patent, and in view of the 
fEicts presented in the case we recommend that it be granted.*' 

According to the ruling in the recent case of Apperly and Clissold, it is not deemed 
that the grant of an English patent prior to the issuing of the American patent con- 
stitutes of itself a valid objection to the extension of the latter. 

The recommendation of the examiners-iu-chief upon the above application is, there- 
fore, adopted, and vhe patent will be extended. 



Wendell Wright. 

Uxtension. 

December 10, 1870. 

Upon the order of the Acting Commissioner, as provided in section 10 of the patent 
law, this case was heard by the examiuers-in-chiet, who reported upon the application 
as follows: 

"United States Patent Office, 

" Waahingtonj December 9, 1870. 
" Application of Wendell Wright for an extension of the patent for Securing Springs 
IN Upholstery, granted to him the 16th December, 1856. 

"The facts in this case are very clearly established, and remove all obstacles in the 
way of extending the patent, provided the amount w^hich the applicant has received 
on account of the invention over and above his expenditures has not been a sufficient 
remuneration. 

" It is very difficult to find any rule for estimating what should be held such a reason- 
able remuneration. The subject has no doubt been frequently considered, and many a 
decision must have involved some conclusions respecting it. But the reasonings and 
reflections on this point that led to the decision, seem never to have been recorded. 
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except, perhaps, in the one rendered 12th April last npon the application of J. L. 
Bandelot. A comparison of the circumstances in that case \\'ith tnose of the one be- 
fore ns may aid ns in forming an opinion. 

** Baudelot's invention altogether suri)assed the one before ns in ingenuity, and the 
character of the mental labor involved. On the other hand, he had received as net 
profits from it nearly double what the applicant has realized. These two considera- 
tions may very properly be regarded as neutralizing each other. 

" There is a marked difference in the extent to which the two inventions are capable 
of being used, which will be regarded by many as of great weight. While the one was 
capable of employment in only a single branch of manufacture, and conferred no direct 
benefit on the rest of the community, the other is of universal application, and sdl 
classes and conditions of men may share in the advantages of it. In the precise form 
which is described it is not in universal use. But it is clear from the evidence that it 
was the forerunner of improvements which are in such use, and contribute to the com- 
fort of immense numbers. Previous to it no bed bottoms approaching in convenience 
to the one produced by the applicant could be found in market under thirty dollars, 
and they were sold as high as sixty or even a hundred dollars. His device bad the 
almost immediate effect of supplying the market with a better article at from ten to 
twenty dollars, and all the others have disappeared. 

" The most important and marked difference between Bandelet's case and the present 
lies in this, however, that Bandelet obtained his compensation without the slightest 
expenditure of time and labor in introducing his invention into market. ' He stood 
entirely aloof, and did nothing about it but pocket his money. Had this been Wright's 
course it would have merited a very different consideration. We should be strongly 
inclined to hold that thirty-three thousand dollars was a fair compensation had he sold 
his invention at once for that sum, or received it in royalties without further trouble 
on his part, or being hindered in the prosecution of other pursuits for a livelihood. 
This sum was received, however, chiefly as the result of his personal attention to the 
introduction of his invention. During no small portion of the time he has given him- 
self to the manufacture of articles made under it. It is one thing to sum up all the 
f:aius made from a business, year by year, of which more or less has been expended at 
he time, and another to point to the same amount as the final net result left on hand. 
A great many men earn thirty thousand dollars in fourteen years, and have nothing 
le^ at last. 

" When, therefore, the patentee has made it his business to introduce his invention 
into market, the scale upon which he should be rewarded should be materially raised. 
And, under the circumstances of the present case, the applicant cannot be justly re- 
garded as having been reasonably remunerated, and the extension of his patent is 
recommended as well as merited. 

"8. H. HODGES, 
"R. L. B. CLARKE, 
"J. M. THACHER, 

*^Examiners-in-Chie/J* 

DECISION. 

Duncan, Acting Commissioner : 

The reasons assigned by the examiners-in-chief for their recommendation in favor of 
the extension of the aforenamed patent are approved, and the extension will accord- 
ingly be granted. 



Silas S. Putnam. 

JSxtension, 

December 10, 1870. 

In the matter of the application of Silas S. Putnam for the extension of letters-patent 
No. 16,186, December 9, 1856, for a Machine for Forging Iron. 

Duncan, Acting Commissioner : 

The testimony in this case shows that the patentee was the first to devise a practical 
machine for forging horseshoe nails that could successfully compete with the hand- 
made article, and the merits of the Putnam nail are sufficiently evidenced by the very 
large sale which it has attained, the aggregate production being set down at seven 
million seven hundred and eighty thousand pounds, which is estimated to be one- 
fourth of the entire production of machine-made nails throughout the country. It is 
also estimated that by the adaptation of machinery to the production of horseshoe 
nails the price of this article of manufacture has been cheapened from thirty to forty 
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per cent., for which beneficial result Putnam is entitled to a large share of the credit. 
It appears from the testimony, that in working his patent he has granted no licenses, 
has sold no machines, nor parted with any territorial rights, but has chosen to hold the 
invention as the foundation of the large manufacturing enterprise which he has 
built up. 

In the development of this manufacture he has displayed great energy and per- 
sistency of purpose under various reverses of fortune. At one time by the failure of 
his partner he found himself encumbered with a debt of sixty thousand dollars. Sub- 
sequently the business was reestablished under new auspices, and has since proved a 
success. 

The statement of account shows a profit to the inventor on account of the present 
patent and two others, granted him respectively in the years 185S and 1862, for im- 
provements on the original machine, of only twenty-five thousand dollars ; and of this 
less than eleven thousand dollars is charged against the patent of 1856. No reason is 
assigned for this distribution of the aggregate profit, and probably a larger proportion 
of the amount ought to be charged to this, the leading pateuf. It is unnecessary, how- 
ever, to determine this point, since the question of adequate remuneration would more 
properly, perhaps, be considered in relation to the aggregate invention covered by the 
three patents than that branch of it which is embraced in any one of the three. Thus 
considering it, I cannot deem it inconsistent with the liberal policy that animates the 
patent law that the man who has given the world an invention of such proved value 
as the present one, and who has brought such industry, perseverance, and enterprise to 
bear upon its introduction as Putnam has displayed, should have opiiortunity to derive 
therefrom a larger measure of profit than he has already realized. 

The fact is noted by tbe exaiuiuer that an English patent on the same invention was 
granted November 25, 1856. This fact, however, according to the decisions rendered in 
the recent cases of Apperly and Clissold and of John Neville, cannot be admitted as 
conclusive against an extension. The prayer of the petitioner will therefore be granted , 



Patrick Foley. 

APPEAL FROM PRIMARY EXAMINER. 

December 10, 1870. 

In the matter of the appliciition of Patrick Foley for letters- patent for a Double-act- 
ing Suction and Force Pump. 

Duncan, Acting Commissioner: 

The pending application of Foley has been in interference with an application on a 
similar invention bv one Holman,and this interference was decided by the Commissioner 
on the 14th day of September last, in favor of Holman. Since that decision, in con- 
sequence of which a patent has issued to Holman, Foley has filed amended claims. 
These claims the primary examiner declines to entertain, inasmuch as he finds that 
" the Commissioner decided that Holman was the inventor of the devices in controversy," 
and finds also that those parts of the pump not in controversy had been patented to 
Foley at an earlier date. To this action on the part of the examiner Foley objects, 
and takes the present appeal under rule 44, in order that he may obtain from the Acting 
Commissioner an order directing the examiner to pronounce upon the novelty of the 
new claims set up. Of course it must be assumed that Foley is acting in good faith 
and actually believes that the amended claims are not within the purview of the Com* 
missioner's decisions as rendered upon the trial of the interference. 

There can be no question as to the* right of the defeated party in an interference to 
have a further consideration of his case as to all matters not actually involved in and 
decided by the interference, provided, of course, the questions relating thereto have not 
previously been definitely settled ; and, as the sincerity of the party cannot properly be 
called in question, it follows that all the chiims which he may choose to set up under 
the allegation that they relate to matters not embraced in the interference should at 
least be entertained by the examiner. If he holds differently from the applicant as to 
whether the matter of the new claims is res judicata by reason of the decision in the in- 
terference, it will be his duty to reject them on the ground of that decision ; or if, agree- 
ing with the applicant in this particular, he still finds that the claims cover devices 
already patented to the same party at an earlier date, as is asserted to be the case in the 
present instance, then a reference to such earlier patent will form a valid ground for 
rejection. In either case it would seem that the claims should be entertained an^' 
should receive positive action. 



170 DECISIONS OP COMMISSIONEB OP PATENTS FOB 1870. 

Emanxtel Andrews. 

HxtenHan. 

December 12, 1870. 

Upon the order of the Acting Conimissioner, as provided in section 10 of the patent 
law, this case was heard by the examiners-in-chie^ who reported npou the application 
as follows : 

"Unitkd States Patent Office, 

"Washington, Deoemher 10, 1870. 
^'Application of Emannel Andrews for the extension of the patent for a Machine for 
Gkindinq Saws, granted to him December 16, 1856, and reissued June 19, 1866. 

" The third claim set np in the reissued patent is open to the objection that it is too 
broad. The counsel for tue applicant have filed a disclaimer, however, which obviates 
the objection. 

"As to the novelty and utility of the invention there can be no room for reasonable 
doubt. Its ascertained value is put, on reasonable grounds, at eighty-four thousand 
dollars. 

** The applicant credits the invention with the sum of seven thousand one hundred 
and seventy-five dollars received upon account of it. In this is embraced the sum of 
two hundred and fiffcy dollars, which was advanced for procuring the reissue of the 
patent by one who purchased an interest under it. This is as much a subject for a 
charge as a credit^ and should be erased. After deducting it, the amount which the 
patentee has received on account of the invention is six thousand nine hundred and 
twenty-five dollars. Of this amount by far the largest part consists of credits for the 
nse of the invention by himself, at the same rate at which he estimates it when stating 
its ascertained value. His use of it must have been on a limited scale when compared 
with that which was made of it in the large establishments he had in view in making 
his estimate. 

"He charges the invention, on the other hand, with the sum of four thousand eight 
hundred and seventeen dollars, all of which is reasonable and well sustained, with one 
correction. He has charged the full cost of a machine which was consumed by fire, 
while it appears that the remains of it were worth two hundred dollars. Deducting 
this sum, he justly charges the invention with four thousand six hundred and seventeen 
dollars. The excess of his receipts over this sum, two thousand three hundred and 
eight dollars, is clearly an inadequate remuneration for the ingenuity he has exercised, 
and the time and expense he has bestowed, as they are set forth in the testimony. 

''We recommend, therefore, that his patent be extended. 

"S. H. HODGES, 
"R. L. B. CLARKE, 
"J. M. THACHER, 

" ExanUners-^n-Chief/* 

decision. 
Duncan, Acting Commissioner : 

In accordance with the foregoing recommendation of the examiners-in-chiof, the 
extension will be granted. 



Nehemiah T. Folsom. 
Beisstie. 

APPEAL FROM THE PRIMART EXAMINER. 

December 12, 1870. 

In the matter of the application of Nehemiah T. Folsom for the reissue of letters-pat- 
ent. No. 60,871, January 1, 1867, for an Improvement in Atmospheric Dental 
Plates. 

Duncan, Acting Commissioner: 

The invention upon which the original patent was granted aims to obviate the diffi- 
culty connected with artificial dentures, arising from the air gettins beneath the plate 
npon which the teeth are borne, and thus counteracting the atmospheric pressure npon 
its face, which constitutes the means by which it is intended that the plate shall be 
kept firmly sealed ; and the invention consists, to use the words of the specifi.oation, 
** in the employment of a slight ridge raised above the surface of the plate, generally 
near the edge thereof, the said ridge bearing against the gums or inner surface of tiie 
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month, and BerviDjic ^ a packing snrfaoe to exclude the air with lo^eat certainty and 
efficacy." In further explanation of the location of this ridge, it is asserted that it 
should he made to inclose as much of the surface of the plate as can conveniently he 
done, and the inventor expressly disclaims the intention of confining himself to any 
particular position, direction, or distance from the edge of the plate. The claim cov- 
ers the ridge, '' whether close to the edge or farther from it,'^hut the drawing and 
model show it as slightly removed therefrom, the distance varying from about one- 
sixteenth to one-eighth of an inch. 

The inventor now asks a reissue, and seeks to amend both drawing and specification 
by the introduction of what the examiner pronounces to be new nuUteTf and from that 
officer's decision upon this point the present appeal has been taken. 

The objectionable matter is twofold : 

First, there appears in the drawing an additional figure, which shows the ridge as 
located upon the extreme edge of the plate ; and the patentee seeks to support this 
amendment of the drawing by an afiSdavit setting forth t^iat originally ne had, in 
fact, placed the ridge upon the very edge, as shown in the new figure, and explaining 
that the model filed in the office represents an unfinished plate in which the eidge has 
not been trimmed down to the ridge, it being left in this condition at the instance of 
his attorney, in order, as he says, that the ridge might appear more prominently. 

I am inclined to hold, in opposition to the examiner, that the applicant is entitled to 
state in the reissue specification that the ridge may be placed at as well as near the 
edge. This seems warranted by the language of the original patent, which claims it 
as *' close to the edge " as well as fiirther from it, and in which it is explicitly stated 
that it should be made to inclose as much of the plate as can convenieutiy be done. 

It is clear, however, that under the present law the proposed amendment of the 
drawing cannot be admitted, since the law provides in section 55 that the model and 
the drawin ^ of patents shall not be amended except each by the other, and since in 
the present instance the model does not warrant the proposed change. The affidavit 
of tne party cannot prevail to convert the model into something different from what 
it appears to the senses. 

A second objection is raised by the examiner to the new specification on the ground 
that it represents that, while the plate may be formed of gold or vulcanite or any of 
the ordinary substances used therefor, yet the packing ridge may be made of a differ- 
ent substance from the plate, more especially of '* soft rubber or any other pliable mate- 
riaL" The original specification indeed sets forth that the invention was applicable 
to any kind of material used for the plates, or bases of the teeth, whether gold, vul- 
canized India-rubber, or any other substances ; but there was not the remotest sug- 
gestion that in any particular case the ridge was to be made of different substance as 
regards softness or pliability, from the plate itself, the plain inference being that both 
plate and ridge were to be of the same material. Besides, it appears that in 1868 
Folsom filed an application for what at the time he himself asserted to be an improve- 
ment on the dental plate covered by the patent now offered for reissue, the improve- 
ment being alleged to consist in " making the packing ridge (which was the subject 
of the former invention) elastic or yielding.'' This fact, coupled with the silence of 
the patent, must be held to be conclusive against the applicant as to his claim to be 
allowed to introduce into his reissue specification a description of this specific im- 
provement. 

It does not alter the case that the application of 1868, after its allowance by the 
office, was subsequently forfeited by applicant under the alleged misrepresentation by 
his attorney that the previous patent might be reissued to cover thS same ground. 
The office cannot be held responsible for the blunders or incapacity of attorneys. 
Neither does the fact that in 18(39 the office may have granted a patent to another 
parW for the elastic or yielding ridge, without giving Folsom the opportunity to revive 
his forfeited application and contest the question of priority, have any bearing on the 
present case. If this alleged fact be true, the office committed a blunder, m>m the 
effects of which Folsom could only have relief by renewing his forfeited case within 
the time allowed him by law, and goin^ into interference with the patent thus unwit- 
tingly issued. This, however, it is at uiis late date impossible for him to do, as more 
than two years have elapsed since the allowance of his application. 

Upon this branch of the appeal, then, as well as upon the proposed amendment of 
the drawing, the examiner's views seem well taken, and his action is sustained. 
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Thomas Kelson. 

Uxtension, 
December 14, 1870. 

Upon the onlor of tbo Acting Commissioner, as provided in section 10 of the patent 
law, this case was beard by tbo examiners- in-cbief, wbo reported upon tbe application 
as follows : 

"United States Patent Office, 

" Washington, D. C, December 10, 1870. 
"Application of Tbomas Nelson for an extension of tbe patent for a Machine for 
Weaving Covering for Couds, &c., granted to bim December 16, 1856. 

"A working macbine was exbibited before tbe board, and its operation fally demon- 
strated tbe ^reat valae of tbe invention. It performed its work very completely and 
witb great dispatcb. 

" Tbe examiner reports favorably in regard to the novelty and value of tbe invention, 
and tbe diligence of applicant in trying to introduce it to public use. 

" It appears satisfactorily estfiblished tliat Nelson, wbo lived at Troy, New York, bad 
but small means, and as tbe macbine was ratber expensive in construction, he at an 
early day made over a two-thirds interest in his patent to bis brothers in considera- 
tion of promised pecuniary assistance. But after building one machine, costing about 
$660, they declined to advance further, and the arrangement fell through. Nelson then 
borrowed money and went to New York with the purpose of doing something there. 
He was unsuccessful, but after he returned to Troy one Benjamin, wbo seems to be 
an operator in patents and new inventions, followed him from New York, and bought 
a half interest, witb tbe understanding that be should furnish funds, or build machines, 
and push them in the market. 

" Nelson went to New York again, and after operating with Benjamin for a time, and 
building four large and one small machines, and Benjamin failing to go ahead, and his 
own means becoming exhausted, he became discouraged, and offer^ to sell out for 
J40,000, but finally sold to Benjamin for J3,000. 

•' It appears that but little has been done with the invention until very recently, when 
the value of tbe woven covering for cord (or of tbe process) over the old braided article 
(or process by braiding) came to be more fully understood and appreciated. 

"Nelson, however, has not been adequately or reasonably remunerated for tbe time, 
ingenuity, and expense bestowed by him on bis invention, and for his attempts to in- 
troduce it. He might not have done as well or as much with it as some others would 
have done in bis place; but he evidently did as much and as well as he was able at 
the time. He acted according to the best of his judgment and ability, and no fault is 
to be attached to him for the failure. 

" Tbe whole amount he has received, over actual expenditures, is but |4,070. 

"Opposition to the extension was attempted by persons holding adverse interests in 
other machines, but failing to come within the law and rules, no evidence was submit- 
ted. One of the parties appears and remonstrates, but his remonstrance is confiued 
chiefly to technical objections : 

" 1. That applicant procured foreign patents which have expired. 

"2, That the statements of ascertained value, &o., are not sufficiently full. 

"3. That the failure to receive reasonable remuneration grew out of applicant's fault 
and negligence. 

" The first forms no legal ground for objection. The second, though perhaps suffi- 
ciently full and clear when taken in connection with the presentation and exhibition 
of the machine, has been most satisfactorily met by applicant's amended statement filed 
with the board. The third we have already considered, and find that the applicant used 
due diligence in making known and introducing his invention to the public, and not 
having been reasonably remunerated, and the invention being evidently of great value 
in its adaptability to a multitude of uses other than those to which it has hitherto 
been applied, we recommend an extension of the patent. 

"R. L. B. CLARKE, 
" S. H. HODGES, 
" J. M. THACHER, 

** Examinei'8-in-chlef." 

decision. 
Duncan, Acting Commissioner: 

It appearing from tbe report of tbe examiners-in-cbief that the invention of Nelson 
was both new and useful when patented ; that it is of value and importance to tbe pub- 
lic; that tbe patentee, without neglect or fault on his part, has failed to receive a rea- 
sonable remuneration for tbe time, ingenuity, and expense bestowed upon it, and the 
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introdnction of it into use ; and that an extension of the patent would not conflict 
with the public interests, it is hereby decided to be both just aud proper that the ex- 
tension prayed for be granted. 



Joseph Kingsland, Jr. 

Extension. 

December 15, 1870. 

Upon the order of the Acting Commissioner, as provided in section 10 of the patent 
law, this case was heard by the examiners-in-chief, who reported upon the application 
as follows : 

" United States Patent Office, 

" Washington, Deoemher 15, 1870. 
^'Application of Joseph Kingsland, jr., for the extension of the patents for Making 
Paper Pulp, Nos. 16,239, 16,278, and 16,316, granted to him December 16, 23, and 23, 
1856, respectively. 

" It seems that applicant was the inventor of a new process for making paper pulp, 
and also of a machine having several patentable devices and features for the purpose 
of carrying out his new process. One of the above patents covers the process, aud two 
of them are for mechanical devices to carry it on. 

" The cases are all considered together. There is no opposition, and the examiner in 
charge reports that the inventions are new and very Important, and the evidence as to 
their value is very full and satisfactory. It is sufficient to say that the report of the 
examiner and the proof establishes the fact that the pulp can be manufactured more 
expeditiously, cheaply, and better, by this process and machine, than by any methods 
in use prior to its introduction ; and that it is particularly valuable in making pulp 
from wood and straw, articles which have so recently come into demand for the pur- 
poses of paper-making. 

** It also appears by applicant's statements, supported by ample proof, that he used due 
diligence to introduce his improvements, and pushed their introduction to the extent 
of his power ; but that, owing to lack of means, (his machine costing from $500 to 
$700,) to the adverse inl^uence of the late war, and to competition of other machines, 
some of them attempted infringements, but most of which have failed And gone out of 
use, he has not been successful in getting his process and machinery very extensively 
adopted until within about two years. At present it seems to be coming into general 
favor, and will probably supersede all the old means and methods, if not superseded 
itself by some better invention. 

*' A full and complete statement of receipts and expenditures on account of the several 
inventions, and embracing a foreign patent not yet expired, shows a balance of only 
about (5,000 for profit, a very poor and inadequate reward for the invention, and the 
inventive thought, time, and care of the applicant. We think the case fully made out, 
and have no hesitancy in recommending an extension of all the patents in question. 

"R. L. B. CLARKE, 
"S. H. HODGES, 
"J. M. THACHER, 

" ExaminerS'tn-ChiefJ^ 

decision. 

Duncan, Acting Commissioner: 

It appears from the report of the examiners-in-chief, to whom the matter of the 
extension of the patents 16,239, 16,278, and 16,316 has been referred under section 10 of 
the patent law, that the invention covered by the patents was new and useful when 
patented ; that it is of value and importance to the public ; that the inventor, without 
neglect or fault on his part, has failed to obtain a reasonable remuneration for the time, 
ingenuity, and expense bestowed upon it and upon the introduction of it into use. 
Therefore, as there is nothing to show that the renewal of the patents will be prejudi- 
cial to the public interests, it is hereby adjudged to be just and proper that the exten- 
sions asked for be granted. 

Uigitized by VJV_/^./v iv^ 
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Andrew M. Hall. 

JExte7i8ion. 
December 15, 1870. 

Upon the order of the Actinpr Coramissiouer, as provided in section 10 of the patent 
law, this case was heard by the oxainiuors-iu -chief, who reported upon the application 
OS follows: 

"United States Patent Office, 

"Washingtonj December 12, 1870. 
"Application of Andrew M. Hall for the extension of the patent for a Mowing Machine, 
issued to him December 23, 1856, and reissued Jaly 9, 1861. 
" Ui>on this case the nndersigned respectfully report as follows: 
" Soon after obtaining his patent the petitioner sold his entire interest in the original 
term for one hundred dollars more than his estimated outlay upon the invention. He 
does not represent that he was under constraint from poverty, or other circumstances, 
but states, as his only explanation, that he was not aware of the real value of his im- 
provement. This does not remove the objection that the community will be obliged 
to pay twice for the use of it. When the inventor is in necessitous circumstances, and 
parts with his patent for an inadequate sum, or when, from other circumstances be- 
yond his control, he fails to derive from it a fair compensation, the objection may be 
waived. No such reason for disregarding it exists in this case, and it must be pro- 
nounced as fatal to the application. 

" The propriety of this becomes more apparent upon searching for some evidence as 
to the ascertained value of the invention. There is none whatever on tile. The peti- 
tioner says, indeed, that his device has gone into extensive use ; not indeed in such 
implements as he described in his specification, but in others of the kind. From this 
naked statement it is impossible to form any reliable conjecture as to its utility and 
importance. The only opinion of it we can have is that it was of little or no conse- 
quence. The report of the examiner in charge confirms us in this view. And we may 
justly presume that when the petitioner sold his patent he set a just estimate upon 
it, and obtained for it all it was worth. 
"We recommend that the prayer for an extension be denied. 

" 8. H. HODGES, 
"R. L. B. CLARKE, 
"J. M. THACHER, 

"Examiners'i n- Ch ie/,'* 
decision. 
Duncan, Acting Commissioner : 

The report of the examiners-in-chief upon the application of A. M. Hall for the ex- 
tension of patent No. 16,274 is approved, and the extension is denied. 



I 



Joseph H. Goodell. 

Extension. 

December 16, 1870. 

Upon the order of the Acting Commissioner, as provided in section 10 of the patent 
law, this case was heard by the examiners-in-chief, who reported upon the application 
as follows : 

" United States Patent Office, 

"Decei»6erl2, 1870. 
"Application of Joseph H. Goodell for an extension of the patent for Machine for 
Cutting Veneers, granted to him December 23, 1856. 

"The examiner reports that the invention was novel at the time the patent was 
granted, and that it was useful. 

" The invention is necessarily limited in its nature. The machine bears a close 
resemblance to others designed for cutting staves, and in use prior to the date of this 
patent. The inventor did little more than adapt such stave-cutting machine to the 
work of cutting veneers. But the sworn statement of applicant, and the testimony of 
disinterested witnesses, prove that the invention, although limited, is of considerable 
value and importance to the public. 

" The machine operated so satisfactorily as to remove an objection to machine-cut 
veneers which had before existed, and was successfully introduced into public use, but 
in such way as to be of little benefit to the inventor. 
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Band dollars, but the precise data from which they reach this coochision are not stated 
They agree, however, in this statement, and from such data as is furnished by them 
perhaps it ought to be taken as a fair estimate. 

^* The patent is credited with receipts amounting to $11,600, and charged with ex- 
penditures $5,455, leaving a balance of net receipts, $6,145. 

*' This does not seem to be a fair remuneration to the applicant for his time and ex- 
pense in perfecting his invention, and introducing it into public use. He was assidu- 
ous in his efforts to accomplish this, building a working machine at an expense of 
about $3,000 before applying for a patent, and making such business arrangements 
after the grant of the latter as seemed to promise some immediate reward for his skill 
and labor. In this he was deceived. The firm for which he manufactured under a 
contract, the terms of which were anything but generous, afber three years proceeded 
to swindle him out of his just reward, his machine,which they had never bought, and 
soon the patent itself, or at least the control of the same. He succeeded in recovering 
possession of his machine, but, poor and discouraged, alarmed too, by the breaking out 
of the late rebellion, which at nrst paralyzed business of every description, in 1861 he 
sold out his entire interest in patent and machine for the pitiful sum of $600. 

'* Applicant's failure to reap a rich reward for his invention appears to be due in a 
great measure to his want of skill in business affairs, and it may be doubted for this 
reason w^bether the extension of his patent will bring him any great measure of relief. 

'* But this is an inquiry which we have no right to pursue. 

" The case seems a meritorious one, and we accordingly recommend that the patent 
be extended. 

"J. M. THACHER, 
"S. H. HODGES, 
"R. L. B. CLARKE, 

DECISION. 

Duncan, Acting Commissioner : 

It appears from the report of the examiners-in-ohief, to whom this case has been re- 
ferred for hearing under section 10 of the patent law, that the invention was new and 
useful when patented, that its value is not inconsiderable, and that the inventor, 
through no fault or neglect on his part, has failed to receive a reasonable remuneratiou 
for the time, ingenuity, and expense bestowed upon it, and the introduction of it into 
use ; and it does not appear that an extension of the patent will injuriously affect pub- 
lic interests. 

It is therefore adjudged to be Just and proper that the extension asked for be granted. 



David F. Fetter. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

December 17, 1870. 

In the matter of the application of David F. Fetter for letters-patent for an Improved 

Wood Screw. 
Duncan, Acting Commissioner : 

This invention is a '' drive screw," i. e. a headed bolt, so constmcted as to be driven 
into wood like a nail or spike, but capable of being removed therefrom only by rotation 
on its axis like a screw. The thread is of small pitch and so formed that a section of 
it made by a plane passing through the axis of the bolt will be nearly if not quite a 
right-angle triangle, having its base toward the head of the bolt. The point of the 
bolt is conoidal, and its circumference at the base is made equal to that of the thread 
above. From this construction it is supposed to follow that the bolt will part the 
fibers of the wood into which it may be driven without tearing or lacerating them, and 
consequently that they will the more readily and firmly close over the square upper 
shoulder of the thread and hold the bolt to its place the more securely. 

Several of the references cited in anticipation of the invention, show a thread simi- 
larly constructed ; but with the exception of Harvey's staple, the points are all differ- 
ent. Some of the references have conical points ; in some tne points are triangular, 
with edges specially designed to cut the fibers ; in some the thread is continued down 
to the extremity of the point ; but in all of them, with the exception above named, the 
diameter of the point at its base is less than that of the thread, and by consequence 
the integrity of the fibers must be more or less destroyed. 

In Harvey's staple the point is conical and of the same diameter as the body of the 
bolt above ; but as the staple has two arms, so as not to be capable of being withdrawn 
by rotation upon an axis, and as these arms have no screw-thread cut upon then' 
but only circular barbs, it is not seen how this invention, even had it been knov 
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to applicant could have saggested to him the one upon which he now asks a patent. 
The present invention seems well designed to obviate marked defects in all the refer- 
ence named, and is entitled to favorable consideration. 

As, however, the important novel element in it, and the one upon which reliance mnst 
be placed to take the invention oat of the category of the references, is the relative diam- 
eter to be given to the conoidal point as compared with the body of the bolt, the speci- 
fication and claim should be so amended as to give due prominence to this feature, 
which is now hardly adverted to. If so amended, a patent can properly be granted. 



William E. Landfear. 

Extension. 

December 19, 1870. 

Upon the order of the Acting Commissioner, as provided in section 10 of the patent 
law, this case was heard by the examiners-in-chie(, who reported apon the application 
as follows : 

"Ukitkd States Patent Office, 

^'December 16, 1870. 
''Application of William R. Landfear for an extension of the patent for Sewinq Ma- 
chines, granted to him December 23, 1856. 

" The invention relates to the manner of regulating the length of the stitch in a 
needle-feeding machine, and for an arrangement and combination of parts to ' give the 
shuttle a downward motion when the stitch is tightened,' &o. 

'^Admitting the whole as claimed to be new, it is not apparent that the device has any 
advantage over others long in use. Indeed, the fact that it has not been adopted 
when the whole world has been wide awake to seize everything like an improvement 
upon sewing machines, is almost conclusive evidence of its worthlessness. The only 
diligence shown was in peddling territorial rights, for which the patent was chiefly 
valuable, as the only receipts accoanted for, with the exception of about (400, were for 
territories sold. 

" There is no evidence of a single working machine having the invention ; noris there 
any statement showing the value or importance of the same, save the statements of two 
persons, who, without disclosing any opportunities or qualifications to know and jud^e, 
say generally that they know of his improvements * embodied i.i his patent, and ^at 
they are eminently practical, important, and useful.' 

*' The examiner reports that it is not practical, and that, having received a balance of 
(4,899.60 clear profit, he has been amply remunerated ; in which we fully concur, and 
recommend that the extension be refused. 

«R. L. B. CLARKE, 
" S. H. HODGES, 
«J. M. THACHER, 

^'ExaminerB-in-Chi^,^ 

DECISION. 

Duncan, Acting Commissioner : 

From the report of the examiners-in-chief upon the merits of this application, it ap- 
pears that the inventor has been reasonably remunerated for the time, ingenuity, and 
expense bestowed upon the invention and upon its introduction into use. 

Their recommendation that the extension asked for be refused, is accordingly 
adopted. 



John Worsley. 

Extension. 
December 19, 1870. 

Upon the order of the Acting Commissioner, as provided in section 10 of the patent 
law, this case was heard by the examiners-in-chief^ who reported upon the application 
as follows: 

"United States Patent Office, 

''December 16, 1870. 

"Application of John Worsley for an extension of the patent for Manufacturing Cal- 
ender Rolls, granted to him December 23, 1856. 

" The patent was for the use of corn-husks in manufacturing rolls for calenders, wash- 
ing machines, &c. 
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'^Tbe ioyention at most was but the substitution of one known material for another, 
or others. It is adnntted that cotton, paper, wood, rags, or cloth, &c., had formerly 
been used for precisely the same purpose, and orobably a list might be made out of a 
hundred other materials, embracing grasses, leaves, mosses, barks, &c., &c., which 
wonld be the full equivalents of husks for the puri>ose named. It is true that when 
one discovers some quality in a particular material, peculiarly adapting it to some im- 
portant use not thought of before, whereby art is improved, and the public benefited, 
lie should be rewarded with the monopoly of its use for a proper time. But this class 
of discovery Is generally among the least meritorious. 

"Artisans and manufacturers should not be improperly trammeled, but left as far as 
possible, consistent with the clear rights of inventors, free in the choice of materiel 
wherewith to ply their trades and carry on their occupations. To allow patents for 
each supposed step of improvement, where it consisted in the mere use of skill and 
good Judgment in the selection of material, would embarrass rather than promote 
manufactures and arts. 

** But in the case before us, the Hon. Commissioner of Patent^, Judge Mason, for 
whose opinion we have great respect, decided the matter to be patentable ; but added, 
as a sort of solace to his own conscience, ^If it is a valueless invention, a patent can 
harm no one ; if it is valuable, it is patentable.' The applicant has had an opportunity 
of testing its value by going with it before the public for fourteen years, and though 
he swears that he has used extraordinary diligence in introducing it, yet a less number 
of his 'superior and cheaper' rolls were demanded in the last than in the second and 
fourth years of his patent. 

'* He states that he has made a profit of $5,975 in manufacturing his rolls, from which 
he deducts $3,500, as about the amount expended iu traveling expeuises, advertising, 
circulars, and ificidental expenses iu introducing the invention.' 

''This is too indefinite to be admitted as a set-olf, and we must conclude that he has 
been sufficiently rewarded for having discovered that husks are suitable for the pur- 
poses claimed. 

•*The claim that the invention is of any value to the public is only supported by two 
general affidavits of persons who have used the rolls and think them superior to any 
iu use, though what knowledge they possess in regard to other rolls does not appear. 

"There is no proper detailed statement, or any other proper showing of the value of 
the patent, and we think the extension should be refused. 

"R. L. B. CLARKE, 
"S. H. HODGES, 
"J. M. THACHER, 

*^Examin€r8-i7i'Chie/,** 

DECISION. 

Duncan, Acting Commissioner: 

The reasons assigned by the examiners-in-chief for the adverse report upon the 
merits of the present application are deemed good, and the extension is accordingly 
refused. 



J. B. Slawson. 
Reissue. 

APPEAL FROM THE EXAMINERS-IN-CHIEF. 

December 20, 1870. 

In the matter of the application of J. B. Slawson for the reissue of letters-patent for 
an Improvement in Boxes for Receiving Passengers' Fares, granted Julv 28 
1857, and reissued May 4, 1858. ^ ' 

Duncan, Acting Commissioner : 

This invention is the well-known fare box in use on the cars of many of our street 
railroads. The box is divided into two compartments, arranged one over the other 
and separated by a movable diaphragm or apron upou which the fare first falls when 
it is passed through the proper opening into the upper compartment. Being tempora- 
rily detained upon this diaphragm until it can be inspected by the passenger and the 
driver or conductor through the transparent walls of this upper chamber, it is after- 
ward, by the action of a lever which operates the diaphragm, passed down into the 
lower and general receiving compartment. As the opening into the upper chamber is 
only large enough to permit of the introduction of the fare, and as the lower compart- 
ment is kept securely locked against the driver and the conductor, this box is sup- 
posed to furnish a safeguard wliereby, under proper rules to be enforced by the rail- 
12 P D 
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Toad companies, the pecalations of the driven and coDdactors of the oars caa be, and 
to a great extent are, prevented. 
The first and third claims in the pending reissue application are as follows : 
** First. A fare box composed of two compartments so combined that the fare on being 
deposited through an opening in one of them by the passenger, without the interven- 
tion of the driver or conductor, shall be temporarily arrested therein for examination 
and inspection by the driver or conductor, through an opening therein covered by a 
transparent medium, and then, when approved ot^ transferred directly to the second or 

Senerul receiving compartment, which, as well as the first, is made inaccessible, except 
y violence, to the driver or other unauthorized person, for the purpose set forth.'' 

'* Third. In combination with a car, omnibus or other vehicle used for the transpor- 
tation of passengers for hire, I claim a box for the reception of the fare of the passen- 
gers, to the contents of which, without violence, neither the passengers, conductor nor 
driver can have access, when such box is composed of two compartments, into one of 
which the fare is deposited by the passengers, and then temporarily arrested therein 
for inspection by the driver or conductor without leaving his po»t, before being pa86e«l 
into the second or general receiving compartment, substantially as and for the pur- 
poses set forth.'* 

These claims stand rejected by the primary examiner and the examiners-in-chief 
upon reference to the English patent of W. G. Nixey, October 1, 1852, for *' Improve- 
ments in Tills and other Receptacles for Money." 

A simple inspection of Nixey's apparatus shows that in mechanical construction it is 
different from that upon which applicant is asserting the above claims. The only 
qnestion is whether these claims are so wide in their scope as to cover the earlier 
mechanism, and therefore to be inadmissible. Nixey 's apparatns consists substantially 
of a cylinder divided into compartments by means of radial diaphragms, and rotating 
horizontally between the cover of the till, or other receptacle upon which it is placed, 
and a glass plate secured above it, the glass plate bein^ provided with an opening 
through which the money to be deposited can be passed into the underlying compart- 
ment of the receiving cylinder, ana the cover of the till being provided with another 
opening through which, when the receiver has completed a partial revolution, the 
money drops into the general receptacle below. The receiver revolves in one direction 
only. 

Is this mechanism capable of being used for the same purpose as applicant's f If so, 
is it covered by applicant's claims ? 

Nixey asserts that the object of his invention is the ''prevention of fraud and error 
in paying and receiving money over a counter or other place, and he speaks of that part 
upon which the cylinder revolves as " the cover of the till or other receptacle,*' clearly 
indicating that the invention was designed to be of general application, and not con- 
fined to use in places where money is received over a counter. The apparatns is so 
constructed that the person paying, as well as the one receiving, the money can operate 
it; so that if the opening through the glass plate was such as to permit the abstrac- 
tion of the money by the person in charge, which, however, is not a fair inference from 
the language used, even this might be prevented by the person making the payment, 
by a single movement of the lever. It is reasonable to suppose, also, although the speci- 
fication is silent upon this point, that in view of the declared object of the invention 
and the general practice of business men in this reganl the money receptacle is to be 
kept locked against every ''nnauthorized person;" and if this were not specially con- 
templated by the inventor, there certainly could be nothing patentable in placing a 
lock upon a drawer containing money or other valuables. 

As regards the use, then, to which Nixey's mechanism may be applied ; as regards 
its capability of receiving the money to be deposited " directly from the passenger with- 
out the intervention of the driver;'' as regards the temporary arresting of the money 
for inspection by the driver ; and as regards the inaccessibility of the interior of the 
apparatns to all except duly authorized persons, I fully agree with the examiners-in- 
chief that the reference is an answer to the terms of applicant's first claim; but the 
remaining condition of the claim, viz, the use of two compartments only, does not seem 
to be met by the same reference. Nixey states, to be sure, that the number of the 
compartments into which the receiving cvlinder is divided may be varied at pleasure. 
Still the number cannot be reduced below two without some radical change In the 
constrnctioo, the character of which is not even hinted at. These two compartments, 
necessary to the simplest form of the receiving cylinder, together with the general 
receiving chamber, make up in the aggregate a larger number of compartments than 
are to be found in the invention of applicant. It is upon this diminished number of 
compartments, this greater simplicity of construction, that special emphasis is placed 
in the first claim. It seems to me a legitimate ground upon which to base a claim ; 
and, as no answer thereto is found in the English patent named, the claim will be 
allowed. 

As to the third claim, I agree with the primary examiner and the examiners-in-chief 
that it is simply tor the application of the invention to that special purpose for which 
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it was designed, and which has been snffioiently and distinctly indicated already by 
the language employed in the first claim. If for no other reason, then, it should be 
rejected as uee<lle3S repetition, tending to make the specification andnly prolix. 

The decision of the examiners-in-chief is reversed as to the first claim and affirmed 
as to the last. 



John J. Squire. 

Extension. 
December 21, 1870. 

In the matter of the application of John J. Squire for the extension of letters-patent 
for an Improvkmbxt in Hokse Rakcs, granted December 23, 1856, and reissued 
February 16, 1869. 

Duncan, Acting Commissioner : 

This invention consists of certain devices whereby the draught of the team is util- 
ized for raising the teeth of the rake, the teeth being automatically released as soon as 
the gathered hay is discharged. 

The first two claims are as follows : 

1. ** In combination with mechanism f«>r raising the teeth operated by the draught of 
the team, means for throwing said mechanism into gear, placed under the control of 
the driver in his seat on the machine. 

2. ** In a two-wheel rake, in which the teeth are raised for discharging the gathered 
hay by the draught of the team, mechanism, under the control of the driver in his seat 
on the machine, tor cansing the draught of the team to raise the teeth, in combination 
with means for automatically releasing the teeth after the hay has been discharged." 

A difference of opinion appears to exist between the board of examiners-tn-chief, to 
whom this application has been referred under section 10 of the patent law for hearing 
and report, and the primary examiner, as to how far these claims are answered by the 
rejected application of Peter Fitzgerald. Fitzgerald shows mechanism by means of 
which the teeth are operated by the draught of the team, means for throwing this 
mechanism into gear, all placed under control of the driver upon the machine, and 
means for automatically releasing the teeth after the discharge of the hay. The mere 
absence of a seat upon this rake does not, in my judgment, destroy its character as a 
pertinent referenee, since I cannot think that the mere placing of a seat upon the plat- 
form wonld be patentable. 

It is true that the mechanism of Fitzgerald's rake differs widely from that of Squire's. 
But this is not the question; the question is whether the claims above quoted are so 
general in their terms as to include the earlier invention, and therefore to be untenable. 
I think that they are fairly met by the reference, and should for this reason be so modi- 
fied by disclaimer as to include only the specific mechanism shown in Squire's drawing 
and model. This, to he sure, though upon other grounds, is the practical conclusion 
reached by the board and embodied in their report. 

The third claim, ^hongh objected to by the primary examiner in view of Sabia's 
patent, may fairly, I think, be allowed to stand unchanged. 

Upon the question -of the inventor's diligence and remuneration, and the importance 
of the invention the board in their report hold the following language: 

** The inventor put forth remarkable efforts to introduce his invention into public 
use from 1856 to 1861,-ftppropriattng to this end all his earnings and all that he could 
borrow from friends. In 1861 he entered the service of the United States as a skilled 
artisan, in which capacity he served until the close of the late war ; certainly this 
should be ample excuse for want of attention to his psitent during this period. His 
earnings were barely sufficient to support his family, however, and being without means 
to manufacture himself, in 1868 he disposed of his patent for a small sum to Adam R. 
Reese. 

" His receipts are less than his expenditures on account of his patent by more than 
a thousand dollars. 

"The invention is estimated to be woi*th thirty thousand dollars and upwards. 
This is on the supposition that nearly all rakes manufactured should contain the im- 
provement in question. 

** Many prefer rakes lifted by hand in the old way, and it will not do to adopt this 
supposition as a correct basis. 

" It is, however, true, that applicant's invention has been put upon a large nnmber 
of rakes, and is used at the present time by several manufacturers.''^ 

The case seems, on the whole, a msritorions one, and npon the filing of a disclaimer 
liciting the claims as above indicated, an extension will be granted.i^^^^^^^^^ 
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Milton G. Wood. 

APPEAL FROM THE EXAMINERS-IN-CHIEF. 

December 21,1870. 

In the matter of the application of Milton G. Wood for letters-patent for a Crank-Pin 

Lathe. 
Duncan, Acting Commissioner : 

This case has received the careful consideration to which it is entitled in view of the 
skill with which the application was prepared and the ability with which the question 
involved in the appeal has been discussed. 

The lathe to which the application relates is specially designed for use in tnming 
down the crank-pins of locomotives, which by the pull and thrnst of the connecting- 
rods are subjected to uneven wear. It is also adapted for use upon journals and shafts 
which have collars upon the end, or to the end of which a button may be temporarily 
attached by a screw-bolt having a center conntersnnk in its head. It consists of a 
frame in which, by means of a si)ur center at the one end and a ring with ailjnstable 
gibs at the other, the crank-pin or shaft may be properly centered. To hold the pin or 
shaft against the spur center, and thus prevent longitudinal play, a rest, called a but- 
tress, is placed upon one of the sides of the frame and by proper adjustment is made 
to bear against the inner face of the collar or button. The side of the frame opposite 
to the buttress forms the tool-ways. 

The first, third, and fourth claims, which relate to the buttress, are rejected by the 
examiner, upon reference to Maltby's wrist-pin turner, patented December 1.5, 1868. 
Maltby's machine shows two arms projecting inward from that end of the frame which 
forms the support for the spur center, and bending at right angles, so as to pass around 
and press against the inner face of the collar upon the end of the crank-pin or shaft. 
By means of nuts and set screws these arms can be secured at any desired adjustment. 

If this were all, it is understood that applicant's attorney would concede that Wood's 
buttress, so far as concerns its function ot preventing the longitudinal movement of the 
wrork upon the lathe, is the mechanical equivalent of Maltby's device for the same pur- 
pose. But Maltby shows, in addition, a spring int^'rposcd between the nut ii|Nin the 
end of the bent arm and the frame with which the nuc would otherwise l»e hronglit 
into direct contact. The manift'st objt-ct ui this f>{)ring is to allow » nlight yielding, (o 
compensate for any inequality that may exist upon the inner face at the c«»Ilar. 

Wood alleges that practically the inner face of the collar will always wcsir Hniooth 
and at rigbt angles to the axis of the pin or shaft, so that no compensating uiecliauisiii 
is needed for the purpose for which Maltby employs the springs ; and he further avers 
that the use of the springs is an absolute and serious defect in the machine, since they 
allow some change in the relative position of the lathe and the work, and a consequent 
uncentering of the work. Theoretically this may be true, though doubtless the inventor 
intended to allow only that degree of play to the work which practically would not 
interfere with its perfect centering — a matter lying entirely within his control, since 
be has it in his power to change the compression and consequent tension of the springs 
at pleasure ; and if in practice it be found that the effectiveness of the machine is im- 
paired or destroyed by reason of the springs, the obvious suggestion to any mechanic, 
as the examiners-in-chief very justly remark, would be to remove them altogether ; and 
this act could not entitle the person performing it to be regarded as an inventor. Con- 
gress cannot have intended that the arts should be obstructed by bestowing upon indi- 
viduals a monopoly for things which call for the exercise of sound judgment only, 
without bringing into requisition the slightest measnre of invention. In Maltby's 
case the fundamental idea is that of bent arms pressing upon the inner face of the 
collar and holding the work against the spur centre. His preferred mode of using the 
arms is to insert the spring under the nuts ; yet this certainly cannot in justice bar 
him from using the arms without the interposed springs, should he for any reason so 
desire. As regards that function of the buttress, then, already considered, it must be 
held that applicant's device is the mechanical equivalent of Maltby's. 

But applicant's attorney asserts for this buttress another function, viz : that, by being 
placed upon the side of the frame which is opposite to the tool-ways, it will form a 
lateral support for the work, and thus prevent the pin or shaft from uncentering and 
the tool from digging into it whenever additional work is thrown upon the tool by any 
nnevenness in the texture of the metal, or the increased thickness, upon any side of the 
shaft, of the shaving to be removed. The only objection, which, however, is a fatal 
one to this proposition, is that whenever for any reason the tool has a tendency to 
dig into the work, the latter, if any lateral play is allowed it, will be drawn toward 
the tool instead or driven from it : so that a buttress placed on the side of the frame 
directly opposite to the tool cannot perform the function now ascribed to it in the 
argument of am)licant's attorney, but to which no reference appears to be made in the 
specification. Unless, then, the inventor, in practice, gives the tool and the buttress 
a different relative location in the machine from that described in the specification, it 
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follows that the buttress must be considered solely with reference to its function of 
preventing the longitudinal play of the work; and, when thus considered, Mai tby's 
machine, as already stated, is held to be the equivalent of that upon which the present 
application is based. 
The decision of the examiners-in-chief is accordingly affirmed. 



B. G, Dawlby. 

Extension. 

December 22, 1870. 

Upon the order of the Acting Commissioner, as provided in section 10 of the patent 
law, this- case was heard by the examiners-in-chief, who reported upon the application 
as follows : 

"United States Patent Office, 

*' Washington f December 17, 1870. 
'*Api>lication of B. G. Dawley for an extension of the patent for Looms, granted to 

him December 23, 1856. 

" The novelty and utility of the invention embraced in the applicant's patent are well 
established. Several witnesses estimate its value at from twelve to twenty thousand 
dollars per annum, upon data which are quitie reasonable, and with which thev show 
themselves to be familiar. All the petitioner has ever received for it has been the sum 
of one hundred and fifty dollars, for which he sold it before the patent was applied for. 

"At the time he sold it he was a day laborer in a factory, burdened with the expenses 
of a large family, and wholly without the means of procuring a patent, much less of 
introducing the invention into practice. 

" His employer was the purchaser, and he proceeded directly to introduce the inven- 
tion into all the looms in his factory, at an expense of between six and seven thousand 
dollars. It has since been adopted by the owners of about half the broad looms in the 
country, it being applicable only to that class of machinery. 

" There are only about two thousand. Their more extensive use has been hindered 
by several circumstances. The monetary crisis of 1857 put a stop to the business in a 
great measure for several years. Befor« it had recovered the war of 1861 occasioned a 
Sirther interruption. In addition to this the cost of adapting the improvement to old 
looms is much greater than that of adapting it in new. As this kind of manufacture 
is now increasing, the applicant justly hopes that he may reap a fair remuneration from 
his invention if he can have an extension of his patent. He seems every way entitled 
to it, and we recommend it. 

" S. H. HODGES, 
"R. L. B. CLARKE, 
"J. M. THACHER, 

*^Examiner8'in-chief," 

DECISION. 

Duncan, Acting Commissioner : 

The report of the examiners-iu-chief in this case is hereby approved, and the exten- 
sion will be granted. 



Samuel G. Lewis, Executor. 

JExte^mon, 

December 22, 1870. 

Upon the order of the Acting Commissioner, as provided in section 10 of the patent 
law, this case was heard by the examiners-in-chief, who reported upon the application 
as follows : 

"United States Patent Office, 

"Washington, December 20, 1870. 
"Application of Samuel 6. Lewis, executor, for an extension of the patent for * Rail- 
road Platform Scales,' granted to Lea Pusey, December 23, 1856. 

" This case appears to be meritorious so far as novelty, utility, value, and importance 
to the public are concerned. Applicant has, however, made no attempt to give a sworn 
statement either of the ascertained value of the invention, or of the receipts and ex- 
penditures on account of the patent. Perhaps the omission of the first item should be 
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excused, as the statemeDt made is undoubtedly true, that so much depends upon the 
varying circumstances on different roads that it is impossible to arrive at any correct 
estimate of the savin i; effected by the introduction into public use of this invention. 
But we think, even under these circumstances, an approximate estimate might have 
been submitted which would have been of considerable service to the Commissioner 
in making up his decision. It would have been a comparatively easy matter to ascer- 
tain all the railroads on which the scale has been used, and certainly the officers of 
these roads could state with sufficient accuracy the saving to their several companies 
arising from such use. 

" For the omission of the second item no excuse is offered, except that applicant has 
not reliable data from which to make up an account. This may be in a measure cor- 
rect so far as expenditures are concerned ; but he certainly could have ascertained the 
precise amounts of receipts, for by articles of agreement filed in the case it appears that 
the entire control of the manufacture of the scales passed into the hands of £. and T. 
Fairbanks Sl Co., in June, 1857, which company were to pay the patentee a fixed sum, 
named in said agreement, per foot for every scale manufactured, and were bound to 
render a full, detailed, and true account of sales every six months. Now from the 
books of the Messrs. Fairbanks a complete statement of every dollar received on 
account of the invention could have been made out ; and, as the control of the patent 
l)as6ed from the hands of the patentee so soon after the grant thereof, his expenses 
could have been readily approximated. 

''The defect in applicant's statement is not satisfactorily accounted for, and if the 
decision of Commissioner Fisher, in the case of Albert A. Gray, September 5, 1870, is to 
be followed as a precedent, the extension should be refused. 

"J. M. THACHER, 
•'S. H. HODGES, 
"R. L. B. CLARKE, 
" Examinera-iU'Chlefy 

DECISION. 

DuxcAX, Acting Commissioner : 

By affidavits filed since the rei)ort of the examiners-in-chief was made, it is shown 
that the receipts of the inventor cannot have exceeded a few hundred dollars at most, 
and satisfactory reasons are given for the failure to produce an itemized account of 
the same. 

Further evidence also is produced showing that the invention is, in theory at least, 
one of considerable value. This relieves the case of all objections raised by the report 
of the board, and the extension will accordingly be granted. 



S. H. & JOSEPH Strouse. 

Extension. 

December 22, 1870. 

Upon the order of the Acting Commissioner, as provided in section 10 of the patent 
law, this case was heard by the examiners-in-chief, who reported upon the application 
as follows: 

"United States Patent Office, 

" Washington, December 13, 1870. 
"Application of S. H. Strouse and Joseph Strouse for the extension of the patent for 
Shikts, granted December 23, 1856. 

" Upon this case the undersigned respectfully report as follows : 

" The novelty of the invention is sufficiently established. The evidence as to its util- 
ity and importance is in general terms, and is far from being 8atisfactor3\ In itself it 
would seem to be quite insignificant, and this impression is by no means removed on 
reading the papers, but rather confirmed. 

" The petitioners estimate the value of their improvement at $25,000, and they produce 
a number of affidavits to the same effect. These are also in the most ceneral terms 
that could have been used, aiid do not furnish the slightest data from which the esti- 
mate can be verified. The only circumstance which enables us to form any opinion on 
the subject, is the extent of the sales made by the patentees. These amount to four- 
teen thousand dozen of the articles, bringing them two hundred and sixty-eight thoa- 
sand eight hundred and ninety dollars. This embraces apparently all the sales of such 
commodities made by the patentees in the prosecution of theii* regular business in sell- 
ing goods of the kind during the period. 

" Fiom these sales the applicants admit having received a net profit of twelve and a 
half per cent., or thirty-three thousand six hundred and eleven dollars. They claim, 
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however, that they onght to be allowed ten per cent, for manafactarer's profits, whicli 
they say is usual in that trade, and that they shoald be charged only two and a half 
per cent, as the avails of the invention. They received no other avails, as they seem 
to have kept the invention in their own hands, and were the only ones who manufac- 
tured under it. Such a distinction between manufacturer's profits and those arising 
from the invention cannot be observed under these circumstances. This subject was 
fully discussed by Lord Brougham before the English board for extending patents, 
and they refused to recognize the distinction in ex parte Muntz, 2 W. P. C, 113. (See 
also ex parte Singer, Commissioner's Decisions, November, 1870.) In this case it is obvi- 
ous that the improvements have been em(^yed mainly to enlarge the patentee's busi- 
ness, and have served in the place of other means of recommending their nrodnctions. 
and securing increased patronage and custom. It becomes such a material element of 
their success that the profits derived from it cannot be separated from the rest. They 
should be required to credit the invention with the whole of their net gains. That 
being done, they have been more than reasonably remunerated according to their own 
estimate, and their patent should not be extended. 

'* S. H. HODGES, 
** J. M. THACHER, 
" R. L. B. CLARKE, 
** ExaminerS'in-chiefJ^ 

DECISION. 

Duncan, Acting Commissioner : 

From the report of the examiners-in-chief it appears that the inventors in the pres- 
ent instance have been reasonably remunerated. 

The extension asked for is therefore refused. 



George Hott, Administrator of Jesse Ladd. 

Extension. 

December 23, 1870. 

Upon the order of the Acting Commissioner, as provided in section 10 of the patent 
Jaw, this case was heard by the examiners-in-chier, who reported upon the application 
as follows: 

" United States Patent Office, 

" December 22, 1870. 
''Application of George Hoyt, administrator of Jesse Ladd, for the extension of the 

gatent for a Machine for Pointing Shoe Pegs, granted to said Jesse Ladd Deoem- 
er 23, 1856. 
'' From the testimony it is apparent that the patentee failed to introduce his machine 
into a safficiently extensive use to remunerate nim, and that this was owing mainly to 
the fact that another machine was brought forward which proved more successful. 
Even if the patent should be extended, therefore, there is no reason to expect that the 
patented machines would be any more saleable or bring any material compensation be- 
yond that already received. 

'* The fact that a more successful machine is in use is decisive, also, against the utility 
and importance of the one before us. This essential requisite to an extension s utterly 
wanting in the present case. 

<* It is testified by one witness that the deceased patentee claimed in his lifetime that 
the machine which has been spoken of as superseding his was an infringement of his 
patent-right. In connection with this it is alleged, in argument, that an application 
has been filed in the office for a reissue of the patent, so as to reach such infringements. 
This would deserve consideration if there were the slightest proof that Mr. Ladd's 
charge was well founded. But, without some evidence of the character of that ma- 
chine, it is altogether improper to assume that the complaints of the patentee against 
others as infringers are Just. We can proceed upon no such assumption. 

''As we find that the patented invention is not of utility or importance to the public, 
we are compelled to advise against extending the patent, without considering whether 
the applicant has complied with the other requisites of the law. 

" S. H. HODGES, 
" R. L. B. CLARKE, 
" J. M. THACHER, 

* ^ExaminerS'in-chief*^ 
decision. 
Duncan, Acting Commissioner : ^ j 

It appearinfp from the report of the examiners-in-chief inlthe matter o^^ls applica- 
tion that the invention is of no value or importance to the public, their recommenda- 
tion that the extension be revised is hereby adopted. 
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Decisions for the year 1370, rendered prior to October^ aui not heretofore published, 

Jean L. Baubelot. 

Extension. 

April 12, 1870. 

Id the matter of tbe application of Jean Loais Baadelot for the extension of the letters- 
patent for a Beer-Cooling Apparatus issued to Henry Mi$(eon, his assit^nee, Novem- 
ber 1, 1859, antedated April 13, ld->6, and reissned Jannary *2S, 1852, in three divisions, 
the last of which was reissued to George B. Turrell, November 2, 1859. 

Hodges, Acting Commissioner : 

The evidence is full and satisfactory as to the novelty and utility of the applicant's 
invention ; its value and importance to the public are well established ; and more than 
ordinary diligence was exerted to introduce it into public nse. The only question to 
be considered is as to the sufficiency of the remuneration which the patentee has re- 
ceived. The ran^e to be pursued in this inquiry is still further restricted by the cir- 
cumstances, and IS brought within uncommonly narrow limits. 

After the applicant ha^ obtained patents for his invention in other countries, certain 
parties purchased the exclusive right to the use of it in this. They obtained a patent 
for it in the name of his assignee, and engaged in the manufacture and sale of the ap- 
paratus. After defraying all their expenses, including those of obtaining the patent, 
they accounted to him for a stipulated portion of the net profits, amounting to $62,269. 
Has he been sufficiently recompensed f 

The statute gives an extension only when the patentee has not *' received a reasona- 
ble remuneration for the time, ingenuity, and expense bestowed,'' first upon the in- 
vention, and then upon '* tbe introduction of it into public use." The entire expense 
of introducing his invention into public use in this country has been clearly defrayed 
-without diminishing the amount so received by the applicant, and there is no evidence 
of its having cost him an effort. Proof is equally wanting as to the time and expense 
laid out in experimenting and maturing the invention. It may have been, for all that 
appears, the happy fruit of a moment's inspiration, and the first attempt to reduce it 
to practice may have resulted in a successful and profitable apparatus. However that 
may be, we are left entirely without any means of estimating how much should be al- 
lowed on this account. Nothing should be presumed to supply this lack of testimony, 
and no considerable portion of what the applicant has received should be set down to 
this head. It should be regarded as having been contributed mainly by way of com- 
pensation for the ingenuity displayed in conceiving the principle of the apparatus. 
Since the applicant has been remunerated for everything else, it only remains to decide 
the narrow question, has his ingenuity been adequately requited f 

The character of the invention is not of a high order. There has been talent shown 
in reducing the idea of it to practice. Science and skill have lent their aid to the 
achievement. And an intelligent disregard has been shown for objections which were 
urged against the efficiency of the apparatus. 

On the other hand, there has been no discovery of any important principle of wide 
application ; no skiUfnl and studied acyastment of intricate and perplexing mechanism 
nor any great and beneficial result for all classes. It is little more than a judicious em- 

tloyment of means and measures weU known, to effect more speedily an object which 

lad already been accomplished less happily by other devices. It is employed only in 
one process in a single branch of art, and that an art from which only a comparatively 
small portion of the community suppose they derive any benefit. We are very far in 
line from dealing with one of tbose great discoveries, so common in this age, which in- 
dicate the highest abilities in bringing them to light, or which scatter blessings upon 
every member of the community, and over many nations. 

Even with this qualification, the question remains a difficult one. No rule by which 
to measure the just remuneration of inventors can well be devised, nor does the sub- 
ject seem to have been discussed. The standard to which we should naturally resort, 
the prices which inventors as a class have realized, is an unsafe, if not a fallacious one. 
The system partakes of the nature of a lottery, in which a few obtain high prizes, and 
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the great mnltitude draw blanks. Yet every adventarer is sangaine as to bis own 
merits, and deems bimself entitled to tbe largest rewards. He expects to reap a bar- 
vest wbich will compare with that of those who have met with the most abundant suc- 
cess. This morbid view has been aggravated by the peculiarly speculative sentiment 
of the age, in which it is looked upon as almost a normal and regular incident that im- 
mense fortunes should be won in a single transaction. Yet if we look at the results 
which have followed the efforts of inventors as a body, our estimates will be most es- 
sentially lowered. We may leave out the multitude whose attempts have been spo- 
radic and rude, and embrace those only who have made it a business to devise machines 
and the like, and who have brought science and skill to the task and elaborated it with 
care. How few oven of these men have realized as large a compensation for a display 
of equal ingenuity, to say nothing of their pains in bringing their productions into 
market, for which they should be paid in addition. Take the average of all of this class^ 
and it will be found that they have met with far less favor than the applicant. The 
experience of other inventors affords no reason for considering the remuneration which 
he has received unequal to his merits. 

A comparison of it with the emoluments obtained in other pursuits, in those of lit- 
erature, arts, and science, will lead to a similar conclusion. It is not what has been 
secured by a lifetime devoted to such pursuits that should be taken into the account, 
but what has been reaped from a single achievement. We have exaggerated reports 
of what has been paid to one celebrity and another for some ch^d^xuvre; but these are 
rare instances, cases of the most remarkable productions of men who stand on the 
highest pinnacle. What are the usual rewards bestowed on the average productions 
of able writers, civilians, artists, and the like f How many of them would not con- 
sider fifty thousand dollars far beyond their highest expectations f How many per- 
formances of the ablest advocates, the best paid class of all, have brought that sum f 
It is related as a marvelous thing that the late Mr. Faraday, the chief chemist of the 
age, had the offer of £5,000 yearly for his entire services to be employed in the arts. 
But that was expected to purchase the whole abilities of a man who rarely passed a 
year without astounding the world with some startling discovery, such as in repeated 
instances gave a new impulse to extensive manufactures, or changed their entire course. 
Even he wonld no doubt have felt himself rewarded generously, beyond all precedent, 
had his country recognized one of the best of them by a grant of fifty thousand dollars. 
Upon no fair comparison of the gains to be expected in other fields, can it be concluded 
that the invention in question has not been abundantly compensated. 

Neither do inventors need the incitement of more liberal rewards. What they do 
need is greater certainty in obtaining those now provided for them. If they could be 
protected against pirating effectually, and obtain their remedy with greater facility 
and at reasonable cost, they would have all they require. As it is, the encouragement 
held out is enough to send thousands in eager and bootless pursuit of a price which 
comparatively few are destined to grasp. 

The applicant has furnished a statement of the ascertained value of his invention, as 
required bv law, and it is such as to warrant the allowance of his petition if he had 
not been already sufficiently remunerated. It not only shows that the invention pos- 
sesses substantial merits, but that it must take a high place among those which are of 
extensive use and real importance, though far below many others. That seems to be 
the legitimate purpose for which it was intended, and I do not think it can serve any 
further as a guide in this investigation. No definite proportion, certainly, can be ob- 
served between the value thus ascertained and the amount to which the patentee should 
be held entitled. Considering how vague and deceptive are the data npon which these 
statements are usually made up, they could not be safely adopted as the basis upon 
-which to estimate, by any definite rule, the reward which an inventor ought to realize. 
It is true that professional men who are engaged in transactions involving large sums 
or great properties, may adopt a higher scale of fees than others ; but it would be very 
unusual for them to measnre their charges in each particular instance exactly by the 
sum in controversy. No principle like this has ever been adopted in the Office, nor even 
suggested by any Commissioner, to my knowledge. Neither would it be sanctioned by 
the country. It is plain from the terms of the law that the legislature had no thought 
of any such rule. For, while it requires these statements, it lolows the Commissioner, 
in forming his decision, to take into consideration only " the time, ingenuity, and ex- 
pense bestowed upon ^ the invention, and makes no mention of the ascertained value* 
The omission was not unintended ; it is pregnant with meaning. It signifies unmis- 
takably that the patentee must be contented with a compensation proportional to his 
labors, not to the benefit which the community derives from them ; a rule in universal 
practice among employers and workmen. After giving the applicant all the credit for 
Lis invention which his testimony requires, I am constrained to believe that he ha» 
been abundantly compensated for it, and must deny his petition. 

Digitized by VJV_/^/Vl^ 
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Isaac A. Dxtnha^l 

Uxtension, 

Jane 23, 1870. 

Application of Isaac A. Dnnbam for the exteDsion of the patent for Shoemakers' 
Edge Plakes granted to him June 24, 1856. 

S. II. HoDGRSi Acting Commissioner: 

The applicant has famished abundant evidence in favor of the novelty of his inven- 
tion as well as its nsefulness, valae, and importance to the public. It is shown that 
nothing of the kind had been known before it was introduced into the trade, and that 
it accomplishes a result altogether unprecedented, and has entirely revolutionized this 
branch of trade. It has become an indispensable implement in the manufacture of 
boots and shoes, and is either in universal use or its place is supplied with something 
embodying the principle of the invention. It has been called for from the remotest 
parts of our own country, as well as from others, such as Canada, South America, Eng- 
land and France. 

The opponents of the extension do not attempt to assail the prominent facts estab- 
lished by this testimony. Their efforts are mainly expended on incidental points, 
chiefly to show that it is necessary to use another instrument with the patented one 
to complete the work which the patentee professes to achieve with his alone. They 
have succeeded so far as to prove that such another tool is considered essential by some 
workmen, and that the use of it is practiced to some extent. But this does not contra- 
dict the c^kse made out by the petitioner. It has no tendency toward satisfying me that 
the tool in question is not in itself of great value to the public. 

An attempt has also been made to impeach the novelty of the implement. But it is 
beyond doubt that it was received at the time as a new thing; that it went into ex- 
teusive use, superseding in great measure aU others having a similar end in view. 
This may be gathered even from the remonstrant's own testimony. Little considera- 
tion is due to the attempt, in view of these facts. Neither is it necessary to spread 
upon the record a comparison of the invention with what was before known, or to 
point out particularly the differences which clearly exist between them. 

The applicant's witnesses estimate the value of the invention very high, and place 
the inadequacy of the compensation he has received beyond all reasonal doubt. Their 
evidence entirely outweighs that introduced on the other side. 

The whole case seems to be clear. The application is allowed, and the patent will 
be extended. 



A. Bingham vs. G. A. Watkins. 

Interference — Motiotu 

July 8, 1870. 

In the matter of the interference between the application of A. Bingham and the let- 
ters-patent of G. A. Watkins for Impkovemest in Cuair Seats. 

FisuER, Commissioner : 

This is a motion to reopen an interference heretofore decided. (See Bingham vs. 
WatkifiSt Commissioner's Decisions, May, 1870, p. 14.) 

The motion is based upon allegations of newly discovered testimony and a mistake 
on the part of one of the principal witnesses of Watkins as to the date of the manu- 
facture of two of the models, and as to the character of one of them. A large nnraber 
of affidavits have been taken and read on both sides ; but, so far from weakening the 
proofs offered on behalf of Watkins on which the interference was decided, the new 
testimony has materially strengthened them. If I had felt any doubts heretofore as 
to the priority of his invention, they would have been entirely removed by the addi- 
tional evidence afforded by these affidavits. 

I therefore overrule the motion for a rehearing or for a reopening of the case. 



Uigitizedby VJV_/V^ 
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(A) Under the statute. 

(B) In general. 



ABANDOXMEXT. 



(A) Und^^ the statute. 



I. The ri|;ht to a patent for an invention is forfeited if it was in use at any time two 
years before the application was filed ; the use need not be a continned one. 

[Young V8, Hourd, 59. 
(See Practice, E, 2 ; Renewal or Applications, 1.) 

(B) In general, 

1. Although others have applied for a patent to which that sought by the applicants 
would be Bubordinat-e, that furnishes no excuse for their neglecting to make their 
application from 1860 to 1869. 

[Wright r«. Clay & Ely, 11. 

2. That one of two joint inventors was in the Army, does not excuse them for neglect- 
ing to apply for a patent from 1860 until 1869, four years after the war was ended. 

[Wright V8. Clay & Ely, 11. 

3. An inventor cannot be charged with having forfeited his invention by delay, who 
has obtained a patent for it before his competitor applied for one. 

[Bingham vs, Watkins, 42. 

4. A patent having been granted in 1865, another for the same thing was refused to 
one who did not ap|)ly till 1869, and neither showed any reason for the delay, nor that 
he invented the device before the patentee filed his application. 

[Bradley ve, Kafael, 50. 

5. Where no steps had been taken with an application for twelve years after it had 
been twice rejected, (save making an inquiry of the ofiSce, which was answered,) and a 
patent had been issued in the interval to another for the invention, and the applicant 
had survived the last rejection five years, and meanwhile obtained other patents, the 
application will be treated as abandoned. 

[Gates et al, vs. Benson, 65. 

6. A party cannot revive an application which he has once deliberately abandoned 
in order to present his invention in a more perfect form in a new one, upon which he 
has obtained a patent ; if his patent does not cover his whole invention, his remedy is 
by a reissue. 

[P. & W. C. Bramwell, 77. 

7. An inventor, who lays aside his discovery for years, forfeits his right to a patent 
as against another who has obtained one. 

[Ball V8, Fletcher, 97. 

8. Where an application was rejected and suffered to rest for sixteen years before it 
was renewed, and the invention had been shown in patents to other parties for more 
than two years, it was held to have been abandoned. 

[W. W. Williams, administrator, 109. 

9. An invention must be considered as abandoned when the inventor withdrew an 
application embracing it 10th November, 1851, and gave it up till 28th December, 1858, 
when he filed a new application. 

[H. H. Marsh, 151. 
(See Caveats, 2, 6 ; Continuing Applications, 3 ; Preliminary Statement, 4.) 

ACT OF CONGRESS. 

1. The act of Congress, which authorizes a new hearing of this application, requires 
to be heard upon the testimony previously filed, and no new testimony was allowed 
to be taken. 

[\7. Hunt's administrator, 29. 
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APPEALS. 

1. When a claim is rejected for want of patentable noveltyi the appeal mnst be taken 
to the examiners-in-chief, not to the Commissioner. 

[ W. H. Wilkinson, 22. 

2. The appeal to the examiners-in-chief is to be taken from the decision, or judgment, 
of the principal examiner ; not from the reasons he assigns for it. 

[A. C.Rockwell, 111. 

3. If from the whole record it appears that the decision of the principal examiner is 
correct upon grounds which are within the jurisdiction of the board, it should be 
affirmed on appeal, though the reason he assigns may be erroneous. 

[A.C.Rockwell, 111. 

4. The examiners-in-chief mnst not affirm the decision of the principal examiner for 
reasons not apparent on the record, nor npon matters of an executive nature. 

[A. C.Rockwell, 111. 

5. If the examiners-in-chief misapprehend the application, or the references, the 
proper way to correct the error is by an appeal to the Commissioner, and not by motion. 

[A. C.Rockwell, 111. 

6. No appeal lies from the decision of the principal examiner that there is an inter- 
ference, except to the Commissioner npon executive matters. 

[Schenk vs. Rider, 135. 
(See Practice, B, 1,2.) 

APPELLATE JUDGE. 

1. On an appeal to a jnstice of the supreme court of the District of Columbia in cases 
of interference, his jurisdiction embraces the question of abandonment, or use. 

[Benson vs, Bennett, 26. 

2. The conclusions formed by the appellate jadge upon an interference must be 
treated as final upon a new interference between the same parties, unless a different 
state of facts ie shown. 

[White V8, Purdy, 115. 
(See Practice, A, 5, 7.) 

ABRANGEMENTS. 

1. In order to render a new arrangement of known devices patentable, it must 
require invention, or produce new results. 

[Streeter va, Stoddard, 91. 



(See Claims, 6.) 
(See Manufactures.) 
(See Practice, A, 3.) 
(See Practice, C, 23.) 
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ASSIGNEES OF PATENTS. 



ATTORNEYS. 



CAVEAT. 



1. A caveat is not evidence of the caveator's having originated an invention which is 
not distinctly described in it ; neither is he entitled to notice of an application in which 
it is claimed. 

[Wheeler vs. Rank, 119. 

2. A caveator, who has not been notified of an application claiming the same inven- 
tion, is entitled to no special indulgence on that account, if he neglects to apply for a 
patent for ten months after one ]^a,% issued to the other party. 

[Wheeler vs. Rank, 119. 

3. No inference can be drawn from a caveat as to the date of an invention, unless the 
caveat describes it. 

[Wheeler t'«. Peters, 141. 
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4. A caveat, upon which a new fee is paid at the end of the year, is in effect an inde- 
pendent caveat, relating back only to the payment of the last fee, and having but one 
year from that time to run. 

[Wheeler vs, Peters, 141. 

5. A caveator who describes a specific device, and claims, in addition to it, so " ar- 
ranging and combining " as to produce the same result, is not entitled, after his caveat 
has expired, to a reissue of a patent with a like broad claim, though the original was 
issued while the caveat was in life, but for other devices, and though a patent for the 
broad claim has been meanwhile issued to another. 

[L. Hildebrand, 145. 

6. A caveator who neglects to apply for a patent for more than a year after another 
has obtained a patent for the name invention, is presumed not to have completed it. 

[L. Hildebrand, 4.525. 

CAVEATOR. 

(See Caveat.) 

CLAIMS. 

1. No one has a right to claim in advance all other modes of effecting an object be- 
sides those he specifies, nor all other materials for the purpose ; as, for instance, by 
using the words, " or other materials.'' 

[B.F.Wood8ide, 1. 

2. The words ''substantially as descnbc^l" are not sufficient in a claim to distinguish 
the invention Intended from others resembling it, except in some especial features; but 
those must be specified. 

[Henry Waterman, 70. 

3. In aa application describing a machine combining several distinct instruments, 
claims for the combination, and the parts necessary to its combined o]peration, cannot 
be included with claims for independent improvements on any of the instruments em- 
bodied, which have nothing to do with the combination. 

[Leopold Lehman, 70. 

4. Claims which are ambiguous should not be allowed, although a court might sus- 
tain them by liberal construction. 

[Continental Windmill Company, 74. 

5. The phrase, '* the means substantially as described," when it refers to devices 
which are fully described, renders the claim clear, and is not objectionable. 

[Continental Windmill Company, 74. 

6. A claim for an arrangement of certain devices in combination with others is al- 
lowable, though inartificial. 

[Continental Windmill Company, 74. 

7. The addition of the phrase, ** or its equivalent," adds nothing to a claim, but may 
be permitted. 

[Continental Windmill Company, 74. 

8. A claim for a " combination of a weight with, and to resist the action of, other 
weights," is a claim to a combination of the weights, and not of one weight with the 
action of the others. 

[Continental Windmill Company, 74. 

9. The claim is to be interpreted by the specification. 

[Charles Powell, 134. 

10. Cylindrical and tapered bolts being treated in the specification as equivalent to 
one another, a claim to a tapered bolt is met by a reference to one that is cylindrical. 

[Charles Powell, 1.34. 

11. An applicant may describe a genus and several species of the genus, and make 
a generic claim covering them all. 

[R. N.Eagle, 137. 

12. A claim for a genns and one species of that genus may be included in one appli- 
cation. 

[R. N. Eagle, 137. 

13. Two distinct species cannot be embraced in one patent, though belonging to one 
genus of inventions. 

[R .N. Eagle, 173. 



190 INDEX. 

14. A patent cannot be alloTved for a device not shown in the model or drawing. 

[Rnlof Dodge, 149. 

15. It 18 no reason for rqjectin^ a claim that it is presented in an application pre- 
viously filed, and still pending, if the description of the invention in the latter did not 
warrant such a claim. 

[J. C. Dnckworth, 150. 
(See Combinations, 9 ; Specifications, 1, 2, 3.) 

COMBINATIONS. 

1. Cofilns made of bent wood being old, as well as coffins with flaring sides, coffins 
combining both features are not patentable. 

[T. M. Taylor, 3. 

2. A device, which is already patented, does not thereby render a combination em- 
bracing it patentable, if it is not improved, and performs no anexpected function, and 
the other elements are of the kind they were intended to cooperate with. 

[C. Rnbens Sl Co., 49. 

3. A claim cannot be sustained for a combination, every element of which has been 
united with more or less of the others in similar combinations, from some of which it 
differs only in substituting right and left-hand screws instead of right-hand screws, or 
a sweep for a mule in lien of a hand-crank. 

[Eaton, Hitchcock <& Wells, 51. 

4. There being no relation between the bale of the bottle stopper shown in this 
case, and the adjustable clasp by which it is secured to the neck of the bottle, a claim 
for a combination of the two should not be idlowed. 

[J. T. Cree, 78. 

5. An application should be rejected if all the elements of the combination claimed 
are found described in a patent for another article of the same kind, though an addi- 
tional device is employed in the latter to render its operation more effectual and certain. 

[B. J. Gatllng, 92. 

6. Where neither of several parts of a structure affects or influences the action of the 
others, no legitimate combination exists between them. 

[T.J.Flagg,104. 

7. A reflector, in which the reflecting surface is parallel with the glass which covers 
it, being old, as well as a reflector in which there is a space between the reflecting sur- 
face and the glass, the combination of the two is not patentable, since neither construc- 
tion produces any effect on the operation of the other. 

[George Petry, 105. 

8. The combination of an oven heated by admitting the products of combustion into 
it, with a reel which carries swinging breadholders on the ends of its arms, pronounced 
legitimate, although each had been used by itself before, and a patent for it was 
extended. 

[Hoeea BaU, 110. 

9. A claim for a combination shonld not be allowed unless it embraces all the mecha- 
nisms through which the elements operate on each other. 

[J. C. Duckworth, 150. 

(See Arrangements, 1 ; Claims, 3, 8 ; Novelty, B, 4 ; Novelty, E, 8.) 

COMMISSIONER OP PATENTS. 

(See Extension, A, 9; Extensions, E, 11 ; Importance of Inventions.) 

CONTINUING APPLICATIONS. 

1. The extension of a reissued patent should not be refused on the ground that it 
embraces devices which were not shown in the application on which the original pat- 
ent issued, if they were described in a previous application that was withdrawn for the 
purpose of filing the other on the same day. 

[Christian Shnnk, 10. 

2. Doubted, whether an application could be considered as a continuation of a pre- 
vious one which had been withdrawn two years and a half before it was filed, especi 
ally when a patent for the invention was then in existence. 

[J.B.McClintock,64. 
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a An application filed 28th December, 1863, cannot be treated as a continuance of 
one withdrawn 10th November, 1851, and if sales of the invention for more than two 
years have intervened, it must be condemned as abandoned. 

[H. H. Marsh, 151. 

CORRECTINa ERRORS IN PATENTS. 

(See Practice, A, 4, 12.) 

DESIGNS. 

1. An applicant for a patent for a de9ig[n must specify in his application, when first 
filed, for how long a time he will have it issued. 

[I. C. Mayo, 14. 

2. An applicant for a patent for a design, who has paid in ten dollars, cannot have 
the privilege, if successful, of paying twenty dollars more and obtaining a patent fur 
fourteen years, though he request it in his application. 

[I. C. Mayo, 14. 

3. After having obtained a patent for a stove, the inventor cannot have a patent for 
a design. 

[Stuart & Bridge, 15. 

4. Upon the reissue of a patent for a stove, a division of it for a design will not be 
allowed. [Stuart & Bridge, 15. 

5. A claim for the design of a central figure upon a stove may be allowed in the 
same application with a claim for the design of the central figure and the surrounding 
ornaments. 

[I. A. Sheppard, 22. 

6. An application for a patent for a product cannot be changed into an application 
for a patent for a design. 

[G. H. Sellers, 58. 

7. Tbe patentability of a design depends exclusively on its configuration. It is of 
no importance of what material the article represented is constructed, or by what 
process. 

[Q. H. Sellers, 58. 

8. The Commissioner has no authority, under the law of 8th July, 1870, to extend 
patents for designs granted since the 2d March, 1861. 

[E. W. Sperry, 139. 
(See Trade-marks, 1.) 

DISCLAIMERS. 

(See Extensions, B, 3; Practice, A, 1.) 

DRAWINGS. 

(See Reissues, 10.) 

EMPLOYER AND WORKMAN. 

1. Where persons are employed by another to reduce his ideas to practice, there is a 
strong presumption against their having originated an improvement made while in 
the service. 

[Spofibrd &, Montague vs, Moore &> Wyman, 6 ; Hopkins vs. Hard wick, 420. 

2. An inventor who employs workmen to embody his invention is not to lose it be- 
cause they make suggestions or alterations which are mere modifications of it, or an- 
cillary to it. 

[Hale V8. Field, 12. 

3. There is no presnmption in favor of an employer against a workman who produces 
an invention while employed in the general service of the other, and not especially to 
reduce an invention of his to practice. 

[Hale V8, Field, 12 ; Holman vs, Foley, 97; Johnson V8, Pimlott, 44. 

4. Where one of the parties to an interference had been previously engaged in con- 
structing instruments like the one in controversy, and had employed the other, who 
had never been conversant with snch instruments, to reduce his invention to practice,, 
the presumption is that what is produced is his invention. 

[T. Hall V8, T. S. Hall, 25. 
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5. An employer is not entitled to monopolize a device by itself which was sng^ested 
by his workman^ if the latter was not employed by him to reduce to form an invention 
of his own,althouj;h the device is embodied in the invention. 

[Lop^an V8, Holdiman, 45. 

6. An employer is entitled to claim a combination devised by him, although it em- 
bodies a suggestion made by his servant. 

[Logan V8, Holdiman, 45. 

7. No presumption arises against a workman that an improvement which he makes 
belongs to his employer, if he was hired to make a specified patented pump, and not 
to work generally nor to embody an invention which his employer is perfecting. 

[Holman r«. Foley, 97. 

8. When a workman employed to make a certaio specified article, not to labor gener- 
ally nor to embody an invention of his employer's, first produces drawings of im- 
provements in it, which are afterward adopted, the presumption is that he originated 
them. 

[Holman vs. Foley, 97. 

(See Priority of Invention, 7.) 

EQUIVALENTS. 

(See Combinations, 3 ; Novelty, E, 11, 12, 21 ; Skill and Invention, 4.) 

EVIDENCE. 

1. Depositions taken in a chancery suit pending between certain assignees and own- 
«rs of the original term (who were not the applicants) on the one hand, and the re- 
monstrants and others on the other, are not admissible on the hearing of an application 
for an extension. 

[W. Hunt's administrators, 29. 

2. The oath of a single witness to the former use of a dovioe is not safficient to over* 
come the oath of the applicant or patentee to its novelty. 

[Laraaon r«. Wanlwell, ZX 

3. The testimony of one witness is not sufficient to establish the fact that he comniu* 
nicated the invention to one of the parties to an interference, who denii^x it. 

[Mowbray r«. Shaffner, 35. 

4. There is a presumption in favor of a patentee, upon an interference with an appli- 
cant, that is not overcome by testimony which merely raises a doubt in favor of the 
latter. 

[Smith V8. Barlew, 41. 

5. Mere descriptions and rude sketches are always to be regarded with suspicion as 
evidence of invention, but especially in case of complicated machines. 

[ Jeffers vs, Duchenien, 93. 

6. Where the evidence by which a party to an interference established his case was 
first given when taking his rebutting testimony, yet the other party made no objection, 
but brought out the same facts on cross-examination, the evidence was held admissible. 

[Michael vs. Kenney, 140. 

7. It will be presumed that an invention was made when the application describing 
it was filed, and not before, in the absence of other evidence. 

[Wheeler va, Peters, 141. 

(See Act of Congress, 1 ; Caveat, 1, 2 ; Extension C, 5, 9 ; Practice, A, 1, 8, 9, 10 ; 
Practice C, 2, 6, 27, 26 ; Practice D, 1, 3 ; Preliminary Statements, 3, 5 ; Priority of 
Invention, 7, 8, 9.) 

EXAMINERS-IN-CHIEF. 

(See Appeals, 1, 2, 3, 4, 5 ; Importance of Invention ; Practice, A, 11 ; Practice, D, 5.) 

EXECUTORS AND ADMINISTRATORS. 

1. An administrator may withdraw an application filed by his intestate without ob- 
taining the assent of the heirs. 

[J. R. McCIintock, 64. 

2. The application of executors appointed under a foreign government only, asking 
a patent for the invention of their testator, cannot be entertamed. 

[R. C. Ransom et a?., executors, 142. 
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EXPERIMENTS. 

(See Priority of Inyention, 12.) 

EXTENSIONS. 

(A) In general. 

(B) As to novelty and atility. 

(C) As to value and importance. 

(D) As to amount of remuneration. 

(E) As to diligence. 

(F) Aa to policy. 

(A) Inffmeral, 

I. When it appeared that the applicant had manufactured very few articles under 
his patent, but had manufaotnrod largely in conformity with the description contained 
in a rejected application of an earlier date than his own, the extension of his patent 
was refused. 

[William Gee, 8. 

3. Extensions are not granted, like patents, as a matter of strict right, to which the 
party is entitled on fulfilling certain requirements ; they are more subject to the dis- 
cretion of the Commissioner. 

[Henry Bessemer, 9. 

3. The extension of a patent for a process refused, although the principle involved 
had proved to be of extraordinary value; it having been rendered available for useful 
purposes only through the great labor and expense bestowed upon developing it by 
another independent and original inventor, in which the applicant had taken no part. 

[Christian Sbunk, 10. 

4. There is more reason for construing a patent favorably to its validity upon an 
application for an extension than even in a court of law, since an adverse decision 
would be fatal to the applicant's just interests. 

[Owen Dorsey, 17. 

5. It is no ground for refusing the extension of a patent that the patentee has sold 
his interest in it for an inadequate price, if the purchasers have subsequently secured 
to him a substantial remuneration if it is granted. 

[Owen Dorsey, 17. 

6. A patent will not be extended if devices not shown in the original application 
have been interpolated on a reissue. [A. G. Bevin, 68. 

7. A patent will not be extended if the invention monopolized has been anticipated. 

[W. H. King, 79. 

8. The extension of patents is not a matter of right but of favor. 

[Robert Mushet, 106. 

9. If the application for the extension of a patent is not filed within the time required 
by law, the Commissioner has no power to remedy the defect. 

[J. C. Smith's administrator, 114. 

10. No presumption in favor of extending patents previously granted arises from the 
act of 2d March, 1861, giving longer life to those issued afterward. 

[Darlington & Piper, 133. 

II. The extension of a patent is a matter of right if the applicant has fulfilled the 
requirements of the law, as much as the granting of a patent : it is not at the discretion 
of the Commissioner, who has in that case only a ministerial duty to perform. 

[Apperly & Clissold, 163. 

(See Act of Congress, 1 ; Continuing Applications, 1 ; Designs, 8 ; Evidence, 1 ; Ex- 
tensions, C, 4 ; Practice, C, 16.) 

(B) As to novelty and utility, 

1. A patent with a claim so broad that it is found to include old devices, will be ex- 
tended only on filing a disclaimer of everything except what is ascertained to be new. 

[B. F. Avery, 1 ; R. Pratt's administrator, 2. 

2. If one division of a reissued patent embraces nothing which was shown in the 
application on which the original patent issued, it will not be extended. 

[R. Pratt's administrator, 2. 

13 P D 
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3. AlthoQffh some of the claims embmoed in a patent are found to have been antici- 
pated, it will be extended, neyerthelese, on fllinff a suitable disclaimer. 

[B. M. Hoe, 68. 

4. The extension of a patent will be reftued if it be found that the device patented 
is wanting in novelty, although it has been sustained in two suits at law in which tliat 
objection was not ndsed. 

[William Osborn's administrator, 80. 

5. If a patent contains claims for inyentions belonging to others than the patentee, 
it will be extended only on his disclaiming them. 

[T. J. Kindleberger, 121. 

6. A patented machine having proved hiffhly useful, the differences between it and 
former unsuccessftil machines should not oe nicely weighed upon a petition for an 
extension. 

[Cyrus Chambers, jr., 124. 

7. Patents for impracticable devices should not be extended. 

[I. M. Singer, 146. 

8. If an old machine comes within the terms of the claim in a patent, it should not be 
extended without a disclaimer being filed of any machine except the one described, 
although it differs in construction from the old one referred to. 

[J. J. Squire, 179. 

9. It is strong evidence of the novelty of a patented device that it was received at 
the time as new and went directly into extensive use, superseding all others of the kind. 

[J* A. Dunham, 186. 
(See Novelty, E, 8.) 

(C) A$ to value and importance, 

1. An application for the extension of a reissued patent refused, when it appeared 
that the original patent contained but a single claim of no especial valae, and that upon 
the reissue several additional claims were interpolated for combinations of devices 
which were old in themselves, which performed no new ftinction, and which did not 
act as coefficients of each other. 

[Nathan Marts, 16. 

2. Where the estimate of the value of an invention, presented in the statement of the 
patentee, was founded mainly on sales by an assif^nee who had greatly improved 
the construction of the article, and the only features in it really new were found to be 
of slight importance, an extension of the patent was refhsed. 

[Calvin Dodge, 23. 

3. Where the invention covered by a patent appeared to be of small value, except as 
the broad claims embraced in it enabled the patentee to place others under contri- 
bution, the extension of it was refused. 

[J. B. Harrington, 27. 

4. An application for the extension of a patent wliich had been roissued in several 
divisions, was allowed as to one which embraced the same claim, substantially, as the 
original patent, snd was found to be of value : but was denied as to the others which 
erooracea claims not set ap in the original and which were found to be of little or no 
importance. 

[W. Hunt's administrators, 29. 

5. Where the evidence as to the value of the inventions embraced in several divisions 
of a reissued patent is general, and does not discriminate between them, and some of 
them are upon the face of them comparatively worthless^ the mere estimate of the 
applicant to the contrary does not entitle him to an extension of those divisions. 

[W. Hunt's administrators, 29. 

6. The applicant for the extension of a patent having furnished no statement of the 
value of the invention, nor any proof respecting it, nor proof of his diligence in intro- 
ducing it into public use, his petition was denied. 

[Simon Ingersoll, 38. 

7. The extension of a patent refused, only four machines having been made under 
it, and strenuous efforts to introduce the invention into use having failed, because it 
was worthless. 

[B. M. WUder, 40. 

8. Where an invention is one of several constituting an entirety, which was embod- 
ied in the first successful machine for the purpose, and the invention, or some substi- 
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tate for it prodnoing the same eifeot, is iadispeosable to the operation of saoh ma- 
chine"! its value is sufficiently ascertained to warrant the extension of a patent for it 
from the sales of snch machines, although they do not contain it, but employ a substi- 
tute producing the same effect on a similar principle, even if it be not a precise equiv- 
alent. 

[Horace Woodman, 66. 

9. Where upon an application for an extension the value of the invention can be as- 
certained only from the sales of a machine embracing others with it, the proportionate 
value of each may be determined upon the affidavit of the applicant, if not inconsistent 
w ith their apparent importance. 

[Horace Woodman, 66. 

10. The extension of a patent was denied where the invention was not of great inge- 
nuity ; its value was not shown npon sufficient evidence ; no diligence had been used 
in introducing it ; no expense was shown to have been incurred ; and the applicant had 
sold the last part of the original term, with the extension, to a company fbr two thou- 
sand dollars and one-thirtieth of their stock, the value of which was uncertain. 

[J. W. Hayes, 77. 

11. The Office will inquire whether an invention possesses sufficient im^rtance to 
Instify the extension of a patent, altiiough its novelty has been sustained in a suit at 

[Geo. Johnson, administrator, 86. 

12. The extension of two reissued patents refrised where it appeared that the device, 
in which the value of the inventions chiefly consisted, was not embraced in the appli- 
cation for the original patent, and very few of the machines had ever been made. 

[William Gage, 100. 

13. It beiuff usual to suspend a vessel holding either solid acid or solid alkali inside 
of a vessel holding the other substance in solution, for the purpose of mixing the two 
to form carbonic acid, to charge the interior vessel with a solution instead of a solid, 
as well as the exterior, is not an improvement of such importance as to warrant ex- 
tending a patent for it. 

[J. F. Boynton, 125. 

14. When it appears that no machine of the nature of the one patented has ever gone 
into use, it is to be presumed that it is of little value ; and the patent for it willnot 
be extended to embarrass other inventors. 

[Darlington &, Piper, 133. 

15. A patent should not be extended for a machine which failed of being introduced 
into a sufficiently extensive use because of the preference given to another. 

[George Hoyt, administrator, 183. 

16. It does not contradict the evidence of the usefhlness and value of a patented tool 
to show that another is necessary to be used with it, in order to complete the work 
which the patent for it professes it will do alone | and the patent should be extended 
notwithstanding snch showing. 

[I. A. Dnnham, 185. 

(See Extensions, D, 1, 2 ; Extensions, E, 4 ; Extensions, F, 19 ; Practice, C, 6, 7, 8, 12, 
13, 14.) 

(D) A$ to amount of remuneration, 

1. Enlarging dies which have been used for forming parts of a bonnet, so as to form 
the whole at one operation, requires little in^nuity, and it may be questioned whether 
f2|036.39 is not a sufficient remuneration for it. 

[William Osbom's administratrix, 80. 

2. Whore the evidence of the value of an invention is insufficient, and it is appar- 
ently an insignificant one, the sum of (1,397.58 will be deemed an adequate remunera- 
tion for it. 

[Charles Moore, 83. 

3. Where the patentee has made a close monopoly of his invention, and would have 
had no mannfiicture or profits but for his patent, he cannot, upon applying for an ex- 
tension, deduct anything for manufacturers pronts from the amount he has received. 

[Carlos French, 118. 

4. Where a patentee has manufactured under his patent, and made a close monopoly 
of the business, he will not be allowed, upon applying for an extension, to deduct from 
the amount he has received anything on account of manufacturer's profits. 

[I. M. Singer, 146. 
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5. An applicant for an extension is not to be allowed a reronneration increased in 
proportion to the amoant he has realized from his invention. 

[I. M. Singer, 146. 

6. A highly valnable patent should be extended where the patentee has exercised 
great energy and determination in introducing the invention into use, though he has 
realized $30,000 from it besides a liberal allowance for his time and services. 

[T. T. Woodruff, 161. 

7. A high degree of liberality should be exercised in extension cases where great per- 
severance, energy, and ability have been shown in educating the public to a just ap- 
preciation of the invention, and in surmounting the difficulties encountered in intro- 
ducing it. 

[T. T. Woodruff, 161. 

8. A patentee is entitled to an increased allowanoe for his remuneration who has de- 
voted his time mainly to bringing his invention into use. 

[Wendell Wright, 167. 

9. A patentee who had given himself mainly to the manufacture and sale of his in- 
vention, and had realized $33,000 from it, was held to be entitled to further remunera- 
tion, and his patent was extended. 

[Wendell Wright, 167. 

10. A patent extended, although $5,000 had been realized from it, that not being re- 
garded as an adequate remuneration. 

[J. Kingsland, jr., 173. 

11. A patent extended, although $6,145 had been realized from it. 

[J. H. Goodell, 174. 

12. Where the patentees had kept the use of the invention entirely in their own 
hands, and used it apparently as the means of enlarging their business, they were not 
allowed to make any deductions for mannfactnrer's profits from the amount they had 
received : and, as that constituted a sufficient remuneration, an extension of their pat- 
ent was denied. 

[S. & H. J. Strauss, 182. 

13. Where the patentee had been at no expense of time or labor in obtaining his pat- 
ent and introdncmg the invention into use, and it was not of a high order, the sum of 
$62,269, which he hafl realized from it, was held to be a sufficient remuneration, and 
an extension was denied him. 

[J. L. Bandelet, 184. 
(See Extensions, C, 10 ; Extensions, £, 18 ; Extensions, F, 19; Practice, C, 1, 12, 13, 17.) 

(E) As to diligence. 

1. The extension of a ]mtent refused when it appeared that it had been sold for a 
trifle about a year after it was issued, and the ascertained value of the invention was 
not set forth in the applicant's statement. 

[R. W. Lewis, 8. 

2. A patent will not be extended where the patentee has not been diligent in intro- 
ducing nis invention, and does not explain his inactivity during the war; nor where 
the affidavits as to the value of the invention are general, and no data are furnished 
from which it can be estimated. 

[H. A. Rains, 82. 

3. An extension refused where none of the articles patented had ever been manufac- 
tured ; either they must have been wanting in utility, or no diligeoce was exerted in 
Introducing them. 

[William Moutetorm, 97. 

4. An applicant will not have his patent extended who has failed to receive a reason- 
able remuneration in consequence of suffering a foreign patent, previously granted, to 
run out before its regular determination. 

[Robert Mushet, 106. 

5. It is no excuse for remissness in introducing an invention into use, that the pat- 
entee was occupied with litigation on other subjects ; and his patent will not be ex- 
tended, especially if the degree of invention is small. 

[S. A. & H. Whipple, 123. 

6. A patentee cannot have an extension if he has neglected a favorable opportunity 
to sell his invention at a remunerative price. uigmzed by ^ 

[S. A. Knox, 126. 
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7. The patentee of a valuable improvement, who had not the means of introdacing it, 
and sold it for a sum wholly inadequate to remanerate him, althongh npon condition 
of being furnished with employment in the mannfacture, was allowed an extension. 

[George Thompson, 128. 

8. The patentee of a warlike inventioui who took part in the rebellion instead of 
«mploving it in the service of the Gk>vemment, cannot be considered as having nsed 
due diligence in introducing it into use, and his patent for it will not be extended. 

[J. B. Read, 137. 

9. Although Congress may compensate an inventor without regard to his diligence, 
they have clothed the Commissioner with no such power. 

[J. B. Read, 137. 

10. If it appears Chat a large amount is due Irom infringers, a patent should not be 
extended. 

[I. M. Singer, 146. 

11. Where the patentee sold half the patent, and within three years realized (3,000 
firom manufacturing jointly with the purchasers under it, and his executors then sold 
the other half for $400, they were held not to have used proper diligence, and an exten- 
sion was denied them. 

[Gleason &> Croesman, 158. 

12. The inventor having done nothing to introduce his invention but to construct a 
single machine, and manufacture npon it for the vicinity, an extension of the patent 
was refused. 

[i9rU. White, 160. 

13. A patentee who haa failed to obtain a reasonable remuneration, after exerting 
himself to the best of his Judgment and ability, is entitled to an extension, althongh 
others might have succeeded by more judicious efforts. 

[Thomas Nelson, 172. 

14. A patentee was denied an extension who had sold his interest in the patent, soon 
after it was obtained, for no other reason than that he was ignorant of its value. 

[A. M. Hall, 174. 

15. An extension should not be denied because the patentee failed to obtain an ade- 
quate remuneration through his want of skill in business affairs. 

[J. H. Goodell, 174. 

16. The extension of a patent refused when no machine embodying the invention 
had been made; there was no statement of the ascertained value, and (4,899 60 had 
been realized fh)m it. 

[W. R. Landfear, 176. 

17. A patent extended, although the inventor sold his interest for a trivial sum before 
it was applied for, he being poor and wholly unable to bear the expense, which was 
large, of introducing the invention into use. 

[B. G. Dawley, 181. 

(See Extension, C, 6, 10; Extensions, D, 7, 8, 9; Practice, C, 6, 7.) 

(F) As to policy, 

1. In considering the question of extending a patent, the Commissioner should have 
regard to the Interests of the public ; and if the extension would be prejudicial to an 
extensive and useful business, that may be a sufficient reason for denying it. 

[Henry Bessemer, 9. 

2. The extension of a patent for the mannfacture of Bessemer steel refused on the 
ground that the foreign patents had expired and the extension would enable foreign 
manufacturers to control the business. 

[Henry Bessemer, 9. 

3. The extension of a patent refused, the patentee having sold the extended term and 
stipulated to assign it when obtained, and having afterwards received a larger sum for 
Joining in the application. 

[O. W. Minard, 36. 

4. A patent will be extended although the foreign patents for the same invention 
have expired, if the products of it manufactured abroad cannot be imported so as to 
compete in market with those made in this country. L)igitiz6 

[Henry Voelter, 84. 
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5. The extension of a patent refaaed when the patentee had sold all his interest in 
it for a trifling consideration. 

[William Gage, 100. 

6. It is not consistent with a dae regard to the pnhlic interest to extend a patent for 
an inyention which was of little yalne for the purpose for which it was intended and 
devised, bnt which has been modified so as to bring in snbordlnation to it a class of 
nsefal machines since invented. 

[J. F. boynton, 125. 

7. An extension denied to one who had sold his interest in it to a company of whose 
stock he owned one-flfbh, without farther consideration. 

[J.F.Bo7nton,125. 

8. A patentee cannot have an extension who had a previoas patent in a foreign 
oonntry for the same invention, that has expired. 

[B. £. Mnshet, 106: W. £. Ward, 126; J. £. Boyer, administrator, 190 ; Smith d& 
Skinner, 131 ; I. M. Singer, 146. 

9. The extension of a patent refused where the applicant had held a previous patent 
embodying essentially the same prinpiple, which had expired by its own limitation 
nearly four years since. 

[ W. G. Creamer, 133. 

10. The patentee of a warlike invention who remained at the South during the rebel- 
lion most furnish something more than affidavits of belief as to his loyalty, or the ex- 
tcoision of his patent will be refused. 

[G. W. Morse. 139. 

11. An applicant who has had a natent extended cannot have a later one extended 
which is for the same machine in a less perfect form, and under which no machine was 
ever made. 

[L M. Singer, 14a 

12. A patent for the first crude form of a machine should not be extended if the pat- 
entee has already received a large reward for it, nor without good reason if it has 
gone into extensive use as improved, and there is a wide demand for it. 

[I. M. Singer, 146. 

13. The extension of a patent refused where the claim was practioaUy worthless, 
and the device had gone into extensive use without any effort to obtain a reissue or to 
check notorious infringements. 

[Holmes's executor and Butler, 155. 

14. An extension should be denied when the applicants have sold their interest in it, 
if it should be obtained for 1750, and the purchasers will probably realize |30,000 
from it. 

[Glesaon 6l Grossman, 158. 

15. Doubted whether a patent should be extended in which devices are claimed 
which are shown in a previous patent to the same party. 

[John Tyler, 159. 

16. A patent will be extended, although the inventions are shown in a previous pat- 
ent to the same partv, if it is doubtful whether they were perfected wnen the prior 
patent was applied for. 

[John Tyler, 159. 

17. The extension of a patent should not be denied because a previous English pat- 
ent for the same invention has expired, if the specification in the latter was enrolled 
less than six months before the application was tiled on which the American patent 
was granted. 

[Apperly &, Clissold, 163. 

18. The grant of an English patent prior to the issuing of an American patent is no 
bar to the extension of the latter. 

[John Neville, 167; S. S. Putnam, 168 ; Thomas Kelson, 172. 

19. Where the validity of a patent is regarded as doubtful, the evidence of its value 
is defective, and |2,475 had been realized from it, an extension was refused. 

[John Worsley, 176. 

(See Extensions, A, 11 ; Extensions, G, 1 ; Extensions, D, 6; Extensions, E, 10.) 

FOREIGN PATmriB. ^^^ ^^^ ^^ ^^^^^glc 

(See Extensions, E, 5; Extensions, P, 4, 8 ; Novelty, A, 4, 5 ; Patents,!.) 



(See Novelty, D.) 
(See Claims, 11, 12, 13.) 
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FOKM, CHAMGB IK. 

GKNUS AND 8PKOIB8. 

IMFOBTANOB OF UTVEiniONS. 

1. After the declaion of the prinoipal examiner had been leversed by the examinenh 
in-chief, a patent was refhsed oy the Commissioner on the ground that the inyention 
was not sufficiently useful or important to Justify it. 

[Morris 6l Watson, 71. 

(See Extensions, C, 13.) 

INTERFBRBNCB8. 

1. Where one party olaims broadly an element when used in any composition of a 
certain class, ana another olaims the same element when used in a pwticular compo- 
sition of that class, an interference must be declared. 

[Boon V9» Hinman, 7. 

2. There is no conflict between a claim for a postal or revenue stamp composed of 
two layers, of which one is perforated, and a claim for a similar stamp, of which both 
layers are perforated, and an interference botween them was dissolved. 

[Fletcher v«. Abraham, 26. 

3. An interference should be declared where a device claimed in an application is 
shown in a patent though not claimed. 

[E. S. Wright, 60. 

4. A claim for an arrangement of four hammers, so that two opposite each other shall 
simultaneously strike a percussive blow, and then the other two, is not in conflict with 
a claim for four hammers, of which two operate in the same manner, and then a third 
strikes a percussive blow, while the fourth operates like an anvil, having less throw. 

[Jenkins et ah i». Putnam, 156. 
(See Appellate Judge; New Trials; Practice, A, 5; Practice, D, 1,4; Preliminiury 
Statement.) 

INVENTION. 

(See Skill and Invention ; Priority of Invention.) 

JOINT PATSNTBXS. 

1. It may be doubted whether one who has obtained a Joint patent with another 
upon his oath that they were Joint inventors, should be permitted to contradict his 
oath and seek a separate patent. 

[De Lill vi. Avery ei aZ., 128. 

2. Where one of two, who have taken out a joint patent as Joint inventors, files an 
application claiming the same invention as made by nimself alone, the patent will not 
be disturbed if the facts are disputed. 

[De Lill M. Avery tsi oL, 126. 

JURISDICTION. 

(See Appeals, 1 ; Appellate Judge; Importance of Invention.) 

UFB OF PATENTS. 

(See Patents.) 

MANUFACTURES. 

1. Only those articles can be patented as "man ufiictures" which are complete in 
themselves, or, if parts of a whole, are so far complete as to be the subject of separate 
manufacture and sale. 

[ W. R. Blanchard, 59. 

2. Where there is nothing in an assemblage of old devices to sustain a claim for it as 
a combination, to call it a new article of manufiicture does not entitle it to fftvor. 

[Kuder, Seiple, Kramer dt Andre, 117. 
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3. It is immateriftl how what ia claimed as an article of manafacture is prodaoed. 

[L.£.TraeBdale,123. 



(See Novelty, C.) 
(See Novelty, B.) 



MATERIAL, CHANGE OF. 

NEW APPLICATION. 

NEW TRIAL. 



1. When a patentee, who has been defeated upon an interference, files an applica- 
tion for a reissne, the Commissioner is not bound to declare a new interference between 
the same parties. 

[E. S. Wright, 60. 

2. After a decision in fftvor of an application apon an interference with a patent 
which described the invention bat did not claim it, a new interference will not be de- 
clared, as a matter of coarse, upon the patentee filing an application for the reissne of 
his patent claiming the device. 

[E.S. Wright, 60. 

3. After a decision apon an interference it is discretionary with the Commissioner 
whether a new one shall be declared npon the defeated party filing a fresh application ; 
he may, at least, issne first a patent to the sacceesfol party. 

[E.S. Wright, CO. 

4. Where the qaestion has been fairly tried npon an interference, and no ffood ground 
was shown fur a new hearing, a motion for a second interference upon filing a fresh 
application was denied. 

[E.S. Wright, 60. 

5. An interference was opened for the purpose of taking farther testimony upon the 
affidavit of a party who had taken none, that he had .discovered proof that the other 
party had been wanting in diligence in reducing the invention to practice : there being 
ground for suspecting as much from the evidence previously filed by the latter. 

Disston V8, Emerson, 84. 



NOVELTY. 



(A) In general. 

(B) In the application. 

(C) In the material. 

(D) In the form. 

(E) In the structure. 



(A) In general. 



1. Doubts as to the patentability of a device should be resolved in favor of the in- 
ventor. 

[Thomas Bond, 2. 

2. The rejection by the examiners-in-chief of a device as an expedient in common 
household use does not establish the fact that it has been actually made or used, and 
it was held to be patentable notwithstanding. 

[J. R. Harrington, 37. 

3. Oxydizing the prodacts of combustion is a well-known process as in all devices for 
perfecting what may be called secondary combustion. 

[William Lowe, 39. 

4. An invention is not to be regarded as having been previously patented abroad 
merely because it has been describ^l in an English provisional specification. 

[Edward Maynard, 54. 

5. In order to show that previous to the filing of an application the invention there- 
in claimed had been described in a printed publication, it is not sufficient to produce 
an English provisional specification published in the same year, although it bears date 
before the application ; it must be shown that the actual publication was before. 

[Edward Maynard, 54. 
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6. A link for attaching together the ends of a cotton bale tie is old, and cannot be 
claimed aa new either by itself or in connection with every mode of attachment. 

[J. R. McClintock, 64. 

7. A patent may sometimes be granted to the first originator of an improvement , 
which is not patentable in itself, if his competitor has throngh oversight obtained a 
patent for it. 

[Streeter vs. Stoddard, 91. 

8. An application may be rejected on reference to what is shown in the models or 
drawings ot a previous application. 

[Edward Strain. 150. 

(See Combinations, 1 ; Evidence 2, 3 ; Novelty, E, 6 ; Practice, C, 4 ; Reissues, 3.) 

(B) In the application, 

1. Blocks having been attached to a common backing for a street pavement, it does 
not involve invention to attach them in the same way in groups before laying them 
down for a floor. 

[L.B. Hamilton, 14. 

2. A bankers' check provided with tables of figures, all of which are to be punched 
out excepting those that represent the value of the check, is anticipated by a similar 
check in which the latter figures only are to be punched out. 

[M. E. Berolzhoimer, 33. 

3. The nse of battens to unite strips of iron being well known in other structures, to 
construct an old one, like piles, in this way, does not constitute it a new article of man- 
ufacture in the eye of the law. 

[Samuel Sharrock, 46. 

4. Although iron I beams have been used in bridges with the flanges placed horizon- 
tally, yet it is patentable to use them with the flanges placed vertically, such an 
arrangement possessing peculiar advantages. 

[D. H. Morrison, 50. 

5. Where devices, however well known in other machines, or for other purposes, 
have never been employed in a ^iven machine, or for purposes suggestive of the new 
application, legitimate combinations may be formed of them. 

[John Underwood, 52. 

6. A crank shaft crossing the main axle below it having been used in a harvester 
with an open frame, it is not patentable to arrange one in the same way in a harvester 
with a frame consisting of a close box. 

[John Underwood, 52. 

7. A recess for a crank axle in the bottom of a harvester with an open frame is an 
anticipation of a like recess in the bottom of a harvester with a close box for a frame. 

[John Underwood, 52. 

8. There is no invention in combining with a wooden pencil a chamber on the end 
of it, such as has been previously constructed upon other pencils. 

[H.J.Wickham,61. 

9. A claim to a harmonicon as a new article of manufacture will not be sustained 
npon the ground that it is tuned peculiarly, if organs have previously been tuned in 
the same manner. 

[William Thie, 61. 

10. The interleaving of a diary involves no invention, since other books have been 
so made. 

[D.N.B. Coffin, 62. 

11. Ledgers and account books having been made in sections, there is no merit in 
making diaries thus. 

[D.N.B. Coffin, 62. 

12. A machine for sweeping dirt from the gutters into the middle of a street, by 
means of a diagonal brush, is not novel if the dirt has been before swept into the 
gutter by the same means. 

[W.S.King,79. 

13. The patentee of the process for soaking hat-bodies, and stretching them on a 
block and drying them, and of then pressing them into shape between heated dies or 
molds, may confine himself to the last operation, and another cannot have a patent 
for it. 

[William Osborn's administrator, 80. 
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14. To diminish Uie thickness of a spring toward its onds is a known deyice for 
preeenring its elasticity nnder different weights, and the application of it to spiral 
springs for buggies is not patentable. 

[A. J. Dexter, 90. 

15. To place the rake behind the axle of a horse-rake instead of placing it before, as 
formerly, is not patentable, if it requires no inyention, and oroduoes no new result. 

[Streeter v$. Stoddard, 91. 

16. To protect the soles of rubber boots and shoes with metal studs imbedded in 
them is not patentable, in view of a patent already issued for protecting dogs with two 
rows of such studs around the edges, and which also suggests applying them generally 
to the soles of rubber oyershoeB. 

[F. M. Shepard, 104. 

17. Nickel plating has become a well-known art, and substituting it for other known 
kinds of plating is not patentable. 

[Osborne & Dayton, 149. 

18. The mere new application of an old deyice is not entitled to protection. 

[J. B. Slason, 177. 
(See Novelty, C, 3.) 

(C) In ike material. 

1. A percussion cap made of paper pulp is not anticipated by one made double, the 
inside of gutta-percha, the outside of metal, or a woven fabric. 

[B. F. Woodside, 1 ; Duckworth «t. Crompton & Wyman, 43. 

2. A packing composed of wire rope for stuffinff-boxes in steam-engines involves 
novelty and invention, notwithstandinff such stumng-boxes have been made before 
from fibrous material by itself, or mixea with wire. 

[William Brown, 45. 

3. To use a well-known kind of paper for an old and well-known j^nrj^ose, for which 
ther paper has been employed before, is not 

never have been employed for the same purpose. 



other paper has been emj>loyed before, is not patentaJble, altiiough Uiat kind may 
rha * 



[Robert Price, 48. 

4. A claim for substituting molssses, or other sticky substance, instead of wat-er, in 
an apparatus for catching flies, was held to have been properly rejected. 

[J. G. G. Ganet, 4a 

5. A pavement consisting of a wood foundation and a covering of bricks, or their 
equivalent, is a mere substitution of well-known materials for others also well known ; 
each component part having been used before for a similar purpose with other mate- 
riiUs. 

[A. H. Baldwin, 50. 

6. Substituting franklinite for iron, or homogeneous hardened steel, in safes con- 
structed in other respects like safes before known, is not patentable. 

[John FarreU, 105. 

7. Glass having been used for Journals and axle-boxes, the substitution of it for 
other materials in an axle-box of a particular form, is not patentable. 

[R.B.MiUer,114. 

8. Doubted whether the substitution of corn-hasks for other similar materials in 
making roUe for calenders, and the like, is a proper subject for a patent. 

I John Worsley, 176. 
(D) In thefwrm. 

1. A valve, or damper, in a smoke-pipe, which deflects the currents to the sides, and 
heats them thereby, is not anticipated oy one that gathers the currents to the center 
of the pipe. 

[T. P. Tuttte, 15. 

(See Claims, 10 ; Novelty, £, 10.) 

(E) In Ihe structure, 

1. Although boxes have been made with sides formed from a single strip of wood, a 
trunk so formed with the top and bottom pieces attached by rebating, is nevertheless 
patentable. 

[Thomas Bond, 2. 
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2. Levers in a tnrniDg lathe connected with the sliding stocks which they actuate, 
.by links at each end, are the equivalents of slotted levers ; and being well known, a 
claim for the slotted levers was held to have been properly rejected. 

[J. J. Urmston, 13. 

3. A lathe, in which the block revolves rapidly, and the tool stock so slowly that at 
each revolatioD of it a block is finished, is not answered by one in which the rate of 
these motions is reversed. 

[J. J. Urmston, 13. 

4. The arrangement upon a track of two or more cylinders and their connections in 
a fire eztinffuisher, is patentable, althongh single cylinders and the other appendages 
have been thus arranged before. 

[George F. Piokham, 34. 

5. To secure a bolting-cloth upon its frame by means of bars or wires attached to ita 
edges, held to be anticipated by corsets made with stays or wires secured to the lined 
edges of the cloth. 

[George Schoenberg, 36. 

6. Twisting lightning rods composed of two or more wires having been known and 
used, it does not involve invention to make one of two or more wires that have them- 
selves been patented. 

[Alanson Gary, 38. 

7. A windmill consisting of a wheel with cones so arranged upon the arms that on 
one side the bases are presented to the wind, and the points on the other, ia an antici- 
pation of a water wheel with blades which on one side of the shaft present their broad 
sides to the waves, and their edges on th6 other. 

[Adams Glasgow, 40. 

8. A patent was extended for attaching together the parts of a combination, whereby 
new and useful results were obtained, although the same parts were shown to exist 
united in similar articles, but not attached together. 

[C.T.Eames, 47. 

9. An India-rubber window spring in the form of a staple, the legs of which are 
secured in holes in the sash, differs firom one consisting of a rubber wheel, and from 
rubber combined with metallic springs, and neither should prevent its being patented. 

[W.E. Phelps, 48. 

10. It is not patentable to use iron I beams with double flanges placed vertically, if 
such beams with single flanges have been used in the same way before. 

[D. H. Morrison, 50. 

11. The substitution of one well-known spring for another is not patentable, althongh 
a slight change in the mode of attaching it is incidental. 

[Eccleston & CoviU, 51. 

12. The substitution of an internal gear-wheel for a beveled gear-wheel in a har- 
vester is not patentable, both having been used in such machines before, and for the 
same purpose. 

[John Underwood, 52. 

13. Sockets for seat-irons cast in the metal frame of a harvester are answered by 
cast-iron sockets for other purposes, and by seat-irons imbedded in wood. 

[John Underwood, 52. 

14. A pinion having been previously secured to a wheel in a watch by a beveled 
screw-nut on the shaft entering into the pinion, it was held piatentable to mill the sur- 
faces of the nut and pinion which were in contact, so as to give the nut a firmer hold, 
there being evidence that the change was one of substance and valuable. 

[Charles Mosley, 53, 

15. It being a known practice to combine an almanac with a book, there is no inven- 
tion in making an almanac with detachable fastenings, so as to be combined with a 
diary. 

[D.N.B. Coffin, 62. 

16. Keys being common with a steel bit inserted in a closed slot in the shank, and 
with a ^art of the bit filed down even with the shank, they preclude the patenting of 
A key with a deep open slot sawed in the end of the shank, in which a bit is inserted 
with one or two projections to fill up the slot. 

[|^R.Bugbee, 63. 

17. To arrange the steam cylinders by which a circular saw is driven in an inclined 
position on each side of the saw shaft and above it is not patentable, since such cylin- 
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ders have been so arranged below the shaft, though it secures greater space and con- 
venience. 

[G. £. Noyes, 63. 

18. Ad invention cannot be held to antedate patents granted before the application 
on the groand that it was described in a still earlier application, if it was there de- 
scribed as connected with an essential device which is now omitted. 

[J. R. McClintock, 64. 

19. A bottle stopper with two parallel blades having sharp inner edges which cut 
into the cork as they are fotoed over each side of it, thereby holding it, is not antici- 
pated by a similar implement without sharp edges and intended to hold a wooden 
stopper by entering into grooves prepared for them, nor by another like the last, which 
holds the cork by forcing the blades over it. 

t J. T. Cree, 78. 

20. Sills extending from curbstone to curbstone to support the blocks of a wooden 
pavement are not patentable if such sills have been made before in two pieces meeting 
at the center. 

[A. fl. Love, 79. 

21. It is not patentable to substitute spiral springs for flat ones to force together two 
notched jaws in the buffer-head of a railroad engine which catch and retain between 
them an arrow-headed coupling-link. 

[T. E. Jones, 87. 

22. There is no merit in attaching a hot-air chamber to the side of a stove, such 
chambers having been attached in ouier positions to stoves, and nothing being gained 
by the change. 

[Samuel Blue, 89. 

23. To change the direction in which the upper one of three rollers which are geared 
together revolves, by introducing an intermediate gear-wheel, does not render patent- 
able such an arrangement of rollers in a cider-mill previously in use. 

[T. J. Kindleberger, 121. 

24. To make the end of an anger tapering and square, and insert it in a correspond- 
ing socket in the handle in order to hold it by friction, does not merit protection if the 
same construction has been employed in other augers, though notches and shoulders 
were also used in the latter to render the connection more sure. 

[G. W. Schemerhom, 122. 

25. A patent for a car-wheel with a thin strip of leather between the body and the 
tire, and connected together by flanges and bolts, is a bar to a patent for a similar 
wheel with a thin strip of India-mbl^r between the body and the tire, which are held 
together by pressure or by bolts. 

[L. E. Truesdell, 123. 

26. A pavement of blocks in parallel rows, with broken joints and wedge-shaped 
blocks in ea6h row, but not parallel, is no bar to a patent for one of blocks in parallel 
rows with wedging-blocks in parallel rows between them at intervals ; nor a pavement 
of wedge-shaped blocks in rows, with wedge-shaped strips interposed. 

[L. F. Follansbee, 47. 

27. The difference in the effect of immersing the whole of a thermometer in the liquid 
the temperature of which is to be ascertain^, or a part only, is a difference in degree 
only, and furnishes no ground for a patent. 

[P. Millspaugh, 134. 

28. A drive-screw with a conoidal point thA base of which is as lar^^e as the threads 
of the screw, so that they will not rupture the fibers when driven into the wood, is 
patentable, although screws like it in all other respects have been known before, as 
well as staples with such points. 

[D. F. Fetter, 175. 

29. A new fare-box composed of two compartments only is patentable, though one 
has been known composed of not less than tnree, but otherwise like it. 

[J. B. Slawson, 177. 

30. The mere placing of a seat upon a horse-rake is not sufficient to make a patent- 
able distinction between it and one before known. 

[J. J, Squire, 179. 

(See Combinations, 1, 5; Extension, C, 13; Interferences, 2, 4; Novelty, B, 1,6,7, 
15, 16; Novelty, C, 1; Novelty, D, 1; Skill and Invention, 9.) 
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PATENTABILITY. 

(See ArrangementB, 1 ; Manafactaree ; Novelty, A, 1, 7 ; Skill and Invention ; Sub- 
jects of Patents.) 

PATENTS. 

1. Patents granted before the 8th July, 1870, for inventions which have been patented 
abroad continae in force although the foreign patent has expired. 

[Robert Mushet, 106. 

2. An American patent expires simultaneously with a foreign patent previously ob- 
tained for the same invention, although the American patent was first applied for. 

[Smith & Skinner, 131. 

PRACnCB. 

(A) In general. 

(B) On appeal. 

(C) In extensions. 

(D) In interferences. 

(A) In general. 

1. A disclaimer required, under the circumstances, to be signed by the inventor in 
person. 

[B. F. Avery, 1. 

2. Affidavits ma^ be received on a hearing before the Commissioner to establish the 
sn^riority of an improvement over those Known before, and its consequent patent- 
ability. 

[T. P. Tuttle, 3. 

3. A reissued patent held to have been properly issued to the assicmees of the origi- 
nal, when they requested it and made the application, although they had made an 
assignment of it, which was on record. 

[Havemeyer and others, 5. 

4. If errors in a patent are owing to the mistake of the Office they will be corrected 
on motion and without cost to the party. 

[Havemeyer and others, 5. 

5. Where the party defeated before the appellate judge upon an interference renews 
his application with the same claim, upon tne ground that it did not, in fact, conflict 
with the invention of the other party, and that it had been pronounced patentable by 
a former Commissioner, the application was nevertheless rejected, out of comity to the 
appellate judge, that he might have an opportunity to signify whether the identity of 
tne invention had been considered by him. 

[J. L. Mason. 20. 

6. No reference is necessary when a claim is r^ected on the ground that the " device 
is wanting in patentable novelty.'' 

[W. H. Wilkinson, 22. 

7. Where the party defeated upon the hearing of an interference before the appellate 
judge, urged before 'the Office tnat his application embraced patentable matter not 
involved in the interference, it was rejected again, pro forma, in order to obtain the 
opinion of the judge, upon a second appeal, whether the existence of a conflict between 
the applications was considered by him, and whether his decision in regard to the laches 
of the applicant was Intended to apply, in an ex parte proceeding, witn the same effect 
as ^rhcre nn adverse claimant was interested. 

[J. L. Mason, 35. 

8. Evidence of the materiality and value of a device may be taken into consideration. 

[Charles Moseley, 53. 

9. Affidavits of experts may be received to disprove the assertion of an examiner that 
ail alleged new improvement is to bo found in articles known before. 

[William Thie, 61. 

10. A window in the chute of a mashing machine to permit inspection, patented upon 
affidavits showing the novelty and utility of the device, 

[A. Harris, 62. 
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11. If ftn examiner finds that the olaims in an applioation are the same as those whioh 
haye been condemned by the examiners-in-chief in a former case, he shonld reject it on 
the anthority of their decision : he shonld not refuse to examine it. 

[D.M. Nichols, 71. 

12. Errors in a patent whioh are owing to the mistake of the applicant, can only be 
corrected upon a reissne, and at his expense. 

[Havemeyer and others, 5 ; Matthew Andrew, 75. 

13. After a case has been rejected by the examiners-in-chief. neither they nor the 
principal examiner can act npon it anew without the order of tne Commissioner. 

[Edwin Strain, 75. 

14. Cases will not be taken up out of their turn even where loyentors come in person 
to attend to their applications. 

[He wins vs. Spooner, 94. 

15. Where the party defeated npon an interference files amended claims which the 
examiner considers as having been settled by the decision in the interference, or as 
having been embraced in a prior patent to the same party, he should reject them on 
that ground and not refuse to entertain them. 

[Patrick Foley, 169. 

(See Caveat, 2 ; Design, 1, 2, 6 ; Extensions, C, 4 ; Joint Patentee, 1 ; Practice, C, 20, 
27 ; Specifications, 10 ; Utility, 1.) 

(B) OnappeaU, 

1. The decision of the examiners-in-chief will be pro /mum affirmed on appeal to the 
Commissioner when he has been counsel for one of the parties. 

[Shaw A, Leavitt vs. Sedgebear, 5. 

2. The decision of the examiners-in-chief will be affirmed when it is certain that a 
contrary decision would be reversed by the appellate Judge and the parties put to 
needless expense in order to arrive at the same ultimate result. 

[Benson vs. Bennett, 26. 
(See Appeals, 1.) 

(C) InexteMion$, 

1. Strictures upon the practice of dispensing with a statement of what had been 
received abroad on account of the invention in applications for the extension of patents. 

[Henry Bessemer, 9. 

2. In order to obtain the extension of a patent the applicant must furnish a state- 
ment, in detail, of what he has received and of what he has expended on account of 
the invention. 

[J. B. Harrington, 27. 

3. The report of the examiner upon the novelty of the invention is of great weight 
in extension oases, but is not conclusive. 

[Miner, Stevens and others, 47. 

4. The report of the examiner against the novelty of the invention in an application 
for the extension of a patent being found erroneous the patent was extended. 

[Miner, Stevens and otiiers, 47. 

5. An extension denied because no details of the receipts and expenditures were 
furnished ; only the gross amount of each. 

[A. B. Taylor, 68. 

6. Where the value of the invention, and the diligence exercised in introducing it, 
sufficiently appeared from papers filed in the case, though they were not strictly of 
evidence, the extension of a patent was allowed. 

[David Munson, 78. 

7. A patent will be extended although the affidavits are defective as to the value of 
the invention, and the diligence exercised to introduce it, if those requisites are 
established by other evidence in the case. ' 

[Levi AveriU, 82. 

8. The affidavits in support of the application for an extension must present the facts 
from whioh the Commissioner can Judge of the value of the invention, and of the 
patentee's diligence, not merely the opinions of the affiants on those points. 

[Levi Averill) 82. 
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9. A patent will not be extended when the yalae of the invention is established by 
an estimate oonched in general terms without famishing any criterion for verifying it. 

[Charles Moore, 83, 

10. The petition for an extension may be signed by an attorney for the petitioner. 

[Henry Voelter, 84. 

11. The authority of an attorney, who siffns a petition for an extension for his priu- 
oipal, need not be antecedent to his filing It ; if the principal adopts it afterward it is 
sufficient. 

[Henry Voelter, 84. 

12. An extension refused where no exhibit of receipts and expenditures was filed, no 
statement of the value of the invention, and no testimony as to the patentee's diligence. 

[ W. P. Manson, 87. 

13. An extension refused where neither the statement of the value of the invention, 
nor the accounts, nor the testimony, were filed on the day designated by the office. 

[B. A. Smith, 87. 

14. The extension of a pateni refused for want of a statement of the ascertained 
valne of the invention. 

[A. A. Gray, 88. 

15. An extension allowed notwithstanding some confusion of values and deficiency in 
the accounts, this being explained and the estimates sustained by testimony. 

[M.H. Simpson, 88. 

16. Where the petition for an extension is signed by an attorney for the applicant the 
reason why the principal does not sign it should be explained. 

[L. A. Dole's administrator, 88. 

17. Although the statements and accounts are meager, yet an extension will be 
granted if those who have the books containing the requisite data refhse access to 
them, and the facts and figures are fully develo^sd in the testimony. 

[L. A. Dole's administrator, 88. 

18. A petition for an extension held to be sufficiently authenticated by a telegram 
from the applicant, which authorised its being received, and was subsequently acknowl- 
edged by him. 

[WiUiam Gage, 337. 

19. When the application for an extension is not filed in season it will not be received 
and the fee will be returned. 

[J. C. Smith's administrator, 114. 

20. It is not Buffloieut to file, on the 8th of August, an application for the extension 
of a patent which will expire on the 4th November after. 

[J. C. Smith's administrator, 114. 

21. Any person may oppose an extension of a patent on complying with the pre- 
floribed requirements. 

[E.A.&C.Kilbum,117. 

22. Filing a notice of opposition to an extension without service of the notice on the 
petitioner does not entitle the party filing it to be regarded as a party to the case. 

[E. A. A C. Kilburn, 117. 

23. Doubted wh ether a person who is in the habit of ^ving notices of opposition in 
■cases of extension, and is shown to have o£fered to withdraw on being paid for it, 
shonldhave his oppoeition reoogniEcd, and whether he should not be exoluded from 
practicing before the Office. 

[E. A. &C. Kilburn, 117. 

24. If upon an application for an extension the invention is found to constitute with 
-eeveral others an entirety, and the accounts of the several inventions cannot be sepa- 
rated, they m ay be charged together with all the profits. 

[ C.C. Walworth, lia 

25. There being reason to suppose that the applicant for an extension had parted 
with his interest in it, he was required to file an affidavit to the contrary. 

[George Thompson, 128. 

26. The ascertained value of the invention must be set forth in t&e statement of the 
applicant for an extension ; it is not enough to furnish other proof of it. 

rflmi fll Jtr air<«t«tA» 1Q1 
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27. Testimony taken by the applicant for an extension excluded, because it was taken 
without notice to the party who had given notice of opposition. 

[Christopher Amazeen, 132. 

28. An opponent to an extension must give notice to the applicant of his intention to 
oppose it in order to entitle himself to notice of taking testimony by the latter. 

[Christopher Amazeen, 132. 

29. Depositions on the part of an opponent to an extension excluded because they 
were not taken by the magistrate whose office was named in the notice as the place of 
taking it; nor were shown to be taken at that place. 

[Christopher Amazeen, 132. 

30. Reason of opposition to an extension must be filed twenty days before the day of 
hearing, and must not be confounded with the notice of opposition. 

[Christopher Amazeen, 132. 

31. The extension of a patent refused because the ascertained value of the invention 
was not set forth in the applicant's statement, although affidavits were filed of its great 
importance and value. 

[G. U. White, administrator, 160. 

32. Although the application for an extension contained no sufficient statement of 
the value of the invention, nor of the amounts received from it, yet, the deficiencies 
being supplied by affidavit, the patent was extended. 

[S. G. Lewis, executor, 181. 

33. An applicant for an extension may remove by affidavit the objections upon which 
the examiner reports against him. 

[8. G. Lewis, 181. 

34. The allegation that a rival machine, which prevented another coming into use, 
was an infringement upon the patent for the latter, must be sustained by proof upon 
an application for an extension. 

[George Hoyt, administrator, 183. 

(See Extensions, A. 9; Extensions, B, 8; Extensions, C, 6; Extensions, E, 1, 2. 18; 
Practice, A, 1.) 

(D) In interfermcea. 

1. When the question upon an interference is purely one of fact, and the examiner- 
in-charge and the examiners-in-chief concur in their decision, the Commissioner will 
adopt it unless it is without evidence to support it, or against the manifest weight of 
evidence. 

[Blanchard vs. Strain, 54. 

2. An interference between an applicant and a patentee will be dissolved if it ap- 
pears that the applicant's right to a j^atent had been forfeited by him when he filed 
his application, and the appficatiou will be rejected. 

[Toung vs. Hoard, 59. 

3. A stipulation that certain testimony may be read upon the hearing of an interfer- 
ence, makes it evidence in the case. 

[Crowell vs. Sim, 72. 

4. After an interference has been declared the principal examiner cannot dissolve it» 
nor include new parties ; that is the province of the examiner in charge of interfer- 
ences. 

[Trout et al, va, Diston et al,, 99. 

5. After the rejection of an application is affirmed by the examiners-in-chief, the 
principal examiner cannot take it up again and declare a new interference between it 
and another case. 

[Duthie V8. Casilear, 99. 

6. Where the examiner in charge of interferences and the examiners-in-chief concur 
in their finding of the facts, it will not be reversed unless it was adopted without evi- 
dence, or against the manifest weight of evidence. 

[White vs, Piirdy, 115. 

7. Although it was held that an interference should not have been declared, yet the 
qnestion of priority was decided on its merits, in order " to prevent farther waste of 
time and money." 

[Bovey r«. Graham, 129. 
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8. The qaestion, which of the parties on the record is the first iuyentor T is the only 
one to be tried upon an interference. 

[Pngh V8. Hamilton et ah, 153. 

9. If it appears that two only of fonr joint patentees made the invention before the 
applicant who is opposed to them upon an interference, it should be decided in his 
favor ; but his application may then be rejected upon the evidence that others made the 
invention before him. 

[Pngh vs. Hamilton et ah, 153. 

10. At whatever stage it is ascertained that there is no conflict between the claims 
of the parties to an interference, it should be dissolved ; whether before the examiner 
in charge of interferences, the examiners-in-chief, or the Commissioner. 

[Jenkins et aL ve, Putnam, 156. 
(See Interferences, 1, 3 ; New Trials, 3.) 

PREUMINARY STATEMENT. 

1. The preliminary statement required of each party to an interference is in the 
nature of a pleatling,in which he is to set forth the date and history of his own in- 
vention, in ignorance of his adversary's case. 

[Schenk r». Rider, 135. 

2. If either party to an interference falls in his preliminary statement to place the 
date of his invention back of what the record shows that of his adversary to have been, 
the decision will be against him without taking testimony. 

[Schenk vs. Rider, 135. 

3. Evidence offered by either party to show an earlier date for his invention than 
what was claimed in his preliminary statement, will be looked upon with great suspi- 
cion, if not rejected. 

[Schenk vs. Rider, 135. 

4. When it appears from the preliminary statement that the party making it has 
abandoned his invention, or is not entitled to a patent for any other reason, the inter- 
ference will be dissolved, and his application will be rejected. 

[Schenk w. Rider, 135. 

5. Neither party to an interference is bound by the preliminary statement of the 
other, but may disprove it. 

[Schenk rs. Rider, 135. 

PRINCIPAL AND AGENT. 

1. A principal cannot repudiate the authorized acts of his agents so as to escape the 
consequences of their oversight or negligence. 

[Robert Mnsliet, 106. 

PRIORITY OF INVENTION. 

1. He who first makes an improvement is entitled to a patent for it, though another 
had previously conceived it and tried experiments with it, but had laid it aside and 
lost sight of it while elaborating another similar apparatus for which he had obtained 
a patent. 

[Cole vs. Love], 4. 

2. A mere suggestion that glycerine might be used in compositions for roofing, with- 
out reducing it to practice, does not give a title to a patent for such use of it against 
one who afterward devises such a composition, containing glycerine, and obtains a 
patent for it, 

[Boon vs, Hinmau, 7. 

3. He who first perfects an invention is entitled to the patent as against another who 
produces it afterward, although the latter had previously experimented on the princi- 
ple and made two inventions on a similar plan, which, however, were not the same. 

[Brown vs, Ludlow, 16. 

4. A person who lays aside an invention for fourteen m >nths after suggesting it, is 
not entitled to a patent if another has meanwhile devised it, and obtained one. 

[Dimond vs, Haydn &, Blakeslee, 34. 

5. The originator of a mode of attaching splints to frames for chair-bottoms cannot 
prevail against one who had previously attached wire cloth to them in the same man- 
ner. 

[Bingham vs. Wat kins, 42. 
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6. Au applicaut must fail upon an iaterfcrencc with oiio wlio waB before bini in con- 
ceiving the invention, in reducing it to practice* and opplying for a patent^ and wbo 
Las obtained it. 

[Eames r«. Gill, 42. 

7. The party who had prepared a drawing of tbo devico in controversy before the 
other had become engaged upon it, and who had obtained a patent for it, held to be 
the prior inventor, although after he had made the drawing be was employed by the 
other to labor on a similar machine, and learned that the latter had the disputed one 
nnder consideration, yet did not communicate to him his own essays uiK>n it. 

[Mallett r». Ci-osby, 56. 

8. One of the parties to an interference luwiiig admitted, in a written contract be- 
tween them, that the other originated ilie improvement in dinpntc, the latter was 
adjudged to bo the prior inventor. 

[Jeifcrs ra. Ducliemiu, 93. 

9. Where one of the parties to an intorf'eronce was )H)nnitted, under a pledge of 
secrecy, to see the machine in which the other bad embodied the invention in dispute, 
and then, and at other times, admitted that it belonged to him, the latter was adjudged 
to be the prior inventor. 

[Hewins v«. Spooner, 94. 

10. If one party obtains a patent while another is neglecting to reduce it to practice, 
he will be adjudged the prior inventor, though the other first conceived it, and made 
a model of it. 

[McClure.ra. Miller & Mason, 122. 

11. The inventor who first reduced to practice a sediment chamber in the bottom of 
a lamp-post, and separate from it, is entitled to a patent for it over one who had before 
invented such a chamber as a part of the post, and obtained a patent for it, although 
he had also spoken of the separate chamber and made sketches of it. 

[Bovey vs, Graham, 129. 

12. The inventor who has obtained his patent before his competitor applied for one 
is entitled to it, although before he made the invention the other had constructed an 
experimental machine, but had taken no further measures with it till he filed his appli- 
cation. 

[Wheeler v«. Peters, 141. 

13. To defeat a patent at law for want of novelty in the invention, it must be shown 
that it had been reduced to practice before it was made by the patentee. 

[Bichardsou va, Deuza, 156. 

14. An applicant cannot prevail against a patentee upon an interference, unless ho 
shows that he had reduced the invention to practice before the patentee had embodied 
it in a rude sketch accompanied by explanatory notes, or in any other form. 

[Richardson vs, Deuza, 156. 

(See Abandonment, B, 7; Employer and Workman; Evidence, 4, 7; Preliminary 
Statement, 2 ; Practice, 2 ; Reducing to Practice.) 

PUBLISHED DESCmmOX. 

(See Novelty, A, 5.) 

RBDUCING TO PRACTICB. 

1. In order to entitle a man to a patent as against a subsequent inventor, his inven- 
tion must be embodied in a practical working machine. 

[Duchemin vs, Richardson and another, 31. 

2. To render a device patentable which constitutes a part of a new machine, it must 
not only be embodied in it so as to operate, but the machine itself must be a success- 
ful one. 

[Duchemin va, Richardson and another, 31. 

3. A sketch of an invention in one form by a person who in practice adopts another, 
does not entitle him to be regarded as the prior inventor of the previous form, if an- 
other person has embodied it in a working model before him. 

[Lamsen vs. Ward well, 33. 

4. Although there may be cases in which suggestion amounts to invention, even in 
those it should be followed up by diligent elaboration. 

[Dimond va, Haydn & Blakeslee, 34. 
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5. He is not entitled to a patent who snggeeted the invention in dispute and made 
an experiment on a small scale, bat did no more till another had devised it, obtained 
a patent for it, and engaged in manufactaring it. 

[Mowbray vs. Shaffner, 35. 

6. Where one of throe parties to an interference has sold the invention to one of the 
others, his delay in reducing it to practice cannot be excused, either on account of his 
indigence, or his being hindered by the other. 

[Duckworth vs. Crompton & Wyman, 43. 

7. The party who first reduced the invention to practice, and first applied for a pat- 
ent, is entitled to it rather than one who conceived it before him, but went no farther, 
and rather than the other who learned the invention from the latter, but did not reduce 
it to practice till after the one first mentioned. 

[Leonard V8» Bunyon & lugersoU, 56. 

8. The i)arty who first reduced to practice the invention in controversy, and first ap- 
plied for a patent for it, is entitled to it, although his competitor had previoiisly pro- 
posed such a device in a patent and mentioned it elsewhere, but had never describea it. 

[Leonard v«. Runyon &, Ingersoll, 56. 

KEISSUES. 

1. Nothing can be claimed on a ruissue which does not appear in the application on 
which the original patent was issued. 

[R. Pratt's administrator, 2. 

3. The drawings cannot be amended by the description in the specification alone 
upon an application for a reissue. 

[Aberdeen Keith, 70. 

3. To cut blind-hooks of a particular oblong shape from a strip of sheet-metal as 
wide as the length of the hook, and across the strip, is a different operation from out- 
ting them longitudinally from a strip of the same width as the hook ; and a description 
of the latter cannot be interpolated in a patent for the former on a reissue, if the orig- 
inal application contained no intimation of it. 

[Galen Orr, 113. 

4. Any terms may be used upon a reissue to designate the devices described, which 
might have been properly used in the original. 

[Bissell & Moore Manufacturing Company, 157. 

5. Any claims may be embodied in a reissue which could have been justly allowed 
on the original application, although it enables the patentee to control devices which, 
though different in construction, are substantially the equivalents of the patented in- 
vention. 

[Bissell & Moore Manufacturing Company, 157. 

6. Upon a reissue a device cannot be substituted for one different in form shown in 
the original application, upon the ^ound that one is only an equivalent for the other ; 
as, for instance, two thrust-braces in a saw-fnune for a compound double oae. 

[Bissell A Moore Manufacturing Company, 157. 

7. A statement that the packing ridge upon an atmospheric dental plate may be of 
a different material from the plate, cannot be introduced into the specification upon a 
reissue, if the original only set forth that the invention is applicaole to any material 
of which such plates are made. 

[N. T. Folsom, 170. 

8. An application having been forfeited after it was allowed, through neglect to pay 
the final lee, the applicant is not entitled to have the same invention embraced in the 
reissue of a previous patent on the ground that it had been afterward patented to an- 
other; he should have revived the forfeited application before it was abandoned by 
two years' delay. 

[N. T. Folsom, 170. 

9. If an original patent claims a packing ridge close to the edge of an atmospheric 
dental plate, he may claim it at the edge on a reissue. 

[N. T. Folsom, 170. 

10. If the original drawings and model show only a packing ridge slightly removed 
from the edge of a dental plate, an additional figure showing it at the edge cannot be 
introduced into the diawing on a reissue, although affidavits are filed showing that to 
have been part of the original invention. 

[N. T. Folsom, 170. 
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(See Caveat, 5 ; ContiuuiDg Applications, 1 ; Designs, 4 ; Extensions, A, 6 ; ExtensioDs, 
B, 2 ; Extensions, C, 12 ; New Trials, 2 ; Specifications, 7.) 

RENEWAL OF APPLICATIONS. 

1. To render effectual a petition for the renewal of an application under section 35 of 
the act of 8th July, 1870, it must be accompanied by a demand for sach further action as 
the situation of the case requires. 

[P. Millspaugh, 112. 

KKS ADJUDICATA. 

(See Practice, A, 7.) 

SKILL AND INVENTION. 

1. There is no invention in adjusting the canceling teeth in a post-office stamp by 
placing layers of paper under them. 

[J. C. Gaston, 12. 

2. No monopoly should be granted of the right to print several advertisements on one 
sheet, or of the right of cutting them apart afterward. 

[B. E. Hale, 14. 

3. It is an old device to construct a floor of wooden blocks placed on end, and to cm- 
ploy such as are of different colors does not involve invention. 

[L. B. Hamilton, 14. 

4. Where each of two devices have been used in the same class of machines, to per- 
form the same office, the substitution of one for the other is the work of the mechanic, 
and not of the inventor. 

[John Underwood, 52. 

5. To make meu^s drawers with elongated ankle bands, or with buttons on tlm lower 
ends of the legs, does not merit protection. 

[T. J. Fla<:g,104. 

6. Patents for shirt-yokes and drawers are of very doubtful validitv. 

Lt. J. Flagg, 104. 

7. When an axle-box differed from those previously in use only in well-known appen- 
dages, and as the hubs differed to which they were applied, it was pronounced not 
patentable. 

[R. R. Miller, 114. 

8. An obvious mode of connecting elastic tips to chair legs is not patentable. 

TRulof Dodge, 149. 

9. There is ro invention in dispenbing with a spring the removal of which, if found 
detrimental, would be dictated by experience and judgment. 

[M.G.Wood, 180. 

(See Combinations, 1, 3 ; Novelty, B, 11, 12 ; Novelty, E, 13, 23; Practice, A, 6, 10.) 

SPECIFICATIONS. 

1. The claiming paragraphs in a patent are intende<l to designate those among the 
devices described in the body of the specification which the patentee claims as his in- 
ventions ; and they should be interpreted by the description, not construed as inde- 
pendent definitions. 

[Owen Dorsey, 17. 

2. When such a construction of a machine was claimed as would allow the rake *'to 
gather or discharge the grain," and a rake which would do both was the only one de- 
scribed, it was held that such must be the rake intended, and not a rake which would 
perform one function and not the other. 

[Owen Dorae^', 17. 

3. A claim for " ))rodnciiig in cutting-presRCH a successive change in the point of con- 
tact of the cutting-block with the cutting-die'' is aclaim for a result or effect, and should 
not be allowed. 

[J^. J. Simonds,2:i. 

4. A niecbauisni which is well known may be embraced in a patented combination 
without being particularly deecribed in the specification or shown in the drawings. 

[C. Rubens <& Co., 49. 
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5. It is sufficieut for an applicant to describe the apparatus for which he asks a pat- 
ent, without undertaking to explain the philosophical principle upon which it operates. 

[A. S. Collins, 57. 

6. Where an applicant claims a method of interlocking threads, and disclaims any 
mechanism for producing the interlocking, he will be required to erase from his speci- 
fication the description of a machine for that purpose for which he has obtained a 
patent. 

[D. M. Smyth, 36. 

7. An applicant for a reissue will not be allowed to call that a surface which is in fact 
a cradle, and was so termed in the original specification. 

[Henry Waterman, 70. 

8. The expression, ** the mode of construction in which this mode of operation is 
embodied consists,'' docs not require to be erased, however open to objection. 

[Henry Waterman, 70. 

9. Where an applicant describes mechanism which is no part of his invention and is 
not essential to its operation, he should be required either to strike out that part of the 
specification or to disclaim the mechanism. 

[R. J. Gatling, 92. 

10. After an application has been filed it cannot be amended by inserting the descrip- 
tion of a modification of the combination claimed which is not shown in the original 
model or drawings, although the principle of the invention is not changed. 

[L. J. Knowles, 161. 

(See Claims, 2, 3, 4 ; Designs, 5.) 

SUIUKCTS OF PATENTS. 

1. Systems of book-keeping, recording, tabulating, and the like, are not inventions ; 
neither are they the proper subjects of letters-pateut. 

[M. E. Berolzheimer, 33. 

2. A patent will not be granted for a principle or law of nature. 

[William Lowe, 39. 

3. A patent will not be granted to the same person for an apparatus and another 
patent for the principle upon which it operates. 

[William Lowe, 39. 

4. A claim for oxydizing the products of combustion by bringing air into contact 
with them is a claim for a principle, and cannot be allowed. 

[William Lowe, 39. 

5. A patent will not be allowed for a process which is really intended for the adulter- 
ation of an article of food. 

[Morris & Watson, 71. 

(See Manufactures, 1 ; Specification, 3.) 

TRADE-MARKS. 

1. The act of 8th July, 1870, requires the protection of all trade-marks to be eifected 
by registering them, and precludes their being patented as designs. 

[William King, 109. 

2. The letter X forms a proper trade-mark. 

[R. W. English, 142. 

3. The characters XX and XXX are distinguishable from the letter X, and must be 
registered as independent trade-marks. 

[R. W. English, 142. 

4. It is no bar to the registry of a trade-mark that it has already been used as such 
on articles of a different character. 

[R. W. English, 142. 

TRUE INVENTOR. 



(See Employer and Workman ; Priority of Invention.) 

UTILITY. 






1. The practicability of an invention may pass unchallenged in an €X parte applica- 
tion ; but not if questioned in a contested case. 

[Duchemin vb, Richardson and another, 31. 
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2. If a deyioe is capable of use for a proper purpose it possesses the requisite utility ; 
whether it is as good as others of the kind does not affect the right to a patent. 

[William Brown, 45. 

3. Where an applicant relies npon the saying of material effected by his inyention 
he should show that the alleged gain is not counterbalanced by the loss of stability. 

[A. H.Love, 79. 

(See Subjects of Patents, 5.) 
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